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1. The only official form available online for submitting a withdrawal from the
exception rule in accordance with Rule 5.7 of the Procedural Regulation is the
corresponding workflow in the case management system (CMS). The
template provided is not a form within the meaning of Rule 4.1 VerfO, but
template to support the users of the system. Users are free to use a different
template.

2. Insofar as the defence of exhaustion applies to all challenged embodiments, it
must be dealt with immediately in the discovery proceedings. If successful,
the action must be dismissed. If the defence of exhaustion does not to all
challenged embodiments, it depends on the circumstances of the individual
case whether and to what extent the defence is to be pursued immediately or
only in the context of compulsory enforcement.

3. If the patent proprietor has submitted several different offers which are still
acceptable, for example an offer concerning a bilateral licence to patent
proprietor's portfolio and an offer concerning a licence to the portfolio of a
patent pool which also the patent or portfolio of the patent proprietor to be
licensed, the infringement action for injunctive relief, recall and destruction
cannot be dismissed if it can be assumed that at least one of the two offers
satisfies the requirements of antitrust law. This is because the patent
proprietor is only obliged under antitrust law to grant the patent user a licence.
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that fulfils the FRAND requirements. The patent proprietor can its obligations
under antitrust law in particular by offering a pool licence. The same also
applies in relation to an assessment under contract law, for example in
relation to a Letter of Assurance (LOA) issued under the IEEE Bylaws 2007.

. The statements of the Court of Justice of the European Union in paragraphs
66-67 of the judgement in Huawei v. ZTE mean that bringing an action may be
contrary to antitrust law because the patent proprietor's offer contradicts
FRAND conditions, but the infringer may only object to this in the context of a
defence against that part of the action which is directed at injunctive relief,
recall or destruction if he himself has submitted a concrete counter-offer which
complies with FRAND conditions without delaying tactics and, moreover, has
provided reasonable assurance in the event of its rejection and has provided
information on the scope of the acts of use.

KEYWORDS

Formal requirements for withdrawal from the exemption authorisation; prohibition of

action based on the IEEE Bylaws; exhaustion of device and procedural claims;
FRAND objection; IEEE LOA objection
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PLAINTIFF
Huawei Technologies Co. Ltd

represented by: Dr Tobias J. Hessel, Thomas Misgaiski, Dr Marie Gessat, Lea Prehn
(Clifford Chance).

supported by: Christian Harmsen, Dr Matthias Meyer, Dr Jorg Witting (Bird & Bird); Dr
Friedrich Emmerling, Dr Karl-Ulrich Braun-Dullaeus, Lan Bi (BDPE).

DEFENDANT
1) Netgear Germany GmbH

2) Netgear Inc.
3) Netgear International Limited

represented by: Dr Stephan Dorn, Henning Gutheil, Frank-Erich Hufnagel, Caroline
Horstmann, Diana Baum (Freshfields).

supported by: Dr Cletus von Pichler (Samson & Partner)

PATENT IN SUIT
European patent no. 3 611 989.

JUDICIAL BODY/CHAMBER
Panel 1 of the Munich Local Court.

PARTICIPATING JUDGES

This decision was issued by the presiding judge Dr Matthias Zigann as reporting judge and
the legally qualified judges Tobias Pichimaier and Edger Brinkman as well as the technically
qualified judge Patrice Vidon.

LANGUAGE OF THE PROCEEDINGS

German

ORAL HEARING
The hearing took place on 30 October 2024 in English (see ORD_2866/2024).

OBJECT

Infringement action (ACT_459771/2023) with nullity counterclaims (CC_588071/2023,
CC_588080/2023, CC_586627/2023) and requests for amendment of the patent (APP_
9258/2024, APP_9258/2024, APP_ 9258/2024). Opposition pursuant to R 19 VerfO
(App_570172/2023).
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SECRECY

The text passages highlighted in grey in the unredacted version and marked with [redacted]
in the redacted version are subject to decisions pursuant to Rule 262A of the Rules of
Procedure and are the subject of motions pursuant to Rule 262.2 of the Rules of Procedure.
In this respect, both parties have unanimously submitted a need for protection. The court has
therefore a need for protection. In the case of an application pursuant to Rule 262.3 of the
Rules of Procedure, this will have to be reviewed again.

MOTIONS BY THE PARTIES

By means of the action, the applicant sought

order the defendants to cease and desist, subject to a penalty payment to be imposed by the
court for each case of non-compliance,

B.l. to offer or supply equipment for transmitting a high-efficiency signalling field B or HE-SIG-B
in a wireless local area network to customers in the area of application of the UPCA existing at
the time of the oral hearing with the exception of the Contracting Member States Austria,
Bulgaria, Denmark, Estonia, Latvia, Lithuania, Luxembourg, Malta, the Netherlands, Portugal
and Slovenia [i.e. Belgium, Germany, Italy, Finland, France, Sweden] for use in the said area,

which are suitable for use in a method for transmitting a high-efficiency signalling field B or HE-
SIG-B in a wireless local area network,

wherein the method comprises the following:

Transmitting the HE-SIG-B in a transmission bandwidth of multiples of 20 MHz, the HE-SIG-B
comprising two HE-SIG-B contents including a first HE-SIG-B content routed in each odd-
numbered 20 MHz subchannel and a second HE-SIG-B content routed in each even-numbered
20 MHz subchannel, the first HE-SIG-B content comprising a first common field and a first user-
specific field, the first common field comprising one or more first resource allocations, RA,
wherein the second HE-SIG-B content comprises a second common field and a second user-
specific field, the second common field comprising one or more second resource allocations,
RA, wherein each of the one or first RA corresponds to an odd-numbered 20 MHz subchannel
and each of the one or more second RA corresponds to an even-numbered 20 MHz subchannel,
wherein the first user-specific field comprises one or more first user scheduling information
subfields, wherein each of the one or more first user scheduling information subfields
comprises information about a station, STA, wherein the STA is scheduled on one of the one or
more resource units indicated by the one or more first RA, and wherein the second user-specific
field comprises one or more second user scheduling information subfields, wherein each of the
one or second user scheduling information subfields comprises information about a station,
STA, wherein the STA is scheduled on one of the one or more resource units specified by the
one or more second RAs when a first RA of the one or first RAs specifies a first allocated
resource unit, RU, that is within or overlaps the corresponding one odd 20 MHz subchannel,
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wherein the one first RA further indicates that in the first HE-SIG-B content, a number of a user
scheduling information subfield corresponding to the first RU is O; or a second RA indicates to
the one or more second RA a second assigned RU that is within or overlaps with the
corresponding one even-numbered 20 MHz subchannel, wherein the one second RA further
indicates that in the second HE-SIG-B content, a number of a user scheduling information
subfield corresponding to the second RU is 0;

- Indirect infringement of claim 1 -

. to offer or supply equipment for receiving a high-efficiency signalling field B or HE-SIG-B in a
wireless local area network to customers in the territory covered by the UPCA in force at the
time of the oral hearing, with the exception of the Contracting Member States Austria, Bulgaria,
Denmark, Estonia, Latvia, Lithuania, Luxembourg, Malta, the Netherlands, Portugal and
Slovenia, for use in the said territory,

which are suitable for use in a method for receiving a high-efficiency signalling field B or HE-SIG-
B in a wireless local area network,

wherein the method comprises the following:

Receiving the HE-SIG-B in a transmission bandwidth of multiples of 20 MHzthe HE-SIG-B
comprising two HE-SIG-B contents including a first HE-SIG-B content carried in each odd-
numbered 20 MHz subchannel and a second HE-SIG-B content carried in each even-numbered
20 MHz subchannel, the first HE-SIG-B content comprising a first common field and a first user-
specific field, the first common field comprising one or more first resource allocations, RA
wherein the second HE-SIG-B content comprises a second common field and a second user-
specific field, wherein the second common field comprises one or more second resource
allocations, RA, each of the one or more first RA corresponding to an odd-numbered 20 MHz
subchannel and each of the one or more second RA corresponding to an even-numbered 20
MHz subchannel, wherein the first user-specific field comprises one or more first user
scheduling information subfields, wherein each of the one or more first user scheduling
information subfields comprises information about a station, STA, wherein the STA is scheduled
on one of the one or more resource units specified by the one or more first RA, and wherein the
second user-specific field comprises one or more second user scheduling information subfields,
wherein each of the one or more second user scheduling information subfields comprises
information about a station, STA, wherein the STA is scheduled on one of the one or more
resource units specified the one or more second RA, and wherein the second user-specific field
one or more second user scheduling information subfields, wherein each of the one or more
second user scheduling information subfields comprises information about a station, STA,
wherein the STA is scheduled on one of the one or more resource units indicated by the one or
more second RAs, when a first RA of the one or first RAs indicates a first allocated resource unit,
RUlocated within or overlapping with the corresponding one odd 20 MHz subchannel, the one
first RA further indicating that a number of a user scheduling information subfield
corresponding to the first RU is O in the first HE-SIG-B content; or a second RA indicates to the
one or more second RA a second assigned RU that is within or overlaps with the corresponding
one even-numbered 20 MHz subchannel, the one second RA further indicating that in the
second HE-SIG-B content, a number of a user scheduling information subfield corresponding to
the second RU is O;
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- Indirect infringement of claim 2 -
. in particular

1. when the first RA or the second RA is an index of a plurality of indices, the index being
created based on per 20 MHz bandwidth, the index indicating a combination of allocated RUs
having 26, 52 or 106 subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the
index indicating whether multi-user MIMO or MU-MIMO is performed, respectively; and the
index further indicating information for calculating a number of users on an allocated RU
allowed for MU-MIMO; characterised in that the first RA or the second RA is an index of a
plurality of indices, the index indicating a combination of allocated RUs having 26, 52 or 106
subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the index indicating whether
multi-user MIMO or MU-MIMO is performed, and the index further indicates information for
calculating a number of users on an allocated RU allowed for MU-MIMO;

—Indirect infringement of claim 3 -

2. and/or if the first assigned RU has 484 subcarriers or the second assigned RU has 484
subcarriers

— Indirect infringement of claim 4 -

3. and/or when the transmission bandwidth is 40 MHzcomprising first 20 MHz and second 20
MHz, wherein the first HE-SIG-B content is carried in the first 20 MHz and the second HE-SIG-B
content is carried in the second 20 MHz, wherein the first HE-SIG-B content comprises a first RA
indicating one or more RUs in or overlapping the first 20 MHz, and wherein the second HE-SIG-B
content comprises a second RA indicating one or more RUs in or overlapping the second 20
MHz

—Indirect infringement of claim 5 -

4. and/or when the transmission bandwidth is 80 MHz, comprising first 20 MHz, second 20
MHz, third 20 MHz and fourth 20 MHz in a frequency order, wherein the first HE-SIG-B content
is routed in first and third 20 MHz and the second HE-SIG-B content routed in the second and
fourth 20 MHz, wherein the first HE-SIG-B content comprises a first RA and a third RA, wherein
the first RA specifies one or more RUs in or overlapping first 20 MHz and the third RA specifies
one or more RUs in or overlapping the third 20 MHz, and wherein the second HE-SIG-B content
comprises a second RA and a fourth RA, wherein the second RA specifies one or more RUs in or
overlapping the second 20 MHz and the fourth RA specifies one or more RUs in or overlapping
the fourth 20 MHz;

—Indirect infringement of claim 6 -

IV. device for transmitting a high-efficiency signalling field B or HE-SIG-B in a wireless local area
network to customers in the area of application of the UPCA existing at the time of the oral
hearing with the exception of the Contracting Member States Austria, Bulgaria, Denmark,
Estonia, Latvia, Lithuania, Luxembourg, Malta, the Netherlands, Portugal and Slovenia,
comprising the following:

a module adapted to transmit the HE-SIG-B in a transmission bandwidth of multiples of 20
MHz, the HE-SIG-B comprising two HE-SIG-B contents including a first HE-SIG-B content
carried in each odd-numbered 20 MHz subchannel and a second HE-SIG-B content carried
in each even-numbered 20 MHz subchannel, the first HE-SIG-B content comprising a first
common field and a first user-specific field,

6
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wherein the first common field comprises one or more first resource allocations, RA, wherein
the second HE-SIG-B content comprises a second common field and a second user-specific field,
wherein the second common field comprises one or more second resource allocations, RA,
wherein each of the one or more first RA corresponds to an odd-numbered 20 MHz subchannel
and each of the one or more second RA corresponds to an even-numbered 20 MHz subchannel,
wherein the first user-specific field comprises one or more first user scheduling information
sub-fields, each of the one or more first user scheduling information sub-fields comprising
information about a station, STA, wherein the STA is scheduled on one of the one or resource
units, indicated by the one or more first RA, and wherein the second user-specific field
comprises one or more second user scheduling information subfields, each of the one or more
second user scheduling information subfields comprising information about a station, STA,
wherein the STA is scheduled on one of the one or more resource units, indicated by the one or
more second RAs when a first RA of the one or more first RAs indicates a first allocated resource
unit, RU, located within or overlapping with the corresponding one odd 20 MHz subchannel, the
one first RA further indicating that a number of a user scheduling information subfield
corresponding to the first RU is 0 in the first HE- SIG-B content; or a second RA indicates to the
one or more second RA a second assigned RU located within or overlapping the corresponding
one even-numbered 20 MHz subchannel, the one second RA further indicating that in the
second HE-SIG-B content a number of a user scheduling information subfield corresponding to
the second RU is 0;

—direct infringement of claim 7 -

V. device for receiving a high-efficiency signalling field B or HE-SIG-B in a wireless local area
network to customers in the area of application of the UPCA existing at the time of the oral
hearing with the exception of the Contracting Member States Austria, Bulgaria, Denmark,
Estonia, Latvia, Lithuania, Luxembourg, Malta, the Netherlands, Portugal and Slovenia,
comprising the following:

a module adapted to receive the HE-SIG-B in a transmission bandwidth of multiples of 20 MHz,
the HE-SIG-B comprising two HE-SIG-B contents including a first HE-SIG-B content carried in
each odd-numbered 20 MHz subchannel and a second HE-SIG-B content carried in each even-
numbered 20 MHz subchannel, wherein the first HE-SIG-B content comprises a first common
field and a first user-specific field, the first common field comprising one or more first resource
allocations, RA, the second HE-SIG-B content comprising a second common field and a second
user-specific field wherein the second common field comprises one or more second resource
allocations, RA, wherein each of the one or more first RA corresponds to an odd-numbered 20
MHz subchannel and each of the one or more second RA corresponds to an even-numbered 20
MHz subchannel, wherein the first user-specific field comprises one or more first user
scheduling information sub-fields, each of the one or more first user scheduling information
sub-fields comprising information about a station, STA, wherein the STA is scheduled on one of
the one or resource units represented by the one or more first RA
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and wherein the second user-specific field comprises one or more second user scheduling
information subfields, each of the one or more second user scheduling information subfields
comprising information about a station, STA, wherein the STA is scheduled on one of the one or
more resource units indicated by the one or more second RA, when a first RA of the one or
more first RA indicates a first allocated resource unit, RU, located within or overlapping with the
corresponding one odd 20 MHz subchannel, the one first RA further indicating that in the first
HE- SIG-B content, a number of a user scheduling information subfield corresponding to the first
RU is 0; or a second RA indicates to the one or more second RA a second assigned RU located
within or overlapping the corresponding one even-numbered 20 MHz subchannel, the one
second RA further indicating that in the second HE-SIG-B content a number of a user scheduling
information subfield corresponding to the second RU is O;

—direct infringement of claim 8 -
VI. in particular

1. when the first RA or the second RA is an index of a plurality of indices, the index being
created based on per 20 MHz bandwidth, the index indicating a combination of allocated RUs
having 26, 52 or 106 subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the
index indicating whether multi-user MIMO or MU-MIMO is performed, respectively; and the
index further indicating information for calculating a number of users on an allocated RU
allowed for MU-MIMO; characterised in that the first RA or the second RA is an index of a
plurality of indices, the index indicating a combination of allocated RUs having 26, 52 or 106
subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the index indicating whether
multi-user MIMO or MU-MIMO is performed, and the index further indicates information for
calculating a number of users on an allocated RU allowed for MU-MIMO;

—direct infringement of claim 9 -

2. and/or if the first assigned RU has 484 subcarriers or the second assigned RU has 484
subcarriers;

— Direct infringement of claim10 -

3. and/or when the transmission bandwidth is 40 MHz, comprising first 20 MHz and second 20
MHz, wherein the first HE-SIG-B content is carried in the first 20 MHz and the second HE-SIG-B
content is carried in the second 20 MHz, wherein the first HE-SIG-B content comprises a first RA
indicating one or more RUs in or overlapping the first 20 MHz, and wherein the second HE-SIG-B
content comprises a second RA indicating one or more RUs in or overlapping the second 20
MHz;

—direct infringement of claim 11 -

4. and/or when the transmission bandwidth is 80 MHz, comprising first 20 MHz, second 20 MHz,
third 20 MHz and fourth 20 MHz in a frequency order, wherein the first HE-SIG-B content is
routed in the first and third 20 MHz and the second HE-SIG-B content routed in the second and
fourth 20 MHz, wherein the first HE-SIG-B content comprises a first RA and a third RA, wherein
the first RA specifies one or more RUs in or overlapping the first 20 MHz and the third RA one or
more RUs in or overlapping the third 20 MHz, and wherein the second HE-SIG-B content
comprises a second RA and a fourth RA, wherein the second RA specifies one or more RUs in or
overlapping the second 20 MHz and the fourth RA specifies one or more RUs in or overlapping
the fourth 20 MHz;
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— Direct infringement of claim 12 -

C. order the defendants to inform the plaintiff in writing and in electronic of the extent to
which they (the respective defendant) have committed the acts described above under B.I. to
B.VI. since 26 May 2021, stating

a) the names and addresses of manufacturers, suppliers and other previous owners;

b) the names and addresses of the commercial customers and the points of sale for which the
products were intended,;

c) the quantities of products manufactured, delivered, received or ordered, as well as the prices
paid for the products concerned; copies of the relevant purchase documents (namely invoices,
alternatively delivery notes) must be submitted as proof of the information provided, whereby
details requiring confidentiality outside the data subject to disclosure may be blacked out;

D. order the defendants to provide the plaintiff with an orderly statement in writing and
additionally in electronic form the extent to which they (the respective defendant) have
committed the acts described above under B.l. to B. VI above since 26 May 2021, stating the
following

a) of the individual deliveries, broken down by delivery quantities, times and prices as well as
type designations and the names and addresses of the customers;

b) of the individual offers, broken down by offer quantities, times, prices, type designation and
the names and addresses of the commercial offerees;

c) of the advertising operated, broken down by advertising media, their circulation, distribution
period and distribution area;

d) the prime costs broken down by the individual cost factors and the profit realised;

whereby the defendants reserve right to disclose the names and addresses of the non-
commercial purchasers and the offerees instead of the plaintiff to a sworn auditor resident in
one of the contracting member states, to be designated by the plaintiff and bound to secrecy
towards it, provided that the respective defendant bears his costs and authorises and obliges
him to inform the plaintiff on specific request whether a particular purchaser or offeree is
included in the list;

E. order the defendants to permanently remove the products described above under B.IV. to
B.VI. from the distribution channels by the respective defendant back these objects, if
necessary enforcing their surrender with claims for surrender to which it is entitled or, at the
plaintiff's discretion, arranging for the destruction of these objects from the respective owner at
the defendant's expense;

F.order the defendants to recall the marketed products referred to above under B.IV. to B.VI.
from the commercial customers with reference to the patent infringing condition of the
products established by the court (judgement of ... dated ...) and with the binding undertaking
to reimburse any fees and to bear any necessary packaging and transport costs as well as
customs and storage costs associated with the return and to take back the products, whereby
the plaintiff is to be provided with a sample of the products.
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of the recall letters as well as a list of the addressees with their names and postal addresses or -
at the defendant's discretion - a copy of all recall letters;

G. further order the defendants to surrender to a bailiff to be appointed by the plaintiff for the
purpose of destruction at their - the respective defendants' - expense the products referred to
in B.IV. to B.VI. which are in their direct or indirect possession or ownership in the territory of
the UPCA in force at the time of the hearing, with the exception of the Contracting Member
States Austria, Bulgaria, Denmark, Estonia, Latvia, Lithuania, Luxembourg, Malta, the
Netherlands, Portugal and Slovenia;

H. declare that the defendants, as joint and several debtors, are obliged to compensate the
plaintiff for all damage that she has suffered and will suffer as a result of the acts described
under B.l. to B.VI. since 26 May 2021,

I. order the defendants to pay the costs;

J. to set partial securities for the enforcement of the judgements requested above, whereby the
following individual amounts are proposed:

1. Application B., E., F., G EUR 950,000.00

2. Application C., D. EUR 50,000.00

With the objection of 7 September 2023 (App_570172/2023), the defendants requested that
the objection regarding the lack of jurisdiction of the court due to the opt-out of the patent (Rule

19.1 lit. a CPC) be upheld.

In its response to the objection of 18 September 2023, the applicant requested the

reject the objection concerning the lack of jurisdiction of the court due to the opt-out of the
plaintiff.

In their statement of defence and counterclaim of 17 November, the defendants requested the following:

1. assign to the panel a technically qualified judge with knowledge wireless communication
networks (in particular Int. Cl. HO4W 72/12, HO4L 5/20 and related areas) and communication
protocols (in particular IEEE 802.11 and related standards) (Rule 33.1 EPC),

2. dismiss the action (Rules 23, 24 (g) of the UPC Rules of Procedure),

3. provisionally award the defendants the reimbursement of costs for the infringement action
(Rule 150.2 EPO),

and in the alternative,

4. make enforcement of the decision subject to the prior provision of security by the applicant
in the amount of at least EUR [redacted] (Rules 352.1, 354.2 of the EPO), to be provided by
means of a written, irrevocable, unconditional and unlimited guarantee from a person
registered in the register of the applicant.

10
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territory of a member state of the UPC authorised to conduct business,

5. allow the defendants to avert the enforcement of the decision by providing a written,
irrevocable, unconditional and unlimited guarantee from a credit institution authorised to
do business in the territory of a member state of the UPC, without regard to the provision
of security by the plaintiff (Rule 9.1 of the UPC Rules of Procedure).

With the counterclaim for a declaration of nullity, we request,

6. declare the European patent EP 3 611 989 invalid in its entirety with effect in the territory of
all member states of the UPC (Rule 25 RP UPC); and

7. provisionally award the defendants reimbursement of the costs of the counterclaim (Rule
150.2 of the UPC Rules of Procedure).

In its reply of 29 January 2024, the plaintiff submitted the following applications:

I. Motions for annulment We apply,

1. dismiss the defendant's counterclaim for a declaration of invalidity of the European patent EP
3611989;

in the alternative

to maintain the European patent EP 3 611 989 in the version of one of the auxiliary requests AR 1
to AR 6 [Annex K25]; and

2. order the defendants to pay the costs of the counterclaim.

Il. Applications for the infringement action

The motions announced in the statement of claim unchanged. In addition, we supplement
the motions from the statement of claim in the alternative as follows:

The applicant claims that the Court should:

A. order the defendants to refrain from doing so, subject to a penalty payment to be imposed by
the court for each case of non-compliance,

(..)

I1l. in particular

1. if the multiple is 40 MHz or 80 MHz or 160 MHz (indirect infringement
of claim 1/2-AR1 and/or claim 1/2-AR2)

2. and/or when a first RA of the one or more first RA indicates a first assigned resource unit, RU,
which is an RU having 242 subcarriers in the corresponding one odd-numbered 20 MHz
subchannel, or is an RU having 484 subcarriers corresponding to the corresponding one odd-
numbered 20 MHz subchannel.

11
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The first RA indicates a second assigned resource unit, RU, to the one or more second RA, which
is an RU with 242 subcarriers in the corresponding one even 20 MHz subchannel, or an RU with
484 subcarriers overlapping the corresponding one even 20 MHz subchannel;

(indirect infringement of claim 7-AR3)

3. and/or if the first RA or the second RA is an index of several indices, the index being created
on the basis of per 20 MHz bandwidth, the index being a combination of allocated RUs with 26,
52 or 106 subcarriers

—Indirect infringement of claim 3 -

4. and/or if the first assigned RU has 484 subcarriers or the second assigned RU has 484
subcarriers

—Indirect infringement of claim 4 -

5. and/or when the transmission bandwidth is 40 MHzcomprising first 20 MHz and second 20
MHz, wherein the first HE-SIG-B content is carried in the first 20 MHz and the second HE-SIG-B
content is carried in the second 20 MHz, wherein the first HE-SIG-B content comprises a first RA
indicating one or more RUs in or overlapping the first 20 MHz, and wherein the second HE-SIG-B
content comprises a second RA indicating one or more RUs in or overlapping the second 20
MHz

—Indirect infringement of claim 5 -

6. and/or when the transmission bandwidth is 80 MHz, comprising first 20 MHz, second 20 MHz,
third 20 MHz and fourth 20 MHz in a frequency order, wherein the first HE-SIG-B content is
routed in the first and third 20 MHz and the second HE-SIG-B content is routed in the second
and fourth 20 MHz, wherein the first HE-SIG-B content comprises a first RA and a third RA,
wherein the first RA specifies one or more RUs in or overlapping the first 20 MHz and the third
RA one or more RUs in or overlapping the third 20 MHz, and wherein the second HE-SIG-B
content comprises a second RA and a fourth RA, wherein the second RA specifies one or more
RUs in or overlapping the second 20 MHz and the fourth RA specifies one or more RUs in or
overlapping the fourth 20 MHz;

—Indirect infringement of claim 6 -

VL. in particular

1. if the multiple is 40 MHz or 80 MHz or 160 MHz (indirect infringement of
claim 7/8-AR1 and/or claim 7/8- AR2)

2. and/or when a first RA indicates to the one or more first RA a first allocated resource unit,
RU, which is an RU with 242 subcarriers in the corresponding one odd-numbered 20 MHz
subchannel, or is an RU with 484 subcarriers overlapping the corresponding one odd-numbered
20 MHz subchannel, or when a second RA indicates to the one or more second RA a second
allocated resource unit, RU, which is an RU with 242 subcarriers in the corresponding one odd-
numbered 20 MHz subchannel, or is an RU with 484 subcarriers overlapping the corresponding
one odd-numbered 20 MHz subchannel, or when a second RA indicates to the one or more
second RA a second allocated resource unit, RU, which is an RU with 242 subcarriers in the
corresponding one odd-numbered 20 MHz subchannel.

12
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an RU is with 242 subcarriers in the corresponding one even-numbered 20 MHz subchannel, or
an RU is with 484 subcarriers overlapping the corresponding one even-numbered 20 MHz
subchannel;

(indirect infringement of claim 7/8-AR3)

3. and/or when the first RA or the second RA is an index of a plurality of indices, the index being
created based on per 20 MHz bandwidth, the index indicating a combination of allocated RUs
having 26, 52 or 106 subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the
index indicating whether multi-user MIMO or MU-MIMO is performed, respectively, and the
index further indicating information for calculating a number of users on an allocated RU
allowed for MU-MIMO; characterised in that MIMO is performed, and the index further
indicates information for calculating a number of users on an allocated RU allowed for MU-
MIMO;

—direct infringement of claim 9 -

4. and/or if the first assigned RU has 484 subcarriers or the second assigned RU has 484
subcarriers;

— Direct infringement of claim 10 -

5. and/or when the transmission bandwidth is 40 MHzcomprising first 20 MHz and second 20
MHz, wherein the first HE-SIG-B content is carried in the first 20 MHz and the second HE-SIG-B
content is carried in the second 20 MHz, wherein the first HE-SIG-B content comprises a first RA
indicating one or more RUs in or overlapping the first 20 MHz, and wherein the second HE-SIG-B
content comprises a second RA indicating one or more RUs in or overlapping the second 20
MHz;

—direct infringement of claim 11 -

6.and/or when the transmission bandwidth is 80 MHz, comprising first 20 MHz, second 20 MHz,
third 20 MHz and fourth 20 MHz in a frequency order, wherein the first HE-SIG-B content is
routed in the first and third 20 MHz and the second HE-SIG-B content is routed in the second
and fourth 20 MHz, wherein the first HE-SIG-B content comprises a first RA and a third RA,
wherein the first RA specifies one or more RUs in or overlapping the first 20 MHz and the third
RA one or more RUs in or overlapping the third 20 MHz, and wherein the second HE-SIG-B
content comprises a second RA and a fourth RA, wherein the second RA specifies one or more
RUs in or overlapping the second 20 MHz and the fourth RA specifies one or more RUs in or
overlapping the fourth 20 MHz;

— Direct infringement of claim 12 -

In the duplicate of 2 April 2024, the defendants filed the following motions:

At the suggestion of the Reporter from the hearing on 19 February 2024, we reformulate the
main application for the counterclaim for annulment as follows and request it:

1. declare the European patent EP 3 611 989 invalid in its entirety (i.e. claims 1-4) with effect in
the territory of the EPC member states Belgium, Denmark, Germany, France, Finland, Italy and
Sweden (Rule 25 EPC Regulation)

For the rest, we maintain the claims from our statement of defence and counterclaim for
Declaration of nullity dated 17 November 2023 (hereinafter: "KE").
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In the triplicate dated 1 May 2024, the plaintiff submitted the following applications:

order the defendants to cease and desist, subject to a penalty payment to be imposed by the
court for each case of non-compliance,

I. to offer or supply equipment for transmitting a high-efficiency signalling field B or HE-SIG-B in
a wireless local area network to customers in the EPC Member States Belgium, Denmark,
Germany, France, Finland, Italy and Sweden for use in the said countries,

()

Il. to offer or supply equipment for receiving a high-efficiency signalling field B or HE-SIG-B in a
wireless local area network to customers in the EPC Member States Belgium, Denmark,
Germany, France, Finland, Italy and Sweden for use in the said countries,

()
. (...);

IV. To offer, place on the market, use and/or import and/or possess for the said purposes a
device for transmitting a high-efficiency signalling field B or HE-SIG-B in a wireless local area
network in the EPG Member States Belgium, Denmark, Germany, France, Finland, Italy and
Sweden, comprising the following:

(--);

V.To offer, place on the market, use and/or import and/or possess for said purposes a device
for receiving a high-efficiency signalling field B or HE-SIG-B in a wireless local area network in
the EPC Member States Belgium, Denmark, France, Germany, Finland, Italy and Sweden,
comprising the following

(-);

G. further order the defendants to hand over the products referred to in points B.IV. to B.VI. in
their direct or indirect possession or ownership in the UPC Member States Belgium, Denmark,
Germany, France, Finland, Italy and Sweden to a bailiff to be appointed by the plaintiff for the
purpose of destruction at their - the respective defendants' - expense

(...).

With regard to the applications that remained unresolved during the interim hearing, reference
is made to the order pursuant to Rule 105.5 VerfO of 30 August 2023 (App 31099/2024) and
the reasons for the decision.
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Facts of the case

The plaintiff is making a claim against the defendants for direct and indirect

infringement ofthe European patent3 611 989 in

The applicant, based in Shenzhen, China, is a leading global provider of information

and communication technology, infrastructure and smart devices.

The plaintiff is the sole registered proprietor of European patent 3 611 989 relating to
a method and device for transmitting information of a wireless local area network.
The patent in suit claims the priority of CN 201510555654 of 1 September 2015 and
is on a European patent application of 31 August 2016. The mention of the grant of

the patent in suit was published by the European Patent Office on 26 May 2021.

Claim 1 has the following wording in the language of grant:

A method for transmitting a High-Efficiency Signal Field B, HE-SIG-B, in a wireless local area network, the method
comprising:

transmitting the HE-SIG-B in a transmission bandwidth of multiple 20MHz, wherein the HE-SIG-B comprises two
HE-SIG-B contents, including a first HE-SIG-B content carried at each odd-numbered 20MHz sub-channel and

a second HE-SIG-B content carried at each even-numbered 20MHz sub-channel,

wherein the first HE-SIG-B content comprises a first common field and a first user-specific field, wherein the first
common field comprises one or more first resource allocations, RA,

wherein the second HE-SIG-B content comprises a second common field and a second user-specific field, wherein
the second common field comprises one or more second resource allocations, RA,

wherein each of the one or more first RA corresponds to one odd-numbered 20MHz sub-channel, and each of the
one or more second RA corresponds to one even-numbered 20MHz sub-channel,

wherein the first user-specific field comprises one or more first user scheduling information subfields,

each of the one or more first user scheduling information subfields comprising information of one station, STA,
the STA being scheduled on one of the one or more resource units indicated by the one or more first RA, and
wherein the second user-specific field comprises one or more second user scheduling information subfields, each
of the one or more second user scheduling information subfields comprising information of one STA, the STA
being scheduled on one of the one or more resource units indicated by the one or more second RA,
characterised in that

one first RA of the one or more first RA indicates a first allocated resource unit, RU, which is in or overlaps the

corresponding one odd-numbered 20MHz sub-channel, wherein the one first RA further indicates that, in the first
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HE-SIG-B content, a number of a user scheduling information subfield corresponding to the first allocated RU is
0; or one second RA of the one or more second RA indicates a second allocated RU, which is in or overlaps the
corresponding one even-numbered 20MHz sub-channel, wherein the one second RA further indicates that, in the
second HE-SIG-B content, a number of a user scheduling information subfield corresponding to the second
allocated RU is 0.

Reference is made to the patent specification for the wording of the other claims.

The plaintiff has declared the patent in suit to the standard-setting organisation IEEE
as standard-essential for the WiFi 6 standard (cf. Annex FBD10 "WiFi6 & 6E for

dummies") and has submitted an IEEE LOA in this respect.

Defendant 1) is a company based in the USA that manufactures and sells network

products for private and business use.

Defendant 2) is a subsidiary of defendant 1) based in Munich, through which the

German business, including distribution, is handled.

Defendant 3) is also a subsidiary of defendant 1) based in Ireland, which operates

the online shop for the German business.

The plaintiff is of the opinion that the access points offered by the defendants, such
as "NETGEAR Orbi Pro WiFi 6 - AX6000 Tri-Band Mesh System", "NETGEAR Tri-
Band Orbi Pro WiFi 6 Router" and "NETGEAR Nighthawk 12- Stream Dual-Band
WiFi 6 Router", make direct use of the device claims and indirect use of the process
claims in accordance with the wording. In addition to the documents on the WiFi 6
standard, it also refers to an analysis of test data relating to the attacked
embodiments, which the defendants themselves submitted in infringement

proceedings before the Dusseldorf Regional Court.

The defendants lodged an objection in due time in accordance with Rule 19 of the
Rules of Procedure (App_570172/2023). In this respect, they argue that the plaintiff
has declared the cancellation of the exception in a formally ineffective manner. A

formally effective repetition
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was denied on the basis of the nullity action brought by Netgear Switzerland GmbH
against the German part of the patent-in-suit before the Federal Patent Court on 26
September 2023 (Ref. 4 Ni 33/23). The judge-rapporteur informed the parties in
accordance with Rule 20.2 of the Rules of Procedure that the opposition was to be
dealt with in the main proceedings. This notification was confirmed by the panel on 8
April 2024 (App_595611/2023).

Irrespective of this, the defendants invoke a contractual obligation to grant a licence
entered into by the plaintiff vis-a-vis IEEE by means of a Letter of Assurance (LOA).
This has a third-party effect in their favour. The now applicable bylaws contain a
prohibition of legal action. The plaintiff is therefore barred from bringing the present

action , inter alia, injunctive relief, recall and destruction.

The defendants also deny patent infringement and bring counterclaims for a
declaration of invalidity of the patent in suit. They argue that the patent in suit is not
legally valid and that the challenged embodiments do not make use of the patented
teaching. Proof of infringement cannot be provided solely on the basis of the

standard because this leaves room for manoeuvre in terms of implementation.

Moreover, the 's patent claims in relation to products with Qualcomm modems are
exhausted. The plaintiff had concluded a corresponding contractual agreement with

Qualcomm. Qualcomm modems are partially installed in the contested designs.

Irrespective of this, the defendants defend themselves with the antitrust compulsory
licence objection under ECJ - Huawei v. ZTE. Furthermore, they argue that the
plaintiff has in any case not complied with the contractual obligations under the
applicable IEEE Bylaws on the LOA.

The plaintiff rejects the compulsory licence objection under antitrust law and the
IEEE LOA objection. With regard to IEEE, it has only itself with the LOA to the
extent that only the 2007 Bylaws, and no later versions, are applicable.
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are. These did not contain a prohibition of action. The bilateral licence offer and the
alternative offer of licensing via the SISVEL patent pool were both FRAND.
Moreover, the defendants had delayed the negotiations and shown themselves to be
unwilling to take a licence and, in particular, had not provided any security or
information following the rejection of their unFRANDIy counter-offer, which was
submitted far too late. The possibility of taking a pool licence via SISVEL was not

even considered by the .

The defence of exhaustion does not due to the interpretation of the contractual
provisions made with Qualcomm as advocated by the plaintiff. Irrespective of this, at
most modems are affected and not complex products such as the WiFi routers at
issue here. The defendants had also not submitted any device-related arguments
regarding the first placing on the market in the relevant period within the European

Union. In any event, the objection was limited to the period [redacted].

The extension of the action to include claims from patent EP 3 678 321 of 23
November 2023 was admitted by the Board on 11 December 2023
(App_587438/2023; App_595631/2023). The subject matter of the admitted appeal
was severed on 24 January 2024 (ORD_593105/2023). The new file number is
ACT_18917/2024 UPC_CFI_168/2024. The defendants' appeals against this were
unsuccessful (APL_4881/2024 UPC_CoA _36/2024; APL_5395/2024
UPC_CoA _44/2024). The date for the interim hearing was set for 16 January 2025
and for the main hearing for 25 March 2025.

The defendants' action for a negative declaratory judgement against the plaintiff filed
on 2 April 2024 in relation to the two patents-in-suit EP 3 611 989 and EP 3 678 321
(ACT_16294 UPC_CFIl_152/2024) is also scheduled for 16 January 2025 and 25
March 2025 respectively. The defendants base this action solely on the defence of

exhaustion in relation to products with Qualcomm modems.
For further details of the facts of the case, reference is made to the written

submissions submitted by the parties, including annexes, and the reasons for the

decision.
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Reference is made to the overview of the pleadings submitted, annexes and the
hearing history (ORD_49424/2024 as well as Annex K87 and Annex to the
defendant's pleading of 27 September 2024 in APP_31099/2024). Reference is also
made to the skeleton arguments submitted by the plaintiff (Annexes K87-92) and the
defendant (statement of 27 September 2024 in APP_31099/2024 including

annexes).

Reasons for the decision

A. Objection unfounded

On 07/09/2023 (App_570172/2023), the defendants filed an objection pursuant to
Rule 19 of the Rules of Procedure. By notice dated 30/10/2023
(ORD_575956/2023), the judge-rapporteur informed the parties in accordance with
Rule 20.2 of the Rules of Procedure that the defendants' objection was to be dealt

with in the main proceedings.

|. The objection is based on the following facts:

By letter dated 14 May 2023, the applicant declared to the Registry of the Unified
Patent Court (Ref. UPC_APP_144997/2023) that it would make use of the exception
in respect of the patent in suit on the basis of Article 83(3) UPCA and Rule 5.1(b),
5.3(a) and (c) of the UPC Regulation (opt-out). Both parties consider this declaration

to be effective.

In a further declaration dated 24 May 2023 (Ref. UPC_APP_302036/2023), the
applicant again contacted the Registry of the Unified Patent Court in order to
withdraw from its original claim to the exception. In this respect, the template
provided was uploaded to the CMS, which was filled in at the relevant point as

follows:
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Proprietor]s) of sach EPC siste for which the patent has been gramted
ihiotr Ths Progrieirn(s)” secion must be receaed for sach propristor of the patant and sach EPC stale)

Counlry abbreviation: [AL AT BE BG CH CY CZ DE DK EE ES FI FR GB
GR HR HU IE I5 IT U LT W LV MC MK MT NL NO
PL PT RO RS SE 51 5K S5M TH)

Proprietor: [Huawel Technologies Co., Lid )

Postal sdcdress: [inmtellsctual  Properly Depariment, Huswes
Admiresiraion Buikding, Shenzhen, Guangdong, 518126, CTHIMA]

Eleclronie address [ap _ rveantiondiramaei com)

On 1 June 2023, the patent proprietor brought an infringement action against the
defendant before the Munich Local Chamber of the Unified Patent Court
(ACT_459771/2023 UPC_CFI_9/2023).

The defendant is of the opinion that the Unified Patent Court does not have
jurisdiction for this infringement action because the withdrawal from the exception
was not effectively declared by the declaration reproduced above. The Unified Patent
Court had provided a form for the utilisation of the exception as well as for the
withdrawal, which must be used in accordance with Rule 4.1 sentence 2 of the Rules
of Procedure. It was clear from this that for a valid withdrawal it was necessary for
the proprietor of the patent concerned to be indicated individually for each EPC state,
as the patent proprietors had still done in the declaration of 14 May 2023:

DETAILS OF THE PROPRIETOR(S) FOR THE PATENT :

COUNTRY PROPRIETORS POSTAL ADDRESS ELECTRONIC ADDRESS
CODE
AL HUAWE) TECHNOLOGIES GO, LTD Flisdwes Aamiratstion Bulding Bartisn,
Longgang

Desiirict, Shenzhen, Guangdong 5187 15,China
AT HUAWE] TECHNOLOGIES CO. LTD Huawes Admirairation Buikding Bartisn
Langgang

Dsirict, Shanshan Quangdong 5187 15 China
BE HUAWE] TECHNOLOGEES CO.. LTD Husawes Admirssiration Building. Bartian
Longgansg

DEsirict Shanghan, Guangdong 5187 15 China
Bz HUAWE] TECHNOLOGEES CO., LTD Huawes Aogminsiration Building, Bantian

L cnigrganiy

Desirict, Shenzhen Guangdong, 5187 15.China
CH HUAWEI TECHNOLOGIES CO., LTD Huawss Administration Buliding, Bantian,
Larggang

Disirict Shenzhen Guangdong 5187 15 China
cY HUAWE] TECHNOLDGEES CO., LTD Hunwes Adminmatration Buiding Bartisn

Since Netgear Switzerland GmbH filed a nullity action against the patent in suit
before the German Federal Patent Court on 6 September 2023, the patent proprietor

can no longer make up for an effective withdrawal.
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The plaintiff is of the opinion that the requirements of Rule 5.7 RFees been met.
Neither a representation in which the identical patent proprietor is repeated next to
each country code, nor a representation in which the patent proprietor mentioned
once after the listing of all country codes, allows any other understanding than that
the named company is the sole proprietor of the national parts of the patents in the
named countries, as is the case for the plaintiff. The withdrawal was therefore

effective and the Unified Patent Court had jurisdiction.

The parties therefore assess the requirements for a declaration under Rule 5.7 RP in
conjunction with Rule 4.1 sentence 2 RP differently. It must be decided whether it is
mandatory to choose a representation in which the identical patent proprietor is

repeated next to each country code.

Il. The admissible objection is unfounded. The withdrawal from the utilisation of the

exemption has been formally effective.

1. Pursuant to Rule 5.7 RFees, the proprietor of a patent or application which is the
subject of a request for an exception under this Rule may file a request for revocation
in respect of the patent or application, but not in of different states for the European
patent has been granted or which are designated in the application. The request for
withdrawal shall contain the information referred to in paragraph 3. The Registrar
shall the request for withdrawal in the Register as soon as possible. The withdrawal
shall be deemed to take effect from the date of entry in the Register. Paragraphs 1(a)

and 5 shall apply mutatis mutandis.

According to the paragraph 3 to, the application for utilisation of the exemption must

include

(a) the name of each proprietor or applicant of European patent or application and
of the proprietor of each supplementary protection certificate based on the
European patent concerned, as well as all relevant postal and, where applicable,

electronic addresses,
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(b) the name and the postal and electronic address

(i) the representative appointed by the applicant or holder pursuant to

Article 48 of the Convention

or

(ii) any other person submitting the application for exemption on behalf of the
holder or declarant, as well as the authorisation to submit the application for

exemption,

(c) Details of the patent and/or application concerned, including the publication

number of the patent application,

(d) details of any supplementary protection certificate granted on the basis of the

patent in question, including the number, and

(e) for the purposes of paragraph 1(a), a declaration made by or on behalf of each
proprietor or applicant in accordance with Rule 8.5 that he is entitled to be entered in

the national patent register.

to paragraph 5 below, the Registrar shall enter the request to avail himself of the
exception in the Register as soon as possible. Subject to paragraph 6, a claim for
exemption in accordance with the requirements of this Rule shall be deemed to take
effect from the date of entry in the Register. Where requirements are missing or
incorrectly recorded the Register, a correction may submitted to the Registry. The
date of entry of the correction must be recorded in the register. Utilisation of the

exemption is effective from the date of the correction.

2. In the provisional order of 22/09/2023(App_570172/2023), the Judge-Rapporteur
already informed the parties that the Registry, at the request of the
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Rapporteur has informed the parties that the procedure for claiming and withdrawing
from the opt-outs is fully automated via the CMS. Furthermore, the parties were
informed that the following entry on opt-outs and revocation of opt-outs can be found

in the FAQs on the homepage of the Unified Patent Court:

* 4.24 Which templates are available to support me in the opt-out procedure (without using an
AP1)?

If the Opt-out is entered (without an API) the applicant enters basic details in the CMS (for instance,
for an application, the EP number). Other details (e.g. proprietors/holders of all relevant patents,
efc.) appear in the separate pre-filled Application to be uploaded for which there |s a template. The
reason for this division is to keep the task of entering details on the CMS simple and quick.

If the person applying is not a representative, then a mandate, for which there is also a template,
must be uploaded. Thus, there are only two templates if the AP| procedure is not followed.

In this respect, the rapporteur noted that point 4.24 speaks of "template”, while the
English version of Rule 4.1 sentence 2 of the Rules of Procedure speaks of "official

forms".

3. Withdrawal from the utilisation of the exemption is effective from the date of entry
in the register. This results from the regulatory context in accordance with Rule 5.7
VerfO in conjunction with Rule 5.5 VerfO. Rule 5.5 VerfO. The entry in the register
was made at on 24. May 2023
(UPC_APP_302036/2023). A correction of the information was not requested by the

registry, so that this date is the end of the matter.

4. Irrespective of this, all formal requirements were complied with. The defendants
rightly do not deny compliance with the formal requirements of Rule 5 VerfO.
However, the formal requirements in accordance with Rule 4.1 VerfO were also

complied with.

a. According to Rule 4.1 of the Rules of Procedure, pleadings and other documents
must be signed and submitted to the registry or the relevant branch office in

electronic form. The parties are required to use the official forms available online.
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use. The receipt of the documents is confirmed by the automatic issue of an

electronic receipt, on which the date and local time of receipt are stated.

b. In the present case, the only official form available online for submitting a
withdrawal from the exception rule is the corresponding workflow in the case
management system (CMS). The CMS entries were properly made by the plaintiff in
the workflow provided for this purpose, which the also not dispute. Insofar as the
defendants refer to the template reproduced above, this is not a form within the
meaning of Rule 4.1 of the Rules of Procedure, but a template to support the users

of the system. Users are free to use a different template.

5. Irrespective of this, a correctly completed withdrawal form in the sense of the
defendant would not contain any different or more extensive information than the
form submitted by the plaintiff. This is because there are no different patentees in
different territories. The information would therefore merely be repeated identically
several times. Under these circumstances, it would be contrary to the requirements
of a proportionate, fair and equitable procedure (Rule 1.1 RP in conjunction with
point 2 of the preamble) to insist on the same data being cited several times and to
assume that the withdrawal is formally invalid solely because of the absence of these

mindless repetitions.
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B. No prohibition of legal action due to IEEE-LOA bylaws

The defendants argue that the plaintiff is prevented from bringing the present action
seeking, inter alia, injunctive relief on the basis of a letter of assurance issued to the

standardisation organisation IEEE.

I. This is based on the following facts:

On 25 July 2019, the plaintiff submitted the following excerpt from the "Letter of
licensing assurance for essential patent claims" (LOA) to the Institute of Electrical
and Electronics Engineers (IEEE) (Annex FBD 13):

| No licerse is implied by submission of this Letter of Assirance |

In accordance with Clause & of the (EEE-S4 Stawdards Bord Bylaws, the Subounes berely declares the following:

More: Nothirgr b dlis Lotter of Axsrramee shall be prterpeetad a3 ghving Fise fo o dwly fo conduct & paten! search.
The IEEE takes no postivon with respect to the vaiudity or exsemaaiiy of Pate Claivs or the masoraleness of
rafe, ferwas, amd condiffons provided tm commeetion with submizsian of'a Letter of Acevromes, i amy, or i @y
livense agreements offered by e Subwitter, To g extint there are inconsistencies betworn e Letier of Assurance
Formr amd ary sewmple Weeves, prateria! Neenatng fermis, or ool fo auceed rafes provided in comeciion itk Fa. or
1., below, the fermes of the Eefter of Azswranes Form shall comirol,

E [. Tis Sobomirier may own control, or have die ability to license Patent Claims shat mghit be or besaine
Essezitial Patent Chains. With respect to such Essential Patent Claoms, the Submister™s licersing posiiion is

s follews (st clieck a, b, or ¢ and ary appilenble sebordfnate beves):

[ o The Sobmitrer will grant a lcense withons compensilion o an aorestncted mumiber of applicanis om
a warldwide basis with reascnable tenns md conditions thed are demonstrably free of unfai
discrinsination,

[] {Opsticmal) A sample of such a Beense (or material icensing termas) that is suburamtislly sinsilar
1o what the Submitter would offer i annched

25



UPC_CFI_9/2023

[ b, Thse Sishonrier will grant o beense tmder reasonsble rates 10 nu ieoestricted modber of applicants ou
a warkbwide bass with reasonable terms and condations that ame densenstrably free of wmfaar
i BCrisnimes oy

[] ioponal These reascnnble rures will not exceed (. patcenl
of product price, il fee. per unif)

[] (Optioualy A ssusple of swch & license (or marerinl Heensing terun) that i sebstantially sinlar
1o what the Sobmdmer wold offer i sttached

|:| ¢, The Suberier withosst copdirioos will pot enforee amy pressnt or fuinee Essemial Pares Cladins
RgAEE ANy persom of eatiny making, using. selling, offering fo sell, imporimg. dstmbunng. or
npdementng sich a cotplan enplemstabon

The IEEE Patent Policy and the procedunes il ko evecits ol policy mre docsmeried or the IEEE-54 Standaredy
Board Bylmws and e IEEE-54 Ssvdredy Bocrd Oparetors Mol The s and definitions sef forth or the
TELE Paverwt Palicy, TEEE-SA Standards Reard Bylaws, aod TEEE-54 Standards Board Operovions Maorsal e elfec
ag of 14 Mareh 2015 ore meorponared fereta

It is undisputed that the Bylaws in the version valid until 14 March 2015 (IEEE

Bylaws 2007) did not contain a prohibition of legal action.

The later Bylaws contain a prohibition of action, for example the IEEE Bylaws 2022
referred to by the defendants (Exhibit FBD 15, p. 18):

The Submutter of an Accepled LOA who has conundtied to make available a license for one or more
Essental Patent Clasmes agrees that ot shall negther seek nor seek to enforce a Prolubutree Order based on
such Essential Patent Cluama(s) m a pescichon unless the wmplementer fals to participate m, or b0 comply
witly the outecine of an adjudicaton, mehuding an affirmmg first-level appeliate review, if sought by any
party within applicable deadlines, m that jumsdiction by one or more cowrts that have the authonby to:
determane Reasomable Rates and other reasonable terms amd conditions, adpsdicate patent validity,
enforceabnlity, essentality, and infnngement; award mopetary damages, and resolve any defenses and
couerclams. In junsdichons where the falure to request a Probubitive Order i a pleading waives the
nght to sk a Prolubative Oxder at a lafer fme. a Submatter may condihonally plead the nght fo seek a
Prolubative Order to preserve 1ts night to do so later, if and when this policy’s condiions for seelang, or
seeking to enforce. a Prohubitve Order are miet

At the time, the plaintiff and other patent holders refused to submit an LOA with
reference to the IEEE Bylaws 2015. This is stated on the Sisvel website, available at
https://www.sisvel.com/licensing-programmes/Wi-Fi/wifi-6/, last accessed on 29
January 2024:
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"All participating patent owners have submitted a negative LOA with respect to the
IEEE 2015 updated IPR Policy and/or are committed to licence on FRAND terms, in
adherence with the IEEE IPR Policy in effect prior to March 15, 2015."

The defendants are of the opinion that the IEEE Bylaws 2015 and the later Bylaws
replace the IEEE Bylaws 2007 and that the plaintiff is therefore subject to the above-
mentioned prohibition of action. In this regard, it refers to the following excerpted
adaptation clause in clause 8 of the IEEE-SA STAN- DARDS BOARD BYLAWS
(Annex FBD 14 Sheet 21):

8. Modifications to the /JEEE-SA Standards Board Bylaws

Propesed modificabions to these bylaas may be submatted to the IEEE-5A Standards Board Procedures
Comnsttes (ProCom) for its conuderation. Proposed modifications that have besn agresd to by ProCom
shall be submmited to the IEEE-SA Standards Board for recommendation fo forwand to the IEEE-SA BOG
for approval (see cliwse 5.1 of the JEEE Sumdands Assoctanos Operamons Mol

Modificanons to these bylaws and the reasons therefor shall be maled 1o all members of the [EEE-SA
Standards Board at beast 30 n.'L'l:l."\. bedore the IEEE-5A Standands Board meetmg where the vole on thess
modifications shall be taken Two-theds of the vohimg Board members present at the meeting shall be

I'ﬂI1IJI':'1:| fo approve sy ool fEeahons

These bylaws shall be reviewed by legal counse]

Il. The objection is not valid. The plaintiff is not subject to a prohibition of action due
to the LOA it has submitted.

1. Under the applicable contract law of the State of New York, the LOA is to be
understood as a contract in favour of third parties. Third parties therefore have a

contractual claim to fulfilment of or compliance with the obligations contained therein.

2. However, the plaintiff only submitted an LOA to IEEE with reference to the IEEE
Bylaws 2007, which indisputably did not contain a prohibition of action. The
adjustment clause reproduced above does not contain a provision to the effect that
any adjustment of the Bylaws also affects LOAs already issued under the validity of
older Bylaws and in this respect the contractual provisions contained therein are

subject to dynamic adjustment. The defendants, as
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In response to this objection by the plaintiff, the court also failed to identify any other
provision in the IEEE's rules and regulations that contains such a contractual
mechanism. Nor have the defendants argued that such an adjustment mechanism
exists under New York State contract law. Therefore, it is not necessary to obtain a

legal opinion in this regard.

C. Interpretation of the patent in suit

. Formalities

The patent in suit EP 3 611 989 B1 (Annex K2) is a patent based on the plaintiff's
earlier European application 16 840 831.8 (EP 3 337 077) of 31 August 2016, in
short

"parent application" (Annex StammAnm) of 22 April 2019. The original description
and drawings of the patent in suit, written in Chinese, are available as Annex
UrAnm. A translation English was subsequently filed on 9 October 2019 (UrAnmU).
The original claims of the patent in suit in the original English language according to

Annex UrAnspr were subsequently filed on 14 August 2019.
The description was published on 19 February 2020. The mention of the grant was
published on 26 May 2021. The priority of the Chinese patent application CN

2015/10555654 (Annex PrioAnm) dated 1 September 2015 is claimed.

The patent in suit is in force with identical claims in the following Contracting Member

States: Belgium, Denmark, Germany, ltaly, Finland, France, Sweden.

The patent in suit was declared to the standardisation organisation IEEE as

standard-essential.
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The patent in suit deals with the improvement of data transmission (sending and
receiving) within a WLAN in accordance with the Wi-Fi 6 standard (IEEE 802.11ax).
In this respect, it concerns a method as well as transmission devices on the
transmitter and receiver side for transmitting information of a wireless local area
network for reducing the ratio of peak power to average power in order to reduce the
signalling effort (see patent specification ("KPS") paragraphs [0004], [0008]).

Il. State of the art according to the patent in suit

The prior art recognised in the patent application also includes the precursors to the
WIiFI6 standard (802.11ax). The WiFi6 standard is the successor to WiFi 5
(802.11ac) and is intended to provide, among other things, a higher and more stable
transmission speed, higher data rates, increased capacities, a possibility of use in

environments with many connected devices and improved energy efficiency.

It can be seen from the patent in suit (see, for example, Figs. 2a, 3 and 4 and the
associated description in para. [0011] et seq.) that data transmission in the Wi-Fi 6
standard basically takes place in transmission bandwidths consisting of multiples of
20 MHz. Specifically, the patent in suit designates the bandwidths 20 MHz, 40 MHz,
80 MHz and 160 MHz, which are correspondingly subdivided into sub-channels of 20
MHz each. Figures 2a, 3 and 4 are superimposed below, showing the respective
sizes of resource units within the respective bandwidths. According to the patent in
suit, the largest possible resource unit in a 20 MHz sub-channel is 242 subcarriers or
"tones" in the terminology of the Wi-Fi 6 standard, 484 tones at 40 MHz, 996 tones at
80 MHz:
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Allocation to a specific frame is signalled via the so-called RU (Res- source Unit)
allocation index. Overview table 27-26 from the IEEE 802.11ax specification is

shown below:
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iAnlape K 145 5364 . Tabelle 27-26)

Among other things, IEEE 802.11ax provides for multiple user multiple input multiple
output (MU-MIMO) technology for both the uplink and the downlink (see Appendix K
14, section 26.5.1 and section 26.5.2). Accordingly, the access point (AP) can both
simultaneously transmit data to several non-AP (users) and request data from them.
MIMO transmissions utilise spatial multiplexing, which is made possible by different
signal propagation times between multiple antenna transmitters and multiple antenna
receivers. The same frequency resource can therefore be used several times, i.e. by
several parallel data streams (so-called space time streams) at the same time. MIMO
was already partially supported by the predecessor standards (in the downlink). MU-
MIMO extends the principle to multiple access by multiple users, with the different
users accessing different space time streams of the same channel. In theory, MU-
MIMO offers greater transmission flexibility. However, real added value can only be
generated if the AP (access point) and STA (station = user) are synchronised. In

general, MU-MIMO is only
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possible if the AP has more antennas than the STAs (see Annex FBD 9, p. 60).
However, it also depends on whether the respective STA has sufficient antennas
(see Appendix FBD 8, p. 65).

IEEE 802.11ax also provides Orthogonal Frequency Division Multiplexing Access
(OFDMA) functionality for subscribers connected to an AP. Within the Wi-Fi6
standard, OFDMA enables users to make better use of the frequency by sharing
channel resources by dividing the channel resources into several RUs (Resource
Units).

Such RUs are assigned to different users and contain their respective data. In this
way, the data of several users can be sent simultaneously via one channel.

IEEE 802.11ax is the first Wi-Fi standard to use OFDMA.

More precisely, OFDMA is from OFDM (Orthogonal Frequency-Division Multi-
plexing), a technology known at the time of prioritisation that enables dynamic
distribution of the available carrier frequencies to several subscribers. OFMD was
already used as part of the WiMax and LTE wireless standards. An innovation of the
IEEE 802.11ax standard compared to its predecessor IEEE 802.11ac concerns the
allocation of time-frequency resources to the subscribers of an access point (AP). In
the predecessor standard IEEE 802.11ac, OFDM is used in such a way that all
carrier frequencies within a time interval are only allocated to a single subscriber.

This is illustrated in the following figure:
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In contrast, thanks to Orthogonal Frequency Division Multiple Access (OFDMA), the
IEEE 802.11ax standard allows the available carrier frequencies be divided among

several subscribers within a time interval. This is illustrated in Figure 2 below:
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(Anlage FBD 10, Seite 23)

As shown in the figure above, during the first time interval one half of the available
carrier frequencies is allocated to the first subscriber, the other half to the second

subscriber.
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The other half is assigned to the second subscriber. In the second time interval, the
available carrier frequencies are divided equally between the third, fourth, fifth and
sixth subscribers. Finally, in the third time interval, all carrier frequencies are
exclusively to the fifth subscriber. In practice, the performance of DL OFDMA heavily
on the ability of the AP to schedule DL OFDMA transmissions correctly. The number
of clients, the packet size and the buffer size play a significant role in planning.
Accordingly, the benefit of DL OFDMA is limited.

In terms of time, the radio resource is divided at the physical level by so-called
(Physical Protocol Data Units) PPDUs, which occupy the medium for a certain
transmission period. PPDUs are coded and decoded according to a scheme
specified in the standard. In IEEE 802.11ax, there are four additional HE (High
Efficiency) PPDU formats compared to the previous version of the IEEE 802.11
standard: HE SU PPDU, HE MU PPDU, HE ER SU PPDU and HE TB PPDU, which
are used in

Section 27.3.4 of the standard (Annex K 14).

As the prior art cited in the description of the patent in suit shows, certain fields were
specifically designed as part of the preamble of the HE-PPDU, namely the HE-SIG-A
field (HE Signal A field) and the HE-SIG-B field (HE Signal B field), which were
defined quite early in the development of the Wi-Fi 6 standardisation process. While
the HE-SIG A field occurs in all HE-PPDU formats, the HE-SIG B field only occurs in
the HE-MU-PPDU format (Appendix K 14, p. 511, Section 27.3.4):

l s | o
Figure 2T8—ME MU PPDU formal

{Anlage K 14, S. 510, Figur 27.9 — Kolonerung hinzugefiiat)

At the centre of the invention is the HE-SIG-B field just mentioned, which signals
information about the allocation of available resources to the respective receivers
("STA").
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Therefore, the patent in suit focuses on embodiments of Wi-Fi 6 that implement the
HE-MU-PPDA format (see Appendix K 14, Figs 27-8, 27-10, 27-11):
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Figure 27-8—HE SU PPOU format
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(Anlage K 14, 5, 5311, Figur 27, 10— Kolonerung hinzugefiigt)
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Figure 27-11—HE TB PPDU format
{Anlage K 14, Sente 512, Fagur 27-11)

The HE-SIG-B field in an HE MU PPDU basically consists of a so-called Com- mon

field and a User Specific field:

————————— HESIGE mnlen] charrs————————

Comenon fisld bt Sigmite: Noke] —
{if presend) e —
—
2 Usaer fiphcts + CRC| 2 Uiser Sodds + CRC 1 or 2 L fkda
Common Bas + CRO + Tl *Tall +Tadl +CRE + Tail F-"t:n]

168 Usoe Bl ol Ol Lisr Block fibd el Linre Block Bl
(Anlage K 14. 5. 560, Figur 27-26. — Kelonenmg hinzugefiigt)

The common field contains the allocation of resources, such as the allocation of Rs

(see Appendix K14, p. 560).
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In the prior art, it is transmitted divided into a first and a second HE-SIG-B content
(referred to as "HE-SIG-B content channel" in the Wi-Fi 6 standard, whereby the first
HE-SIG-B content refers to the respective odd-numbered 20 MHz sub-channels and
the second HE-SIG-B content refers to the respective even-numbered 20 MHz sub-
channels. This is visualised using the following edited version of Figure 15, which
shows an exemplary transmission situation in a bandwidth of 80 MHz, whereby four
HE-SIG-B contents are shown one above the other and two first HE-SIG-B contents
are each enclosed by a black interrupted line ("first HE-SIG-B content") and two

second HE-SIG-B contents are each enclosed by a red interrupted line:
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The figure above illustrates that the first HE-SIG-B content (black) is transmitted in
the odd-numbered 20 MHz subchannels #1 and #3, while the second HE-SIG-B
content (red) is transmitted in the even-numbered 20 MHz subchannels #2 and #4.
Since this is an 80 MHz transmission (i.e. there are a total of four 20 MHz
subchannels), the second HE-SIG-B content (red) is transmitted in the even-
numbered 20 MHz subchannels #2 and #4.
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channels), the first HE-SIG-B content is repeated (or duplicated) in sub-channel#3,
the second HE-SIG-B content in sub-channel #4. It is already important at this point
that, due to the specifications of the standard on which the patent in suit is based,
the length of the longer HE-SIGB content determines the length of both HE-SIG-B
contents, because the signalling of the HE-SIG-B contents must end uniformly at the
same OFDM symbol. The first and second HE-SIG-B content must therefore always

be "the same length".

In general, as explained above, an HE-SIG-B content has a "Common Field" and a
"User Specific Field" (see for example Fig. 7). The respective common field one or
more first or one or second resource allocations, RA, depending on whether the RAs
in the first or second HE-SIG-B content. The respective RAs refer to so-called user
scheduling information subfields, which in turn are each assigned to a STA. The

STAs are allocated to the resource unit (RU) assigned to the respective RA:
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In the prior art, however, this type of signalling could lead to inefficiencies in certain
situations, so that an RA had to reference at least one user time planning subfield.

This is illustrated by the example
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of an 80 MHz transmission according to Fig. 15 of the patent in suit, which is shown

below in an edited and supplemented version:
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Fii. 15

According to the corresponding description in para. [0040] ff. of the patent in suit,
Fig. 15 is based on an 80 MHz transmission. Transmission here is initially via a 484-
tone RU, which accordingly (cf. the explanations above) occupies 40 MHz of the total
available bandwidth of 80 MHz. In relation to the 20 MHz subchannel just explained,
this RU therefore "overlaps" the first two subchannels (subchannel #1 and
subchannel #2). A total of four receivers (STAs) are assigned to this single 484-tone
RU (e.g. by using MU-MIMO transmission technology) (in the figure, the
corresponding "STA" designations are highlighted in red boxes to clarify the
information contained in the right-hand column of Fig. 15). The assignment is made
accordingly via four user scheduling information sub-fields (1*light blue + 3*orange).
The remaining 40 MHz of the available bandwidth of 80 MHz are allocated as follows
in the example: The 20 MHz (242 tones) of subchannel #3 are (not completely)
occupied by one 52-tone RU and five 26-tone RUs, each of which assigned an STA.
The RUs (1 x 52-tone RU and 5 x 26-tone RU) in subchannel
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Six STAs (green) are therefore assigned to subchannel #3. Subchannel #4 is finally
fully occupied by a 242-tone RU, to which 2 STAs (purple) are assigned in a MU-

MIMO transmission ("two user").

The above processing of Fig. 15 shows the two RAs in the common field of each HE-
SIG-B content, as well as - indicated by corresponding colours - the user scheduling
information subfields referenced by the respective RA (including the STA scheduling
information marked in colour in each case). According to the method known in the
prior art, on which the example according to Figure 15 is based, it was necessary for
each RA to reference at least one user scheduling information subfield. Since the
484 tone RU fills the two upper 20 MHz subchannels, in subchannel #1 the RA-1
(blue) therefore inevitably references a user scheduling information subfield (blue) for
one of the four STAs, the remaining three user scheduling information subfields for
the remaining three (orange) (of the total of four) STAs are signalled in
subchannel#2. The RA-2 (orange) in the second HE-SIG-B content refers to these

three user scheduling information subfields.

The first HE-SIG-B content also contains a further RA (RA-3, green) as explained,
which relates to subchannel#3. The six RUs transmitted in this subchannel are
assigned to six receivers as shown (the corresponding STAs are highlighted in green
in the figure above). Accordingly, the first HE-SIG-B content contains six user

scheduling information subfields (green) for these six receivers.

The first HE-SIG-B content thus comprises a total of seven user scheduling
information sub-fields. In contrast, the second HE-SIG-B content only contains five
user scheduling information sub-fields, namely the three sub-fields already
mentioned for the total of four receivers allocated on the 484 tone RU (orange), plus
the two user scheduling information sub-fields (purple), which relate to the two
receivers of the 242 tone RU transmitted in sub-channel #4. However, since a
complete HE-SIG-B must contain all user-specific fields of the respective HE-SIG-B
content - which means that the HE-SIG-B content with the largest number of user

scheduling sub-fields must exceed the length of the HE-SIG-B content.
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SIG-B as a whole, this type of signalling results in an unnecessary "overhead"
(circled in red in the figure above) of 2*2 fields, which must be filled with placeholder
bits during transmission and decoded on the receiver side. The overhead of the four
fields results from the fact that the user-specific field in the first HE-SIG-B content
comprises seven user scheduling information sub-fields, but only five in the second
HE-SIG-B content. Since HE-SIG-B occurs before each transmission, the overhead

adds up to a significant contribution.

lll. Specialist addressed

The average person skilled in the art (hereinafter referred to as "skilled person") has
the skills of an engineer in communications engineering and several years of
professional experience in the development and standardisation of wireless digital
communication systems. This person skilled in the art is familiar with the current
version of the IEEE 802.11 standard development on the priority date of the patent

in suit and the associated proposals for improvement.

IV. Task

Against the technical background described above, the purpose of the patent in suit
is to provide, within the framework of the IEEE 802.11 standard currently under
development, a method and a device for transmitting information via a wireless local
area network in which the signalling overhead described is avoided or reduced (cf.
KPS, para. [0024]).

V. Solution

The patent in suit solves this problem by using a "special RA" as a "flag" within the
standard and thus allowing signalling that makes it possible to dispense with a user
scheduling information sub-field assigned to this RA. What can be achieved by this is
shown in Figure 14 of the claim patent, which is also shown below in an edited

version:
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In contrast to the example according to Fig. 15, the special RA-1 (light blue) here
signals that no user scheduling information sub-field is contributed to the user-
specific field of the first HE-SIG-B content. Accordingly, the user-specific field of the
first HE-SIG-B content "only" contains six user scheduling information sub-fields,
namely for the six recipients of the six RUs transmitted in sub-channel#3 (green).
Compared to the example in Figure 15, the user-specific field of the second HE-SIG-
B content contains an additional user scheduling information subfield and therefore
also six subfields in total. This is due to the fact that - signalled by RA-2 - user
scheduling information subfields are available for all four receivers (orange) of the
484 tone RUs transmitted in the first two subchannels (#1 and #2).

The number of user scheduling information subfields in the two HE-SIG- B contents
can be "equalised", so to speak, by using the special RA-1. The overhead shown in
the example in Fig. 15 can thus be clearly reduced (by one column). The highlight of
the invention (expressed in features 1.6 and 1.7) is therefore the possibility of

signalling using the hitherto unknown
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"special RA" with which no user scheduling information subfield is necessary in the
associated user-specific field of the HE-SIG-B content. Expressed in the words of the

patent-in-suit (with respect to Preferred Embodiment 2):

[0037] (...) The special RA is used to indicate that there is no corresponding user scheduling information

field in a subsequent user specific field.

[0038] After obtaining the indication of the special resource allocation mode, a receive end
accordingly obtains that for this 20 MHz subchannel, no user scheduling information fields exist in a
user specific field corresponding to this 20 MHz subchannel. In this case, the receive end may ignore

this resource allocation mode indication information.

This solution is by methods (independent claims 1 and 2, dependent claims 3-6) and
devices (independent claims 7 and 8, dependent claims 9-12). The parties discuss
the invention exclusively on the basis of independent method claim 1. From the

court's point of view, this is correct.
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VI. Characteristic structure of claim 1

Claim 1 can be structured as follows (see Annexes K12 and FBD 11):
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i'thbei" a. StaNon, STD, includes, iv
obei the 5!TA aif a r.r jr.r r.ineit or'
So.r more'ern.n
ressonrceiie unitii  o.iiigr.ylont,
which is r.irre or which in more

eex fen W ongagebeii'den, and

wekal s swalte
berucerspecifizche Feld win oder
mlrere Twille
Bemutzerzeiiplammgzinformation
en-Lntarfalder werfassf,  wobef
Jeddes des einew ooler der melireran
TwelfiEn
User.eitylan iingsinfoi riatioii eit-
k'"nto.rfeldo i yoiniotioneii i'ibei’
a. StaEon, STD, where the 5!TA aif
a o.r So.r o.ineit or' So.r

is apey/nnr
several.ressonrceiieinheiteii, which
are oiigo.ed by the r.irre or' those

in a.hre.ren wide m oiigo,

dadurch gebennzeichnst, dass
rushed first. M.r ao.n or So.r in
a.hre.ren o.rsteii RA a. o.rsteiii
-ligetvir.seite Jeez om'ceiieinlieit, fi
L', nnpifi f, which sirh within the
eiitsyi'er.liendeii o.ineii
ungs.rad:aliligen 20 .-ilf-In-- i
"iiterImnnis or' init this i!ibei'lnypt,
whereby the one ei'ste RA fenier
indicates that in dr.rt r.rsteii HE-
:SIGB-iiihait ar.
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L7

subfleld corresponding fe the first
allocared RU 15 8; ar

ome second KA of the cine or more
second RA imdicates a sacond
allocated RU, which is @ or
overlaps the corresponding one
even-numbered 20 MR- sub-
chamnel, wherain the one sacond
RA further indicates that, in the
second HE-SIGB comemt, a
mmmber of a wser scheduling

mmfarmarion subfleld
corresponding  fo  the second
allecared RU 2 0

17

Amzahl eines
Benutzerzetiplammgsiformation

en-Unterfelds, das der ersten RU
antsprichs, 0 ist; oder

eime sweite R4 der einen oder der
mafireren mwelten B4 afne Twelle
ugewiesene RU angibi, die sich
mnerhalb  des  entsprechenden
eimen  geradzahligen 20 MH:-
Unterkanals bafinder oder mit
diesemn Giberlappt, wobei die eine
swelte RA ferner angibs, dass in
dem -weiten HE-SIGB-Inhalf eine
Anzahl emes
Benutzerzeitplammgsinformation
an-Unterfolds, das der zwelten RU
entsprich, O ist.
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VII. Explanation of the individual features of claim 1

1. Principles of interpretation

The patent claim is not only the starting point, but the decisive basis for determining
the scope of protection of a European patent under Art. 69 EPC in conjunction with
the Protocol on the Interpretation of Art. 69 EPC. The interpretation of a patent claim
does not depend solely on its exact wording in the linguistic sense. Rather, the
description and the drawings must always be used as explanatory aids for the
interpretation of the patent claim and not only to resolve any ambiguities in the patent
claim. However, this does not mean that the patent claim merely serves as a
guideline and that its subject matter also extends to that which, after examination of
the description and the drawings, to be the patent proprietor's request for protection.
The patent claim is to be interpreted from the perspective of the person skilled in the
art. When applying these principles, appropriate protection for the patent proprietor
should be combined with sufficient legal certainty for third parties. These principles
for the interpretation of a patent claim apply equally to the assessment of
infringement and the legal validity of a European patent (CoA UPC_CoA_335/2023).

2. Feature 1.0

| A method for rransmining o High=-Effi= ] Vierfaliren ziene Ubertragen efies Hochefs

clemey Signeal Field B, HE-AIG=R, in o fiztenz-Sigmalfeld B bow. HE-51G-B in ef-

wireless looml ared nefwark, e metiod premt arahiiosen fokalen Netzowert, woabed

> I
CORIPFIEIng das Ferfalwren 1'--:-.'-;5.,-“.-.'4'-. rRfasst

By stating in the claim wording that the method relates to the transmission of a high-
efficiency signal field B (HE-SIG-B) in a wireless local area network, it is made clear
to the skilled person that the invention is concerned with an improvement in the
context of the IEEE 802.11ax standard (802.11ax), which is currently under
development. This is confirmed by the description [0014-0015]. This is because it

explains how possible packet structures in 802.11ax look and
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that one of the possible structures is the HE-SIG-B. Based on his knowledge of the

details of the standard, the person skilled in the art thus knows that a known HE-SIG-

B is structured as follows - according to Figures 5 to 7 of the patent in suit:

(High | (High |

(Legacy ¢tficient | efficient
signal shaort long Sow e
(Legacy (Legacy | fieldand | (High | (Migh | (mining | trining | (D) data
short long repeated | efficient efficient field) field)
raining  traiming | legacy signal | signal field E-STF | UE-LTF
field) field) signal field A) B} HE- - r -
L-5TF | L-LTF fickdy | HE-SIGA | SIG-B | HE-STF | HE-LTF Draia
L-S10 + | ]
b HE-STF | HE-LTF | Data
Resource
indication
FIG. 5
i #sym HE- MCS af HE-SIGA
Bw | Bosele | Sige HESIGB | CRC (cyclic | (To-be-
{handwidth Vel _S“lm"‘"' (number of | (modulation | redundancy | determined
) :;':[ ‘f‘;_"’r symhbols in and coding | code m HE- 1 THD
dentilier) | JE.SIGB) | scheme) SIGA)
FIG. 6
Resource sllocation wt.l:.*:.i':lluu_. ﬁcI:I:L':ﬁng Wli:..i‘:l::ng
| indication information information |I1.ﬁ3rmﬁtum information |
| | I
I | I
| Common ficld | Liser Specific ficld |

FIG. 7
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The field therefore consists of a "Common Field" containing "resource allocation
indication information" and a "User Specific Field" with the subfields "STA 1-

..." and "scheduling information".

Due to the reference to the version of the standard known at the time of priority, it is
also made clear to the person skilled in the art once again that the transmission
therein is basically only intended in very specific bandwidths, namely 20, 40, 80 and
160 MHz [0011, 0012, 0013, 0016]. In the event that bandwidths

with 40, 60, 80 or 160 MHz are available, signalling is required for each 20 MHz sub-
bandwidth [0016]. Only in this case, namely if the bandwidth is greater than 20 MHz,
is it also necessary for a preamble to be transmitted via the HE-SIG-B structure for
each 20 MHz sub-bandwidth [0022]. Since the claim speaks of HE-SIG-B, it is clear
to the skilled person that the invention can only relate to transmissions of the HE-
SIG-B in bandwidths of 40, 80 and 160 MHz. These considerations are supported by

feature 1.1.

3. Feature 1.1

- . , -
1 rransuiirting the HE-SIG-8 in a Il Ubermagen des HE-SIG-B in ¢i-
transnrission bandwidil of ndh- ner Dhertragumesbandbreite von

e 20 MH= Fieffacien von 20 MH:,

The wording "Transmitted in a transmission bandwidth of multiples of 20 MHz"
makes it clear that, according to the requirements, it is only a question of how HE-
SIG-B is to be transmitted in cases where the bandwidth is a multiple of 20 MHz.
According to feature 1.2, a first HE-SIG-B content is to be transmitted in every odd-
numbered 20 MHz channel and a second HE-SIG-B content in every even-numbered
20 MHz channel. How many multiples the available bandwidth then has is, however,
not claimed and is determined in individual cases by the external conditions.
However, the person skilled in the art knows from the reference to "HE-SIG-B" that
this formulation does not mean bandwidths with non-integer multiples of 20 (e.g.

1.5x20=30) and also not bandwidths of integer multiples of 20.
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odd-numbered multiples of 20 MHz, i.e. 1x20=20, 3x20=60 and 5x20=100 etc., but

only those with integer even-numbered multiples of 20, i.e. 2x20=40, 4x20=80 and

8x20=160 are meant. This is because the "HE-SIG-B" field implicitly and explicitly

refers to the principles and basic features of the IEEE 802.11ax standard, which

were defined before the priority date of the patent in suit and which are only available
in the IEEE 802.11ax standard. And only with these can the further features of the

invention according to claim 1, which relate to pairs of even-numbered and odd-

numbered subchannels, be realised, as will be shown shortly.

4. Feature 1.2

whewein the HESIGB comprrises
i HE-SIFB comraiirs J'.'.'q".".-re.'-.-hg
a firsyr HE-SIG-B cowtenr carptad
af each odd-wunbered 20 MH=
'El'l'!Jllllllru'”I'Il"nr I'||||'¢'|r il '|I"l:'l'.|i'll'; HEI
SIG-B content emried at each
ever-mnthered 20 MHZ  suh-

chmmel,

121 wherein te firsr HEST(F-
B content comprizes a fivss
conmmon field and a firss
nser-specific field,
wherein the first commron
frieled COMpIiies  one o
rrare sl Fesouree alloogs

frors, RA,

1.2.2 wherein the second HE-
SIE=F ponnent CONTPITERS
second conrman ffeld and
a  secomd  user-specific
Seld, wherein the second
connmon  field  comprises
oile or more secomd re-

sonrree allocaions, RA.

webel day HESIG-B cwei HE-
SIG-R-Tnlalte wnifasst,  beinlal=
fend einen ersien HE-SN-B-n-
falt, eefiller v fedem  wnge-
.lTr.r.r:rJJ'n'r'gr'u M MH==Lnterkanal,
tind efiven sweiten HE-SMG-RB-Tn-
falt, gefiihrs in jodenr gerad=ahli-
gerr 20 MHz-Uinrerkanal,

121 wolwi der erte HEST(
B-Inhalt in erstes gemein-
wnnes Feld mnd ein ersies
benutzerspezifiscles  Feld
wiifasst, wobei das erste
EERNESRNNE Feld  ifne
orler mnelere ersle Riess
AONIFCETEENRL Ff'irerlgﬂ.l.' R4,

THFI ST

1.2.2 wobel der sweite HE-51G-
Bafinhialy ain =waives g
nrdinsones Feld and &
mwelfes  Dewntzerapesifi-

sches Feld wnifasst, wobel

Aas  CWElle  Senreiisame

Feld eine oder mehrere

=wfle Resonreeli=maids

suirgen, BA, nnrfassi,
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Features 1.2.1 and 1.2.2 are based on the structure of HE-SIG-B content known from

the earlier version of the IEEE 802.11ax standard:

. - IE.S1GE monbend ©harred- -
. Cawmamon Tesld . Linind Sesteilie falel
.-__.- [IF presse

- b
| |
Lommon Bas + CRL # Tal :

EUH—'IM*-EREiEL:ﬂ'HH!*-EH‘E

| 1o 2 Usar fokds
| =5
# Tail +Tal [ """""1

+ CRE + Tasl |

Tl Linhr Bk Rl 2l Ukiier Elcck Teslel Tl U7 Floek Tealel

{Anlage K 14. 5. 560, Figur 27-26. - Kolonerung hinzugeliigt)

Characteristically, the HE-SIG-B comprises two HE-SIG-B contents; this means that

other components may also be included, but are left open by the claim.

The two HE-SIG-B contents are referred to as "first HE-SIG-B content" and "second
HE-SIG-B content". The chosen designations do not describe an ordering scheme in
the sense of a sequence, but only serve the purpose of differentiation. The applicant
could just as well have illustrated the differentiation using colours, e.g. "blue HE-SIG-
B content" and "red HE-SIG-B content".

The "first HE-SIG-B content" (e.g. blue) and the "second HE-SIG-B content" (e.g.
red) each comprise a "common field" and a "user-specific field", which indicates that

other components may also be included, but which are left open by the claim.

These fields are in turn addressed as "first common field" (blue) and "first user-
specific field" (blue) or as "second common field" (red) and "second user-specific

field" (red) for allocation reasons alone.

The respective first or second "common field" comprises one or more resource
allocations, which means that other components may also be included. Depending
on whether the resource allocations are located in the first or second common field,

they are referred to as "multiple first/second resource allocations".
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solutions". Again, this does not convey an ordering scheme in the sense of a
sequence. Rather, the characteristics only contain the information that there is one or

more blue or red resource allocations in the blue or red common field.

"First" (blue) user-specific fields are assigned to odd and "second" (red) user-specific
fields are assigned to even sub-channels with 20 MHz each. From this it follows, as
already explained above, that the invention relates only to those transmission
situations in which integer even multiples of 20, i.e. 2x20=40, 4x20=80 and
8x20=160 MHz with subdivisions into the corresponding number of subchannels at

20 MHz are available.

This breakdown can be summarised in the following table:

5. Feature 1.3

1.2 wherein each of the one or move 1.3 wobei jede der einen oder der
Jirsr R4 corresponds fo o o= mertrerett ersrent RA efnen onges
nunrbeved 20 MHz sub-chamel, rad-akligen 20 MH=-Unterkanal
PRI J"nll:'lll .r:!,f' rr'Jq' QFNE o e q-nn‘w-rq-h: rll.lr.r_ll}"nrr' rIg'P'--'rhq*.l.' |;:l.r.|'q='.l'

der melreren oweiten RA einem

secomd RA corvesponds ro one geradzahligen 20 MH=-Unrerka-
even=rmmbered 20 MH= siub-clhan- rretd L’JITJFJ'.'L‘J'II'.
nal,
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The multiple "first/second" (blue/red) resource allocations (RA) correspond to an odd

or even 20 MHz subchannel, with the “first" (blue) corresponding to an odd

subchannel and the "second" (red) corresponding to an even subchannel.

6. Features 1.4 and 1.5

14  wherein the first nser-specific 14 wobei das erste benutzerspesifi-
Sield comprizes one or more fivse sehe Feld ein oder mehrere ovsre
user scheduling fnformation sub- Benutzerzeifplanungsinformario-
felds, each of the ene or more nen-Unterfelder wmfasst, wobef
Sirse user scheduling information jedes des einen oder der melireren
subfields comprising information ersten Bennrzerzeitplanungsinfor-
of one starion, STA, the 5TA being marionen-Unrerfelder Informario-
scheduled on one of the one or nen fiber eine Station, STA, um-
e resonvce nnits indicated by Jasst, wobei die STA auf einer der
the ome or mave fivst RA, and einen oder dev melireren Ressour-

ceneinheiten eingeplant ist, die
drvelr die elne ader die mehreren
ersien RA angegeben werden, ind

1.5 wherein the secomd wser-specific 1.5  wobel das sweire bennizerspesifi-

field comprizes one or more sece
ond iser scheduling information
X rr.f.!.l'h".frh. e .[:l_.l"."Irf‘ QRS OF Hiore
second  user schednling  infor-
wratfon selyfields comprising ins
Sformarion of one 5TA, the 5TA be-
ing seheduled on one of the ane or
move resonree wrdts imdicated by

e ene oF mare secord BA

sehe Feld ein ader melrere mweire
Benutzerzeifplanumgsinformatio-

nen-Unterfelder umfassy, wobed
Jedes des einen ader der melireren
swelten  Benntzerseiiplanimgsin-
Infor-
mationen (iher eine Statfon, STA,
unifasst, wobel die STA auf eiver

der efmen oder der meliveren Res-

formationen-Unrerfelder

sawrceneinfreiten  eingeplant ist,
rffu:‘ rlruh;".l!J :.I'.I'q* 4_='.I’Ju.*l;:lr]r.|:’1'rfi'1" .Irjq*.rrr‘f‘\-
ren sweiten BA angegeben wer-
e,

The respective first (red) or second (blue) "user-specific field" comprises one or more

"user scheduling information subfields", which means that
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other components may also be included. Depending on whether the "user

scheduling information subfields" in the first (blue) or second (red)

"user-specific field", they are referred to as "several first/second "user scheduling
information sub-fields". Again, this does not convey an ordering scheme in the sense
of a sequence. Rather, the features only contain the information that there is one or
more red or blue "user scheduling information subfields" in the blue or red "user-

specific field".

Each of the one or more "User scheduling information subfields" includes information
about a station (STA), which means that other components may also be included.
Station refers to a user of the WLAN. The STA is scheduled on one of the one or

more resource units indicated by the first (blue) or second (red) RA.
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7. Features 1.6 and 1.7

1.8

Features 1.6 and 1.7 first require that either a first (blue) or second (red) RA

characterized fn fat o fvar B4
aof e ome or arane sk A4 Iratis
caties @ first aleraled  FesouTee
unis, BT wiiel iz im or .-:u'q'r.l'n.'p-.
e 1'|:lw|'1;n;||.u|llug st rdil-Fira-
Iewed 20 MHEz  sadechamel,
wirerein the oive first 84 foetiver
inddicates tot, it firse HE-S1G-
B conterrd, o umorber of a wser
sehedrling  mfgemgiion  subfield
n;'qﬂ.l'rq"._l:h':llrrll.ll.'g fa e fiesd allo-

cardevd BRI iz 0 ar

anie secoral R of the ome ar ke
sevond BA indicerer o second al-
Toewied _F,"I' '_ 1|.|l|‘-;'|'r s I A
faps tire correspamnding o -
pairebered 20 AH= sih-chamel
witerein the oue second B4 fine
ther fndicales Hartd, o e second
HE-SI-8 contens, @ urrnber of a
LLPT -:.;'-'.-'.-l'.l:.'m_-_g irpfarmarion b
_|'|:.|'|'|'Il l'-:.ll'.l'\g'l.l;.u,ﬂlr.l].ll_-!: ik I'jlq." |.-|'.|'|::-|.'|'I'
allocated BU fx &

I.o

dadirch  gekennzelchnel, dass
cine erste BA der efnem ader der
urelireren ersten R wine evsie Zu-
SElELeT Ressanreemarniams,
R avigibi, die sich imertunlb des
ennprechender  einen  nge-
rad=ablipen 20 MH=-Unterkanaly
befindet oder mit diezem fbers
Iyt worlved dlia e avsie BA for-
I|N'.-:-.l|gr|':-.'_ aras dm demr evsien HE-
SIG-DB-inlwalr #ine Avzall elves
Bevuirzerzeniplarmmigsinformaio-

nen=Linterieas, des der ersten BT

i'llﬁ_llr.lh'l'l.l'_ @ 15t owler

el 2weite R4 der elnen oder der
anelerair Sweilen RA eiine Swoeile
supewtesene RUT augibe, die wich
reerhalh des enisprecieraenr ol
aeni gervadzaliligen 20 MH2-Lh-
rerkamals befindet ovler anit diesem
ftbertappd, wobed div eine Sweife
R fermer qurgils, dazs o aleay
=il HE-STr-B-Tndanlt edne A=
=kl efier Bl.'-"|rr:|'-':-.'.I|:|!:-"|.'I--'lr-'_5"--
irgferrarnairtaren-Lnrerfelds, dis der

sweitern BU entspriche, O i,

indicates a first (blue) or second (red) resource unit (RU). The specified first (blue) or

second (red) RU is located within the corresponding odd-numbered (blue) or even-

numbered (red) 20 MHz subchannel or overlaps with it.

The further subfeatures of features 1.6 and 1.7 now the structure of a conventional

HE-SIG-B described in the generic term in such a way that either a first (blue) or
second (red) RA further indicates that in the first (blue) or second (red) HE-SIG-B

content a number of a user scheduling information subfield corresponding to the first

(blue) or second (red) HE-SIG-B content is to be entered.
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RU is zero. The wording "a number of a user scheduling information subfield is 0"
does not express that the RA must also specify the numerical value "0" or that the
numerical value "0" is to be used in a particular user scheduling information subfield.
Rather, it expresses that there is no user scheduling information subfield at all in this

respect.

That "a number of a user scheduling information subfield is 0" can be expressed by
the RA in any way, including with any measure, for example a convenient numerical
value, as long as and to the extent that it is an otherwise unused value or measure,

as explained in the description in [0042-0044]:

[0042] Further, the indication of the foregoing special resource allocation mode may use various pos-

sible specific indication methods.

[0043] For example, an RA indication uses the above-mentioned manner of performing an index
indication according to a stored table. Such a table of resource allocation mode comprises one type of
such a special resource allocation mode. An index corresponding to the above mode is transmitted to
indicate that the current transmission is a special resource allocation mode. The index of the special

mode may be an unused index.

[0044] For another example, for an RA indication that does not use a storage table manner,
specifically, a special combination of resource indication bits, or one of the bits, may be used to

indicate the forego- ing special resource allocation mode.

The non-existent user scheduling information sub-field corresponds to the first RU,
which in turn is only possible if this first RU also covers the complete 20MHz sub-
channel. ("one first RA of the one or more first RA indicates a first allocated resource
unit, RU, which is in or overlaps the corre- sponding one odd-numbered 20MHz sub-
channel, wherein the one first RA further indicates that, in the first HE-SIG-B content,
a number of a user scheduling information subfield corresponding to the first
allocated RU is 0"). For the person skilled in the art, there is therefore no doubt that
there is no resource unit (RU) allocated by the "special RA" that would only fill part of

a 20 MHz sub-channel. Corresponding
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Accordingly, the RU allocated by the "special RA" according to the invention
comprises the full 20 MHz. Accordingly, the description also only discloses examples
of embodiments in which the "special RU" referred to extends over the complete 20

MHz resource.

Since within the previous known version of the IEEE 802.11ax standard, there is no
provision for a number of a user scheduling information subfield to zero [0041], this
measure of the invention can therefore be understood, according to the description
of the patent-in-suit [0037], to mean either that the number of users scheduled for a
particular time interval is zero, or that the current transmission in an invalid resource

allocation mode:

[0041] In FIG. 15, because the RA indication does not include a case with zero users, the number n1
of users indicated by RA-1 and the number n2 of users indicated by RA-2 are at least greater than or
equal to 1.

[0037] In Preferred Embodiment 2, a method is proposed and comprises a type of special information
for resource unit(s) allocation (that is, special Resource Allocation, RA). The special RA is used to
indicate that there is no corresponding user scheduling information field in a subsequent user specific
field. An indication of the special RA may be plausibly understood as that the number of users
scheduled on a current resource unit is zero, or, the current transmission is in an invalid resource

allocation mode.

The recipient of this information is therefore, according to the description of the
patent in suit in [0038], able to recognise that no user scheduling information subfield
exists in this respect and that the recipient can ignore this resource allocation

information:

[0038] After obtaining the indication of the special resource allocation mode, a receive end
accordingly obtains that for this 20 MHz subchannel, no user scheduling information fields exist in a
user specific field corresponding to this 20 MHz subchannel. In this case, the receive end may ignore

this resource allocation mode indication information.

Due to this trick of the invention, it is possible to communicate the knowledge
described in paragraph [0037] to the receiver without additional signalling effort. This

is because signalling instruments that are already known in the previous version of
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the standard are used as a "flag", so to speak. The skilled person is
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This means, for example, that the overhead of the prior art described in Figure 15
can be avoided in favour of a more compact transmission of information as described
in Fig. 14. However, these further measures for realising the advantages made
possible by the "flag" are outside the scope of the claim. These advantages therefore

do not require further discussion.

D. Counterclaims for annulment

The admissible revocation counterclaims are unfounded. The patent in suit proves to
be legally valid against the background of the understanding of the claim explained

above, which is why the nullity counterclaims had to be dismissed.

I. Admissibility

The nullity counterclaims are admissible, even insofar as they the German part of
the patent-in-suit. The nullity action brought by Netgear Switzerland GmbH before
the Federal Patent Court (Ref. 4 Ni 33/23) against the German part of the patent-in-
suit does not give rise to any other lis pendens. Netgear Switzerland is not a party to
the present proceedings. In this respect, a narrow standard must be applied to verify
the identity of the parties (CD Paris UPC_CFI_255/2023). As there is no information
on the further progress of the proceedings at the Federal Patent Court, a stay of the

present legal dispute is obviously out of the question.

Il. unauthorised extension and use of priority

The patent in suit, which is a European divisional application, does not go beyond
the content of the earlier application, i.e. the parent application. The patent in suit is
also not inadmissibly extended under Article 138(1)(a) and Article 52(1) EPC in
conjunction with Article 65(2) EPC and Article 100(c) EPC. The patent in suit rightly
claims the priority of 1 September 2015. The teaching of the patent in suit is, insofar

as the objection is not in any case to be rejected as belated, disclosed in detail.
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1. The parties have to the following documents in this respect:

K2 Patent in suit as granted
PrioNm Pri-

ority application CN 2015/10555654
PrioNotification English-language translation of the pri-

oAnm as provided by the then
registration

submitted to the EPO
PrioAnmU-SP Newly produced English-language

Translation of the Prio-Anm

StammAnmCN Master application drafted in Chinese
(published as disclosure document WO
2017/036402 A1).

light)

TrunkNote English translation of the StammAnmCN

as provided by the then
Applicant filed with the EPO

UrAnm Written in Chinese language

Partial registration

Initial notification English translation of the
UrAnm as filed with the EPO by the then

applicant

2. Translations
In its submission of 3 September 2024 (App_47068/2024), the plaintiff did not

dispute that the translations submitted by the defendants are correct, but is of the

opinion that this does not change the disclosure content:
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"As already communicated in our email of 2 September 2024, the translation
submitted by the defendants, i.e. the document submitted as "Prio- AnmU-SP", can
be used as a basis in the present proceedings. For the reasons set out in particular
in our written submission of 1 May 2024 (see, for example, para. 81 and 100 et seq.),
the disclosure content of this document is apparent to the skilled person irrespective
of which of the translations in the proceedings is used. Therefore, for reasons of
procedural economy, the plaintiff herewith establishes that the translation submitted
by the defendants (PrioAnmU-SP) is undisputedly correct in the present
proceedings. It is therefore no longer necessary for the translation to be assessed by

a court-appointed expert."”

The PrioAnmU-SP is a newly prepared English translation of the priority application
CN 2015/10555654 drafted in Chinese. p. 17, line 10 - p. 19, line 5 of the newly
prepared translation PrioAnmU-SP is also the translation of p. 11, line 1 - p. 12, line

13 of the parent application CN.

It is rightly undisputed between the parties that claim 1, as granted, relates
embodiment 2 and that all questions (inadmissible extension; claiming priority, etc.)
can therefore be answered on the basis of the disclosure of the Preferred
Embodiment SP, in particular for embodiment 2. The translation of the section on
"Preferred Embodiment 2" can be found in the UrAnmU in paragraphs [0063] - [0070]
on p. 14, line 8 - p. 16, line 7 and in the newly prepared translation PrioAnmU-SP in

the passages on p. 17, line 10 - p. 19, line 5:
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Example 2: Aden, all or partial bits of the "#syin HE-SIGB" field may be used

to indicate a total number of scheduled users included in the HE-SIGB. Certainly, the
bil occupied by the "#sym HE-SIGB" field is not limited lo 4 bits, and for example,
rriay be 3 bits. The foregoing method may be applicable to "arious cases of dil) "erent
bandwidths.

Example 3: Also, all or partial bits uf the "Fsym HE-SIGB" field may be used

to indicate the greater onc, u f the number of scheduled users on the SIGB-1, and the
number of scheduled users on the hICB-2. The forcgoing rncthud may be applicable to

various cases of different bandwidths.

Preferred Embodiment 2

In Prcferred Embodiment 2, a method is proposed and comprises a type of’
.recial resource block allocation information (that is, special RA). The special RA is
used to indicate that there is no corresponding user scheduling infonnation in a
sub.sequent stalirin-hy-station field. An indication of the special RA mny be logically
understood as that the numbcr of users un a current resource block is zero, or, currently
it is in an invalid resource allocation mode.

-
After rcading the indication of this type of special e ‘ﬂ%%ﬂ mode. a

receiv'ing end accordingly knows that for ihis 2 corres%xk% é_"”!’ info mation
to it exists in a station-by-st f]q,ﬂ‘n"?‘ 1|,!,ldj,e5ﬁ¢£i;‘j gctl'fﬂ& end

h - -|'|.'|
ignores this resource allocation mode indicatio intom $gpﬁf°’

FIG, 14 is used as an example for spec i ' cription, and RA-1 indicales that no
user scheduling information corresponding to RA-1 exi sts in a subsequent station-by-
station field, but the RA-I may indicate  authentic or a fade resource allocation mride;
for example, currently it is a resource block of 40 M or 2tl M, which comprises 0 user,
or, the RA-1 may be understood as an invalid resource allocation mode, and there is no
subsequent user scheduling information that corresponds to it, I'he receiving end may
directly ignore this invalid resource allocation mode indication information. RA-2 then
comprises an authentic resource allocation mode, that is, M(!-M IMt) 4mnsmission in
which 4 users are included on a resource block with a size of 484. In this way, unly 6
pieces of user scheduling information on the third 20 M are included on the SIGB-1, and
6 pieces of user scheduling information on the second (and the first) and the fourth 20 M
are included on the SIGb-1. Compared with FIG., 15, the HF.-SICiR in FIC. 14 reduces

overheads of' a piece ot user scheduling information in length.
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I'he following describes an cffect of the foregoing preferred embodiment by
comparison with an exemple in FIG. 15. In the exanjple, siinilarly, the AP schedules 4
users to use M FJ- MIhJt3 of 40 M (rc8t3UTiir blvck :si 4g4 , 6 users to use OFDMA
0120 M (rennurce blocks with 52+ 26 26 + 26+ 26+ 26), and MU-MIMO using 2tl M
(resource block of 242) by 2 users. R8fCTfillg to the RA indication method sliown in
the FI(i. 9, if this preferred embodiment is not used, it may be known thal RA-1 will
indicate that a resource block wnth a size of 484 (40 M) is in mc over the first 20 M.
comprising ul users; IVA-2 will indicatc that a Resource block with 484 (40 M) is in
use over the second 20 M, comprising n2 users; RA-1/2 indicates the same resource
block with 484 (40 M), and the numher of users indicatcd in the RAs is n1+n2=4. These
4 users use one resource hlock with 484, that is, too 20 M; therefore, scheduling
information of thése 4 users way be considered as belonging to cithcr one 20 M. RA-3
will indicatc that the third 2s Mr [ . is divided into 6 resource blocks, that is, resource
blocks respeclively with sizes of 52+ 26+26+263 2fi +26, each rKsourcc bluck is used
by I user, and there ere 6 users fotall5. HA-4 will indicatc that ti rcsource block with a
size of 242 (20 M) is in use oveT the fourlh 20 II, comprising 2 tlscrs.

In £"I€1. 15, becausc a case with zero user is not includedi  ggia indication,

the numbcr nl of Users indicated by RA-1 and lhe niiniber le by RA-2
aue at least greater than or cqual tu 1. Thls i !:4.'-1 comin

g q i 3 Bhsigne Pigeeol uspes g

cause information, corresponding to RA-1 Oﬁf#ﬁ‘gﬁﬂ’% h‘,q.pﬁ il a statlon-by-

RA H'.E'j 01the third 20 Cf, that is,

ST Mrcady necessatiy conprioes 6 proce ™
user scheduling information on the
third 20 M. But an accumtilntive number of users over the first, the second, and the
fourth 20 M is also 6, so, by using our preferred embodiment, as shown in FHi. 14, it
is possible that the SIGB-I only comprise 6 users over the third 20 M, and thc SIGB-2
comprises schcduling information for the remaining 6 users. In this way, the overall
HE-SIGB symbols can be smallest.
Further, the indication of the foregoing special resource allocation mode may
use various possible specific indication methods.
ror crumple. an RA indication uses the above-mentioned manner of
performing ari index indication according to a stored iable, one type of such a special

resource allocation mode is comprised in the fiesOuTce allocation mode table, and

transmitting an
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index corresponding to thc above mude indicates that currently it is a special resource
allocation mode. Thc special index number may be an unused index number.

F'or another example, tor an RA indication that does not use the manner of
storing table, spccifically, a special combination of resource indication bits, or one

of'the bits may' be used to indicate the foregoing special resource allocation mode.

Preferred Embodiment 1

In this preferred embodiment, the HE-SIGA comprises: information for
indicating a number of pieces of RA included in the common field of the HE-SIGB,
Referring to I'IG, I éi, it is a simple schematic diagram of a pre fcrred structure of the HE-
SIGA.

Afier receiving the ItA number indication information in the HE-SIGA, a
receiving end may obtain lengths of the cummon fields of the SIGB-1 and SIGB-2
according to the RA numbeT indication information, and further, correctly decode the
common fields of the SIGB-I and SIGB-2.

With the information about the numbcr of pieces of RA, nni  "cation of a

current transmission modc may not be included. In other words 'ﬁi ﬁ‘qi'i"j about the

number uf pieces of RA may be used to indicate t ﬁlﬂ: ﬁl{q J!Imod In pther
words, when a numbcr of pieces of RA inclti ﬂﬁ%}b’ﬁ"lﬁ‘# {;‘E‘r‘ﬂﬁ' * ndicating
thut (he current transmissioii mode is a nor [ rJ-M Eﬁtgﬂu " n mode, that is, fii!l

bandwidth MU-MIMO ur single-user transiiii 1 e en the number of pieces of RA
is grruler lhan zero, for example. one or t -o, that is, indicating that the currerlt t
ansmissinn modc is an OFDMA trnnsmission mode.

Referring to FIG. 17, it is a simple schematic diagram of a structure rif the
HE- SIGA/B indicated in Preferred Embodiment 3.

Referring to FIG. 18, it is a simple schematic diagram of anotheT Stricture of
the HE-SIGA/B indicated in Preferred Embodiment o. Compared with a case in FIG.
19, il is ubviomly sheen that signalling is reduced, In addition, because a fun cii M is
divided into 2 resource blocks with a size of 484 (40 M), mods indication information
in the HE-SIGA i z OFDMA, lhnt is, the common fields of the SIGB- 1 and the SIGB-2
need to include RA- I /3 rind W-2. 4 according to a normal stricture I'he solution in
FIG. 18 inrlicfltes that the number of pieces of RA included on the SIGB is i, and
only RA- I'is comprised
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An accurate translation of the remaining sections can be in the patent specification.

The Judge-Rapporteur has ordered that no translations into the language of the

proceedings (German) need to be submitted.

3. Disclosure content of the PrioAnmU-SP

a. Features 1.1 ("transmission bandwidth of multiple 20 MHz") and 1.2 are described in

of the UrAnmU is revealed.

As shown, the wording of the claim does not require "transmission over bandwidths
that are integer multiples of 20 MHz", as the defendants state. The claim does not
specify the bandwidths for the transmission. Instead, the wording of the claim literally
states: "transmitting the HE-SIG-B in a transmission bandwidth of multiples of 20
MHZz" ("transmitting the HE-SIG-B in a transmission bandwidth of multiple 20 MHZz").
The wording "transmitting the HE-SIG-B in a transmission bandwidth of multiple 20
MHZz" makes it clear that, according to the claim, it is only a question of how HE-SIG-
B is to be transmitted in cases where the bandwidth a multiple of 20 MHz. In this
case, a first HE-SIG-B content is to be transmitted in every odd-numbered 20 MHz
channel and a second HE-SIG-B content in every even-numbered 20 MHz channel.
However, the number of multiples of the available bandwidth is not claimed and is
determined in each individual case by the external conditions. In this respect, it is not
correct to assume that the wording of the claim requires transmission over certain
bandwidths. Accordinglythere can be no inadmissible generalisation. Secondly, the
wording of feature [1.1] in paragraph [0048] of the UrAnmU is originally disclosed,
where it says "When a transmission bandwidth is greater than 20 MHz, a preamble
part needs to be transmitted over each 20 MHz. .... The high efficiency signal field B
part uses a partial duplication mode". So here too, the general point is that HE-SIG-B
must be transmitted in every 20 MHz multiple ("over each") if the bandwidth is
greater than 20 MHz. This means that the wording of the claim is covered by the

original disclosure.
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Neither claim 1 as granted nor the original disclosure includes a bandwidth of 60
MHz. As shown, the skilled person understands claim 1 as granted to mean that only
the bandwidths 40, 80 and 160 MHz are covered. This follows both from the patent in
suit and from the PrioAnmU-SP due to the reference to the 802.11ax standard, which
excluded such bandwidths of 40, 80 and 160 MHz from its earlier versions, which

precede the patent in suit as prior art.

Insofar as the defendants also refer in this context to the claims originally submitted
in accordance with Annex "UrAnspr", this does not lead to a different result. On one
hand, the claims to be taken as a basis here, filed on

22 April 2019 were only filed subsequently on 14 August 2019. They therefore have
no significance, neither with regard to the inadmissible broadening of the content of
the parent application nor with regard to Art. 123(2) EPC. On the other hand, this
(irrelevant) disclosure generally expresses exactly what is then concretised in the
granted claim. Thus, the original claim 1:

1. A method for transmitting a High Efficiency Signal Field B, HE-SIGB, in a
wireless local area network, comprising:

transmitting a HE-SIGB in a transmission bandwidth of one or more 20MHz,
wherein the HE-SIGB compriscs two HE-SIGB contents, cach HE-SIGB content is
carried in a 20MHz;

Accordingly, it concerns the transmission of the HE-SIG-B, whereby one HE-SIG-B
("transmitting a HE-SIG-B") is transmitted in each 20 MHz, each of which has two
HE-SIG-B contents ("first HE-SIG-B content" and "second HE-SIG-B content"). It is
then specified that each of the two HE-SIG-B contents is transmitted with its "first
HE-SIG-B content" and its "second HE-SIG-B content" in a 20 MHz ("each content is
carried in a 20 MHZz"). That is, a first HE-SIG-B content is carried in a 20 MHz and a
second HE-SIG-B content is carried in another 20 MHz. Apart from the fact that this
disclosure in the subsequently filed claim plays no role in the assessment of the

inadmissible extension, it would thus support the granted claim.
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Feature 1.1 in claim 1 and its equivalents in claims 2, 7 and 8 are thus undoubtedly

disclosed by origin.

b. Features 1.4 and 1.5 are disclosed in UrAnm and UrAnmU respectively. The
terms "user scheduling information" and "user scheduling information field". General

"u- ser scheduling information subfields" are disclosed in UrAnmU.

In connection with Fig. 7, the UrAnmU discloses "a concrete structure for the HE-
SIG-B, which consists of the HE-SIG-B comprising a so-called "common field" as

well as a "user specific field"." Figure 7 is shown below:

STAIL STA2 STA3
scheduling scheduling scheduling
information | information | information

Resource allocation
indication information

|
|
|
| Common field User Specific field

FIG. 7

It is clear from Figure 7 and the corresponding information cited by the defendants that the
Disclosure (UrAnmU, para. [0042]) containing a "common field" (blue)

"Resource allocation indication information" and a "User specific field" (green)
containing several information blocks with "scheduling information" for each
individual terminal device (STA) are disclosed. It is therefore immediately and clearly
apparent from Figure 7 alone that the "User specific field" (marked in green) is
divided into several "pieces", each of which contains "scheduling information" for the
terminal device (STA) in question. Apart from this, the cited paragraph [0045] also

speaks the same language:
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[0045] In the user specific field, each piece of user scheduling information has two possible structures,
as shown in FIG. 10a and FIG. 10b. A structure in FIG. 10a represents a scheduling information
structure in a single-user mode. The single-user mode means that a current STA exclusively occupies
one resource unit. FIG. 10b represents a scheduling information structure in a multi-user mode. The
multi-user mode means that a current STA does not exclusively occupy one resource unit, and some

other STAs share one resource unit with the current STA in a MU-MIMO manner.

Accordingly, each piece of user scheduling information in the user-specific field has a
specific structure. It is immediately and unambiguously apparent to the specialist that
this structure of user scheduling information manifests itself in the form of a subfield

of the user specific field, ie. in the form of a user scheduling information subfield.

c. Features 1.6 and 1.7 are disclosed in UrAnmU. Features 1.6 and 1.7 ("a first
allocated resource unit, RU, which is in [...] the corresponding one odd-numbered 20
MHZ sub-channel" and "a second allocated resource unit, RU, which is in [...] the
corresponding one even-numbered 20 MHZ sub-channel" respectively) are disclosed
in UrAnmU. Features 1.6 and 1.7 ("one first RA of the one or more first RA" and "one

second RA of the one or more second RA" respectively) are disclosed in UrAnmU.

The defendants first state that the feature "a first allocated resource unit, RU, which
is in [...] the corresponding one odd-numbered 20MHz sub-channel, like its
counterpart concerning the "second allocated resource unit", is not disclosed in the
UrAnmU, whereby they want to hang this on the "in" at this point. They believe that,
because of the "in", the wording of the claim not only covers RUs that would fill the
entire bandwidth of the 20 MHz channel, but also RUs that would only fill part of the
20 MHz resource. Accordingly, the defendants believe that "a disclosure for an RU

that only covers part of the bandwidths is not found in the original disclosure."
This reading contradicts the interpretation found above. The specific RA that the

number of user scheduling information fields corresponding to the current RU is zero

(SP, paragraph [0037], "the number of users scheduled on a current
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resource unit is zero"). According to the claim wording, each RA in each HE- SIG-B
content covers one 20 MHz sub-channel ("a first HE-SIG-B content carried at each
odd-numbered 20 MHz sub-channel" and "each of the one or more first RA corre-
sponds to one odd-numbered 20MHz sub-channel"). This means that the first RU in
the special RA comprises a complete 20 MHz sub-channel. If it is then stated that in
the first HE-SIG-B content the number of the user scheduling information sub-field
corresponding to the special RA is 0 (para [0037]: "The special RA is used to
indicate that there is no corresponding user scheduling information field in a
subsequent user specific field"), then this means that the special RA in the first HE-
SIG-B content comprising the entire bandwidth of the 20 MHz sub-channel has no
existing user scheduling information sub-field. However, the non-existent user
scheduling information sub-field corresponds to the first RU, which in turn is only
possible if this first RU also covers the entire 20 MHz sub-channel. ("one first RA of
the one or more first RA indicates a first allocated resource unit, RU, which is in or
overlaps the corre- sponding one odd-numbered 20 MHz sub-channel, wherein the
one first RA further indicates that, in the first HE-SIG-B content, a number of a user
scheduling information subfield corresponding to the first allocated RU is 0").

Consequently, the claimed difference in the disclosure does not exist.

The defendants further argue that the claimed "first/second RA" is described in the
original disclosure as a "special RA"; to rely on the characteristic "special" is

therefore accompanied by a generalisation.

This is incorrect. The fact that the claim wording ascribes this characteristic, namely
that there no user scheduling information subfield in the corresponding HE-SIG-B
content, to the RA makes the claimed RA a "special RA". Whether this is also
labelled as such in the claim wording makes no difference. This also does not

constitute an inadmissible generalisation.
Insofar the defendants have based their argument on the now outdated translations

of the Chinese-language documents, this endeavour should be rejected. This is

because the original documents are decisive,
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The parties have agreed that the translation of the PrioAnmU-SP submitted by the

defendants can be used as the correct translation.

d. Features 1.6 and 1.7 ("a number of a user scheduling information subfield
corresponding to the first allocated RU is 0" and "a number of a user scheduling in-
formation subfield corresponding to the second allocated RU is 0" respectively) are

disclosed in UrAnmU.

Ultimately, the defendants believe that the claim wording can be understood to mean
that there must be a zero in the respective user scheduling information subfield. This

was not disclosed in the original application documents.

However, the claim wording clearly states that the number of a user scheduling
information subfield is 0. This clearly expresses, as explained above, that there are

no user scheduling information subfields at all.

This is also apparent from the original UrAnmU application documents, where it is

stated, for example, in paragraphs [0063] and [0065]:

[0063] In Preferred Embodiment 2, a method is proposed and comprises a type of special information
for resource unit(s) allocation (that is, special Resource Allocation, RA). The special RA is used to
indicate that there is no corresponding user scheduling information field in a subsequent user specific
field.

[0065] [...] For example, a current resource unit is a resource unit of 40 MHz or a resource unit of 20
MHz, and the resource unit is assigned to "0" user. This RA-1 may be understood as an invalid
resource allocation mode, and there is no subsequent user scheduling information field that

corresponds to the RA-1.

Paragraphs [0063] and [0065] disclose that a specific RA (i.e. the

first/second RA") indicates that there is no corresponding user time
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scheduling information subfield, i.e. a number of a user scheduling information

subfield is 0. There is no unauthorised extension in this respect either.

Moreover, it is clear to the person skilled in the art that the invention uses certain
information in the common field as a "flag" and that it is therefore irrelevant whether
the "incorrect" information in the previous context to "user scheduling information",
i.e. a date, or a field for a date. This is because in both cases a value is set that
would be perceived as "incorrect" or "irregular” in the previous context, but is used as

a "flag" in the new co-text. The revelatory content therefore does not differ.

e. Insofar as the defendants object that features 1.1 ("transmission bandwidth of
multiple 20 ") and 1.2 are not disclosed in the parent application, reference is made

to the above explanations in order to avoid repetition.
f. Insofar as the defendants object that features 1.6 and 1.7 are not disclosed in

StammAnm, reference is made to the above explanations in order to avoid repetition.

4. Due to the identity of the disclosure content, the above findings also apply to the
question of effective claiming of priority. To repetition, reference is made to the

above statements.
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lll. Patentability

1. In this respect, the defendants referred to the following publications:

D1

Submission "RU Allocation in SIG-B"
by Daewon Lee (Newracom)

IEEE 802.11-16/0039r1

published on 19.01.2016

D1b

Submission "Supported Resource Allocations
in SIG-B"

by Sungho Moon (Newracom)

IEEE 802.11-15/1304r1

published on 10.11.2015

D2

Submission "SIG-B Field for HEW PPDU"
by Young Hoon Kwon (Newracom) IEEE
802.11-15/0805r2

published on 13.07.2015

D3

Submission "SIG Field Design Principle for
1lax"

by Young Hoon Kwon (Newracom) IEEE
802.11-15/0344r2

published on 12.03.2015

D4

US 2014/0 307 612 Al
by Vermani et al. (Qualcomm) published
on 16 October 2014

D5

EP 3 318 030 B1 (Taori et al.)
Priority days 1.7.2015 and 7.7.2025
etc.

State of the art according to Art. 54(3)
EPC

EPD1

Submission "Specification Framework for
TGax"

by Robert Stacey (Intel)

IEEE 802.11-15/0132r7
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published on 20.07.2015
EPD2 Submission "SIG-B Encoding Structure”

by Ron Porat (Broadcom)

IEEE 802.11-15/0873r0

published on 13.07.2015

EPD3 Submission "HE-SIG-B Structure”

by Joonsuk Kim (Apple)
IEEE 802.11-15/0821r2
published on 15.07.2015

2. Novelty

a. The citations D1a and D1b (Newracom) published on 19 January 2016 and 10
November 2015 respectively do not oppose novelty because the patent in suit rightly
claims priority from 1 September 2015. Reference can be made to the above
statements in the context of the examination of the allegation of inadmissible

extension.

b. The defendants only citation DS into the proceedings with the duplicate. They
failed provide a (valid) justification as to why they had not already submitted it with
the action for annulment. It is therefore, in accordance with Rule

9.2 VerfO as belated.

Irrespective of this, D5 claims a total of seven priorities. Only the first (1 July 2015)
and the second priority (7 July 2015) predate the priority of the patent-in-suit. The
remaining five priorities of D5 date after the priority of the patent in suit. Accordingly,
only the content of D5 that is also found in the two oldest priority documents can be
relevant for the assessment of novelty. None of the passages and figures cited by
the defendant in its novelty attack can be found in these two oldest priority

documents. Accordingly, D5 is not novelty-destroying even if taken into account.
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c. EPD3

Insofar as the defendants argued for the first time at the oral hearing that the EPD3
citation prejudicial to novelty, this argument must be rejected as belated pursuant to
Rule 9.2 of the Rules of Procedure. The defendants have not provided an
explanation as to why this argument not already been submitted with the action for
annulment. Insofar as they refer in this respect to paragraphs 655-667 of the nullity
counterclaim, it should be noted that although the EPD3 is mentioned there in
paragraph 655, it is not mentioned as a caveat in itself that is prejudicial to novelty.
Rather, it is mentioned as background information because it has a certain

connection with the EPD2 citation:

"(655) On slide 8, the EPD2 summarises the state of the art from the IEEE development documents
802.11-15/821r2 and 802.11-15/822r0 in a section referred to as "Background". These documents
each deal with the structure of the preamble ("11ax Preamble”) of the IEEE 802.11ax standard, which
was under development at the time. The focus of the first document (821r2; corresponds to EPD3) is
on the internal structure of the SIG-B field, while the second document (822r0) deals with the internal
structure of the SIG-A field. Since the EPD2 primarily concerned with the coding of the SIG-B field
when using different transmission bandwidths, it only lists the structural properties of the SIG-A and
SIG-B fields that are relevant for its own considerations - although the two documents cited contain
much more detailed information regarding the content and necessity of the SIG-A and SIG-B fields.
For example, the EPD2 summarises the content of slides 10 and 11 of the IEEE 802.11-15/821r2
document as follows: "The "SIG-B" should only contain bits for the intended receivers of the current
PPDU (and not, for example, also bits for receivers that are dialled in to a base station but are not
served with the current PPDU) and can be subdivided into a so-called "common field" and a "user-
specific field"."

No noteworthy novelty attack can be derived from the mention as background
information. The attack on novelty based on the EPD3 must therefore be rejected as
belated.

Irrespective of this, neither the EPD2 nor the EPD3 reveal how exactly to signify,

which the plaintiff correctly pointed out at the hearing.
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3. inventive step

a. EPD2 with D2

The method according to claim 1 is also inventive over the combination of EPD2 and
D2. This applies taking into account both the case law of the Unified Patent Court

and the case law of the Boards of Appeal of the EPO.

aa) According to the case law of the Unified Patent Court, what is known from the
prior art must have given the person skilled in the art a reason or a suggestion to
arrive at the proposed teaching (CoA UPC_CoA_335/2023; CD UPC_CFIl_1/2023,
UPC_CFI_14/2023, UPC_CFI 252/2023; LD Munich CFl_201/2024).

However, the disclosure of EPD2 does not give the skilled person any reason to
change the disclosed teaching. Thus, it was far-fetched for the skilled person to
combine EPD2 with anything, in particular with D2. Even if the skilled person
considered a combination of EPD2 and D2, he would not have come up with the

claimed subject-matter. Finally, there are no references to features 1.6 and 1.7 in D2.

According to the case law of the Boards of Appeal of the EPO, the assessment of the

The "problem-solution approach" is used for the assessment of inventive step (G 1/19).

Even with this, however, the skilled person would not have arrived at the solution
according to claim 1, since neither the EPD2 nor the D2 disclose features 1.6 and
1.7. The characterising features 1.6 and 1.7 are simply absent in the combination of

EPD21 and D2; they cannot be brought about by any approach.
bb) With regard to the synopsis of documents EPD2 and D2, the defendants argue

that EPD2 discloses all features of claim 1 with exception of features [1.5a] and

[1.5b]. However, it was obvious to the skilled person,
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to the "Resource Allocation Information" disclosed in the D2, which is available there.

only required for certain transfers. This is incorrect.

cc) EPD2 only discloses the "common" field and the "user-specific" field, but not the
structure of the "common" field. Accordingly, EPD2 also does not disclose the one or
more resource allocations ("RA") contained in the claimed common field according to
features 1.2.1, 1.2.2, 1.3 to 1.7. The defendants also do not state at any point where
EPD2 could disclose the one or more RA in the common field. In fact, EPD2 does
not even mention the word "resource" or "resource allocation (RA)". Accordingly, the
features 1.2.1, 1.2.2, 1.3 to 1.7 are not known from EPD2. In detail:

On slide 9, the EPD2 discloses a SIG-B coding scheme in which a SIG-B field is
coded for a bandwidth of 20 MHz. The SIG-B field comprises the fields "com- mon"
(marked green) and "user specific" (marked pink), whereby the "user specific" field is

divided into the sub-fields "user block [0]", "user block [1]" to "user block [N-1]".

SIG-B encoding scheme

= SIG-B encoded on a per-20 MHz basis using BCC as shown below.

+  The common and per-user blocks are separated in the bif domain =* flexibility to have any
mumber of bitz in the common and per-user blocks

L-5TF L:LTF L-5KG RL-5HG SKG-A « - SG-B - -
Commyen User-specific
Usar Block User Block Uner Block:

[0 ] [r-1]

The EPD2 then discloses on slide 10 that at bandwidths of 40 MHz two 20 MHz sub-
bands carry different information, while at 80 MHz and 160 MHz these two 20 MHz

sub-bands are duplicated in the manner shown below:
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40 MHz
112

80 MHz
1[2[1]2

160 MHz
1[2]1]2T1]2]1]>2

* Each square: 20 MHz subband

* 1/2: Different signaling info

However, EPD2 only discloses the field "common" without any further structuring.
Accordingly, EPD2 does not disclose the one or more (first or second) resource
allocations (RA) contained in a common field according to features [1.2.1], [1.2.2],
[1.3], [1.4] and [1.5].

It is therefore not clear from EPD2:

1.2.1 wherein the first common field comprises one or more first resource allocations, RA,

1.2.2 wherein the second common field comprises one or more second resource allocations, RA,

1.3 wherein each of the one or more first RA corresponds to one odd-numbered 20MHz subchannel,
and each of the one or more second RA corresponds to one even-numbered 20MHz subchannel,
1.4 each of the one or more first user scheduling information subfields comprising information of one
station, STA, the STA being scheduled on one of the one or more resource units indicated by the
one or more first RA, and

1.5 each of the one or more second user scheduling information subfields comprising information of
one STA, the STA being scheduled on one of the one or more resource units indicated by the one

or more second RA,
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The defendants claim that these features are disclosed in EPD2. However, they have
not explained how and by which part of EPD2 these features are disclosed. This
assertion can therefore not be accepted.

The EPD2 also does not disclose features [1.6] and [1.7].

1.6 one first RA of the one or more first RA indicates a first allocated resource unit, RU, which is in or
overlaps the corresponding one odd-numbered 20MHz sub-channel, wherein the one first RA further
indicates that, in the first HE-SIG-B content, a number of a user scheduling information subfield corre-
sponding to the first allocated RU is 0; or

1.7 one second RA of the one or more second RA indicates a second allocated RU, which is in or
overlaps the corresponding one even-numbered 20MHz sub-channel, wherein the one second RA fur-
ther indicates that, in the second HE-SIG-B content, a number of a user scheduling information

subfield corresponding to the second allocated RU is 0.

Placing the claimed one or more resource allocations (RA) including a specific RA in
a common field, such that no user scheduling information subfield specified in the
specific RA and corresponding to the RU needs to be present in a corresponding
user-specific field, is not obvious from either EPD2 or D2. Thus, the subject-matters
of main claims 1, 2, 7 and 8 are inventive over an - already uninitiated - synopsis of
EPD2 and D2.

As mentioned above, any kind of structuring of the "com- mon" field in SIG-B is not
an issue in the disclosure of EPD2. Accordingly, the skilled person would not have
found any indication in EPD2 to even think the structure. A fortiori, she would not
have any reference to the claimed structure of the common field, which it possible
dispense with a user planning information subfield corresponding to the special RA in
the use-specific field of the HE-SIG-B. The disclosure of EPD2 thus gives the person
skilled in the art no reason to modify the disclosed teaching. Thus, it was far-fetched

for the skilled person to combine EPD2 with anything, in particular with D2.

Even if the skilled person had considered a combination of EPD2 and D2, she would

not have come up with the claimed items. After all, in
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D2 makes no reference to the above-mentioned distinguishing features. In this
respect, defendant relies on slides 3 and 4 of D2. Slide 3 discloses RA information
("resource allocation information") and user-specific information ("user-specific
information") that can be included in the HE-SIG-B field:

SIG Field Information

«  Common contrel information
— Information needed not only for target receiver but also 3 party STAs and common
information (o all scheduled STAs, such as
* Allocated bandwadth
Packet duration/GLN_LTF
COLORPAIDGIIDVTXOP PS5
S1G-B feld structure
- May be included in L-S1G and HE-51G-A fields,
*  Resource allocation information

— Required only for MU transmission or partial band transmission such as
*  Rescurce allocation stmecture (mag)
* Which STA 15 scheduled in which subband/spatin]_stream
—  May be included in either HE-51G-A or HE-SIG-B field.
+  User-specific information
— Information for each 5TA to decode the pavload, such as
« MCSMWSTS
STBC/Beambormed
May be included in HE-S1G-B field.

Sishmassaon Hlude 3 Youmg Hoon Kaon, Newraoom

Slides 3 and 4 also reveal that the RA information ("Resource allocation information")
is only required for certain transmissions. For other transmissions, such as a single-
user (SU) full-band transmission, each resource is used entirely by a single station

(STA) and the RA information ("resource allocation information") is not required:

«  Resource allocation information

— Required only for MU transmission or partial band transmission such as
=  Resource allocation structure {map)
= Which 5TA is scheduled in which subband/spatial_stream

~ May be included in either HE-SIG-A or HE-SIG-B field.
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Requirements for each Frame Type

« SU transmission

— Full band transmission

* As every resource is occupied by a single STA, there's no need to indicate
additional resource allocation information.

Partial band transmission

« As not all resource 15 occupred by the transmutter, resource allocation
information 15 needed for the receiver to properly decode the payload.

As the defendants point out, the RA information "resource allocation information")

according to D2 is to be compared with the information in the common field of the

claimed HE-SIG-B because it comprises information on the structuring of the

resource allocation structure (map) for all stations (STAs). Thus, slides 3 and 4 of D2

indicated that for SU full band transmission, where each resource is fully occupied by

a single STA, the common field of HE-SIG-B did not contain RA information

("resource allocation in- formation"). This can also be seen on slide 5 of D2,
according to which no "RA" is contained in the HE-SIG-B field for SU full-band

transmission:

SIG Field Structure

* Depending on frame type, several information may not
need to be included in the SIG field.

suU
- - MU
Full Band Partial Band
DL CC/US CC/RASUS CC/RASUS
UL cc/US CC/RAJUS CC/US*(?)

= Ax meentioned in [11 1905 0 separasely encoded, if can exin

CiC Common Comtral indformaten

L'S: User Specific snfoamation

Subimida o

Shde &

Young Hoon Kwadn, Newrkom
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Contrary to the opinion of the defendant, however, the skilled person would have
structured the common field of the HE-SIG-B in accordance with the teaching of D2
in such a way that it does not contain any RA information ("resource allocation
information") at all. According to the teaching of D2, there would therefore have been
no RA information at all in the common field of the HE-SIG-B if each resource is
occupied by a single STA (SU full-band transmission). This is in contrast to the
claimed solution, where one or more RA including a specific RA in the common field
of the HE-SIG-B are required. Accordingly, even in the case of an - unmotivated -
combination of EPD2 and D2, the skilled person would not have arrived at the
subject-matter of the main claims, according to which a specific RA (features [1.6]
and [1.7]) is provided in the common field, so that a subfield corresponding to the

specific RA in the user-specific field can be dispensed with.

Apart from the slides cited by the defendants, D2 also shows a situation where user-
specific information of the HE-SIG-B is not required for the UL MU transmission (see

e.g. slide 4). In this case, the RA information is also not required (see e.qg. slide 7):

« MU transmission
DL MU

= As every participating STA needs to know its allocated resource, resource
allocation imnformation shall be mncluded,

UL MU

* As farget receiver (AP) already knows allocated resource, resource allocation
information 1s not needed.

« User specific information is not needed if AP decides user specific information
and indicates in the Tngger frame.

Submassion Slide 4 Young Hoon Kwon, Newtscom
In this case, D2 further proposes to omit the complete HE-SIG-B field (e.g. slide 7,

marked in green). This would have led the skilled person away from the claimed

invention:

81



UPC_CFI_9/2023

Proposal
5U (OFDM) format MU (OFDMA) format
SU Full Band 5U Partial Band MU
oL SIG-A: CC/US SIG-A: CC S1G-A: CC
51G-B: NOME SIG-B: RAJUS 51G-B; RASUS
uL SIG-A: CC/US SIG-A: CC 51G-A: CC
SIG-B: NONE SIG-B: RASUS S1G-B: NONE
CC: Comman Contral misrmation
B Besowmce Allocatson infoematson
US: Utser Specific informaticn
Subamassaoe Shde 7 Young Hocn Kwon, Mewracom

Thus, the claimed subject-matter is inventive over an - unapproved - synopsis of
documents EPD2 and D2.

b. EPD2 and D3

The same applies to the EPD2 and D3 documents. The skilled person already had
no reason for a synopsis. Even if she had done so, she would not have arrived at the
subject-matter according to the invention. Document D3 does not contain any

references to the above-mentioned distinguishing features.

In D3, two mechanisms for reducing the effort in the HE-SIG-A field are described.
The defendants refer to the so-called "variable length HE-SIG field", which contains
RA information ("resource allocation information") in HE-SIG-B instead of HE-SIG-A
(see slides 9 and 11). First of all, with respect to this mechanism, D3 discloses in

general that the HE-SIG-B field contains resource allocation information.
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assignment and user-specific information (see slide 11, text highlighted in yellow).
D3 does not reveal any details about the subfields of HE-SIG-B. The structure of the
sub-fields of HE-SIGB is still explicitly unclear according to D3 (see slide 11, text
highlighted in red). Without the disclosure of the structure of the sub-fields in the RA
field and the user-specific field, document D3 cannot in principle have suggested the

claimed invention.

Variable Length HE-SIG field

=  To cope with these factors, HE-SIG-B is separately encoded from HE-S1G-
A and includes resource allocation information.
HE-S1G-A

= Fred Ie:u._g,!ll and fimed MCS, simabar 1o current VHT-S10=A.
= Includes comemon controd infomanteen, such as channel BW, GIL COLOR, Tal, CRC, etc
* HE-51G-A further includes the size of following HE-S16G-B.
= I MCS of HE-S1G-B is vanable, the MCS of HE-SIG-B can also be included i HE-51G-A

- HE-SIG-B

=  Resource allocation nnd user specific infommation, such as PAIDYAID, allocation BW, N5TS,
MCS, STHC, Coding, BF, eic,

*  Sjize of HE-51G-H s variable depending on the amout of information needed.

To support MU-MIMO efficiently, additional HE-S1G-C may also be needed. similar to
VHT-S1G-B field.

» If HE-5IG-C exists, some of user specific information may reside in HE-51G-C instead of HE-
SICk-E.

Contrary to the defendant's opinion, D3 does not disclose the situation in which the
resource unit is not occupied by any user. Instead, D3 merely discloses that the
number of allocated STAs affects the amount of resource allocation (RA)
information. If only one or two STAs are allocated, the amount of resource allocation

(RA) information is reduced.
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Variable Length HE-SIG field

* There are many factors that affects the amount of information in
HE-SIG field, for example

— Channel BW: More channel BW can accommodate more channel resources to
be simultaneonsly assigned. Therefore, depending on channel BW, amount of
information for resource allocation may vary.

— Number of allocated STAs: Even though wider BW is used, in case only one
or two STAs are allocated, amount of information for resource allocation can
be reduced down.

Therefore, D3 teaches how to reduce the information for the RA field itself instead of
reducing the subfield in the HE-SIG-B user-specific field. D3 does not provide
information on how to structure the RAs of the common field so that no user planning
subfield corresponding to a specific RA is needed in the user-specific field. Thus, D3
could not suggest the claimed subject-matter. Moreover, D3 even leads away from
the claimed invention when it describes the reduction of the signalling overhead in
the HE-SIG field by limiting the maximum number of assigned STAs (see slide 5):

Issues of HE-SIG Design

« Support of more number of STAs within a HE-PPDU
1lac support up to 4 STAs for DL MU-MIMO, however far more
number of STAs are expected 1o be supported in OFDMA,
especially for large bandwidth case.

More number of STAs implies more information to indicate, which
increases signaling overhead.

- E.g.: If 5MHz 15 used as a mimmum OFDMA channel allocation
and 4 simultaneous transmission is assumed for MU-MIMO

transmission, there are up o 64 STAs o be allocated within a HE-
PPDL in 80 MHz channel bandwidth, if there’s no restrictions

there,
Limiting maximum number of 8T As allocated within a HE-PPDU
needs to be delined.

Submissiomn Shds § Yoy Hoon El.l.ml_"'»:l'.nn_'n-m
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Thus, the claimed subject-matter is also inventive over an - uninitiated - synopsis of
documents EPD2 and D3.

c. EPD2 and D4

The above applies accordingly to documents EPD2 and D4. The skilled person
already had no reason for a synopsis. Even if it done so, it would not have arrived at
the subject-matter according to the invention. D4 also contains no references to the
above-mentioned distinguishing features. In D4, only "HE-SIG1", "HE-SIG2" and
"HE-SIG3" are indicated in a downlink package (e.g. Figure 5). This structure
disclosed in D4 differs significantly from the structure according to EPD2, where "SIG
A" and "SIG B" are provided instead of three "SIG" fields. None of the HE-SIG1",
"HE-SIG2" and "HE-SIG3" according to D4 corresponds structurally to the "SIG B"
according to EPD2, which includes a "common" field and a "user-specific" field. From

this point of view alone, the specialist would not have combined EPD2 with D4.

HF tone olnestion desnlink packet implenseniatean 1
r = | b T ]
£ al i i Fal Fal
HE5TF HE-L T {1800 LanT Al
epsr | bEER) dimr | s Il gt 0 i e | Eown)
Y HE=50 I | . e
- | nE-sIG3 | ¥ IF-LTF{ . ] Lam T A
L-&TF LTI LH3 |_" ""'«"lll I.II St [ W i i s Jimas ¥ WS dimser }mies) (1 grset F i e J Worwesl
I ) wowcs ) | fall mwsesd | symbxal}| {1 mymbol) watrihalal
s iy gl toees) | call sy | HESTF HE-LTF {1-%3) DA TAS
i) B Jurer s i 3 i) R g T e T |
HES 1T HL-L T d=Maf AT A
[ g =] sl 4 W) Ll T 4 oo T 8 BowRci)
Oeniehngl bedsm boeiig o héne
3 Fa 1 ot L) F
il b =k bwin 4 or e b
BIFSK gl ginm BHIFSE o CDERPSE comistellatim DHPSE oo’ bhon
¥ i B radea ke T Bt et Speiiig B Sl 16 Bt e epcilie Enndul st Tyic
£ bt Caevaagy L1 [ o] onses Bor S0 0 & bots et SpeCilc coding ype iy Bt il all s
7 baims uner gpecitic one allocation  bies (CRE

FIG. 5
Even a synopsis of EPD2 and D4 would not have led the skilled person to the
subject-matter according to the invention. Without disclosure of the structure of the
HE- SIG-B field, D4 cannot in principle have suggested the claimed subject-matter.

The defendants argue that the "tone allocation information for
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OFDMA" in the HE-SIG1 field of D4 to the RA information in the comment field of
the SIG B field in EPD2, while HE-SIG2 and HE-SIG3 after D4 correspond to the
user-specific information field of the SIG B field in EPD2. The "tone allocation
information for OFDMA" in the HE-SIG1 field (e.g. "12 bits user specific tone
allocation" in Figure 5, marked in red) comprises 2 bits per user, which indicate how
many sub-channels are allocated to each user. It is possible that no sub-channel is
assigned to one of the users (here user-3). The defendants have concluded from this
that the corresponding user-specific information in the fields HE-SIG2 and HE-SIG3
could be omitted ("Action for annulment”, page 61 to 62). This is incorrect.

HE 1o sillescation domnlink packe implemenamiion

23 Tl e | i35 i AT I8
£ £ il £ s
HESTY HE-LTF {151} DATAL
{umer | i) (o | dsiign ) | b et B oosiyune | Ecwacn i
. HENT B Fil L, A
-5 [ s J| 1RE-SME i ekl b
L-%T1 L-LTF T i {1 car e [ UmeT & s ) it = W] | ineT = 18 T & B
daill sorsih | dall tonesd | dall oo | t eymbol )1 symbol} wwiitaala)
] bk ks {all wnes | (ol onesh f < HIESTI HIE-LTE b-%3) DA TAS
e B Rl ] [T 3 M) T T T et ]
HESTE HE-LTF {Fedy 134T AL
i imaer 4 loneei ) e S =) | 1 et ool ke 4 el
e [pliiniat| Bgiienforining Froim here
Pl AT A
35 s 2 un 2 o maowe beis
HFSE comstcllzgam PSR or QHEEPSE consicllatym ODHPSE oo iation
2 ity Imarmhacsglth 12 s ket S5 IHIAG RINTAN'S £y Bt e wpciie Enochilat o Dype
s it Carewis [L}all ones for S 4 bats et speciis coding 1vpe tr s sl all meresf
1.2 ‘brms user specatic tone allocabsn K hits CR
FIG. 5

Firstly, D4 gives no indication that the "Tone Allocation Information for OFDMA" in
the HE-SIG1 field is the same or has the same function as the comment field of the
SIG-B field in EPD2. The same applies to HE-SIG2 and HE-SIG3 with respect to the
user-specific information field of the SIG-B field in EPD2. Secondly, in the example
mentioned by the applicant (paragraphs [0070]-[0074]), D4 discloses that the HE-
SIG1 comprises 6 bits group ID and the tone allocation information for OFDMA,
where 10 bits of the tone allocation information for OFDMA are used for user-1, user-
2, user-3 and user-4. The 10 bits include 2 bits for the allocation granularity B and 2
bits per user to indicate the number of sub-bands/sub-channels allocated to each

user.
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are assigned. This is also in Figure 6 of D4, where 6 bits of group ID marked in
yellow and 10 bits of "tone allocation information for OFDMA" are marked in orange.
In this example, no sub-channel is assigned to user-3. However, the "tone allocation
information for OFDMA" in the HE-SIG1 field (marked in orange) still includes two
bits for user-3 (see e.g. below in Figure 6, emphasis added):

Lk ] | | I | (1 ] | ]

- -
=Tt |_,_'1|||||1|f} i ;.
i syb=lgmids i subebands

for waer-| for user-3

Allocation
Crramularity (3
i sub-bands H gub-hands
{owr user2 fior usEr=4

Fl1G. 6

Contrary to the defendant's opinion (page 62, Invalidity Action), D4 does not disclose
that in the example in which User-3 is not assigned a sub-channel, no "tone
allocation information for OFDMA" should be transmitted in the HE-SIG1 field in
relation to a user (User-3). D4 also does not indicate that no user-specific subfield of
HE-SIG2 or HESIG3 should be transmitted for user-3 in this example. This means
that even the - uninitiated - synopsis of the EPD2 and D4 documents did not lead the

expert to the claimed objects.

4. EPD3 with EPD2

Insofar as the defendants argued for the first time at the oral proceedings that the
EPD3 citation together with the EPD2 opposed the inventive step, this argument
must be rejected as belated pursuant to Rule 9.2 RP. The defendants have failed to
explain why the argumentation not already submitted with the nullity counterclaim.
Insofar as they refer in this respect to paragraphs 655-667 of the revocation
counterclaim, it should be noted that although the EPD3 is mentioned there in

paragraph 655, it is not referred to as a joint defence.
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with EPD2 of the inventive step. Rather, it is mentioned as background information
because it has a certain connection with the EPD2 citation. No noteworthy attack on
the inventive step can be derived from the mention as background information. The
attack now made on the basis of EPD3 with EPD2 must therefore be rejected as
belated.

Irrespective of this, neither the EPD2 nor the EPD3 reveal how exactly to signify,

which the plaintiff correctly pointed out at the hearing.

5. Feasibility

The argument that the patent in suit, as granted, is not executable over the entire
range (Art. 83 EPC) must be rejected as belated pursuant to Rule 9.2 RP. The
defendants only raised this argument in the rejoinder. They have not provided any
reasons as to why they did not present it in the revocation counterclaim. Irrespective
of this, the patent in suit is executable over its entire width according to the
interpretation found above. The defendants' argumentation to the contrary is based

on their incorrectly deviating interpretation.

6. Further claims

The further claims are patentable for the same reasons or by virtue of their

dependence on the main claim.

IV. Auxiliary applications

The auxiliary requests are therefore no longer relevant. It can therefore also be left
open whether the further auxiliary requests 4'and 4°°, which were only submitted
during the oral hearing, should be admitted in accordance with Rule 30.2 of the

Rules of Procedure or whether they should be recognised as late in accordance with
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Rule 30.2 of the Rules of Procedure.
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Rule 9.2 RP and whether and to what extent Rule 30.1.a RP grants the Board

discretion.

E. Injury

On the basis of the above interpretation, the challenged embodiments make use of the asserted

claims of the patent in suit in a literal and analogous manner.

I. Challenged embodiments

The defendants offer a large number of products in Germany that are as Wi-Fi 6-
compatible. These include Wi-Fi devices (including WLAN routers, WLAN repeaters,
Orbi/mesh systems, switches, DSL routers, etc.) for private users, business users
and service providers. The product range on offer includes, in particular, access

points that enable access to the WLAN, in particular

- the "NETGEAR Orbi Pro WiFi 6 - AX6000 Tri-Band Mesh System",

- the "NETGEAR Tri-Band Orbi Pro WiFi 6 Router",

- the "NETGEAR Nighthawk 12-Stream Dual-Band WiFi 6 Router",

- the "Netgear 4 Stream dual-band WiFi 6 Router, 1.8Gbps", or
- the "4 Stream dual-band WiFi 6 router (up to 1.8 Gbps) with Netgear Armor".

These are exemplary products. The defendants offer a variety of devices that utilise
the Wi-Fi 6 standard in the manner described below. The action is directed against
all products offered and sold currently and in the future that use the Wi-Fi 6 standard

in the manner described below.

90



UPC_CFI_9/2023

Il. Patent utilisation

The plaintiff has proven the patent utilisation by the attacked embodiments by
referring to the documents of the current version of the IEEE 802.11ax-2021
standard (K14) and the submitted test data (K41), whereby the proof is based on
claim 1. Claim 7 is the device claim parallel to method claim 1. The realisation of the
features of claim 7 therefore follows from the explanations on the infringement of
claim 1. Claim 7 is therefore also directly infringed. The same applies to the

infringement of claims 2 and 8 assigned to the receiving party.

1. Standard documents

a. In the claimed standard WiFi 6, a resource allocation method is provided in the

HE-SIG-B field according to the technical teaching of claim 1.
aa) Feature 1

The HE-SIG-B field is part of the HE (high-efficiency) MU (multi-user) PPDU format

for in the standard, see Figure 27-9 of the standard [marker added)]:

Warusble Soraicors per HE-LTF syl
H uk b 4 4 s B P d

LALTF LS ." B | HE-BO-A --|--.-'-. HEATF || HELTE . a1t} .l-':
Figure 3T-9—HE MU PPDU format

This format of the PPDU is used for the transmission situation according to section
27.3.4, in which an AP transmits to one or more STAs. The HE- SIG-B field is

included in this format:
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The tormat of the HE MU PPDL is defused as i Figure 27-9. This fornat is wsed for tramsnassion 1o ok of
peoge tsers 1 the PPDL 15 1ot o pesponse of a Treger frame. In the HE MU PPDU, dee HE-51G-A Geld s
aot repeated. The HE-510G-B field i present m this fonmai

Feature [1] thus realised.

bb) Features 1.1 and 1.2

A HE MU PPDU is transmitted with 20 MHz, 40 MHz, 80 MHz or 160 MHz
bandwidth, see e.g. Table 27-25 of the standard:

Table 27-25==RU% associated with each RU Allocation subfield for
each HE-3IG-B content channel and PPDU bandwidth

RU% im the subcartier range, or
aveilapplng with the subcarvier range
I ohee KL i lapger than a 242-1ame B1

PEDL
b i i wiilile

BL Al ation subfleld nod
Center 26 fami HL subfekl (i preseet)

20 MM The KLT Allocation wshiEeld in a single HE-S[HGH [=122:123]
comterd chanme]

A0 A TH = The ELT Allocation wshiield in HE-S51G-B coatemt |-T4d-—3]
chanisl |
The BLY Allocation subfield in HE-S1G-B contend [3:244]

chamssl 2

RUs I 1l subcaimher range, of

FPDL
bandwidih

EL Allocatlam smbifeld and
Cember 2i-tone B subfeld (i prevengy

overlapping with ihe vcubeasivier rangs
if ks RL is brger tham a 242 dene RU

1603 Hzor

=80 MHz2

Tl fhrst RU ABocaion sabfiekl b HE-S1G-B
coptem chamel |

Thee firsr 211 ABocarion arhfield = HE-S1G-R
oonben! chomel 2

Cemter 26=tomwe BT subfiald in HE-S0-B conient
chanmsl 1 ad 2

The wecoad BT Albscaimon subfield m HE-S[G-R

conter chamel 1

Tiee secoad BU Allscaon subiield in HE %GB
polend ¢himmel 2

The first RL ABocasion wbfield & HE-S1G-B

conten chammez| 1

|-".|r|| -:_ﬁ-:-l

I._'“H |'|

[z, 4 1]

[17:258]

[:‘I" :|-||Il'|

[=1012=771]

The transmission bandwidths of 40 MHz, 80 MHz and 160 MHz specified in the
standard are all multiples of 20 MHz. When transmitting in a bandwidth of 40 MHz or
more, two HE-SIG-B contents are transmitted in one HE-MU-PPDU in accordance
with Para. 27.3.11.8.2 and Para. 27.3.2.5 of the standard:
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27.3.11.8.2 HE-51G-B content channels

The HE-S1G-B feeld of a 20 MH: HE ML PPDU somuns one HE-SIG-B coment channel. The HE-5G-B
ficld of an HE MU PPDL that s 40 MHz or wider contaans twe HE-S1G-B content channels

27.3.2.5 Resource indication and User identification in an HE MU PFPDOU
An AP that irapsonits an [TE MU PPDLT shall sei the UL/DL field m the HE-51G-A feld 1o 0

The HE-S1G-R field comasts of one or fwo HE-SH&E comfent chamnels, with ench HE=SIG-=B content
channel conveying user allecation for o or more 20 MH:z subchmmeds. A 20 MHz HE ML PPLA has one
HE-51G-B content channel, while an HE MU FPDLT wath grester than 20 MHz PPDU bandwadih lsas
oo HE-51G=-B conten? channels.
Accordingly, when transmitting in bandwidths of 40, 80 or 160 MHz, the PPDU is
transmitted as standard in such a way that it contains two HE-SIG-B contents (so-
called HE-SIG-B content channels). The "first" HE-SIG-B content is transmitted on
the odd-numbered 20 MHz sub-channels and the "second" HE-SIG-B content on the
even-numbered 20 MHz sub-channels. This transmission of the HE-SIG-B content
on the respective sub-channels is described in the standard divided according to the

different bandwidths in section 27.3.11.8.5:

- 40 MHz bandwidth

When transmitting in a bandwidth of 40 MHz, two HE-SIG-B contents are transmitted
as standard, with the first HE-SIG-B content ("HE-SIG-B content channel 1") being
transmitted on the first 20 MHz sub-channel (i.e. the 20 MHz sub-channel with lower
frequency) and the second HE-SIG-B content ("HE-SIG-B content channel 2") being
transmitted on the second 20 MHz sub-channel (i.e. the 20 MHz sub-channel with

higher frequency):

Fromy Equetion (27-21) apd 27.3.11.8.2, a 40 MHz PPDU contains two HE-51G-B content chamnels, each
occupying a 20 MHz frequency segment as shown in Figure 27-30. HE-S1G-B coment channe] 1 oceupees
the 20 MHz frequency subchanne] that 1s lower in freqoency. HE-51G-B content channel 2 occupscs
the 2 MHz frequency subchanne] that 15 npper m frsquency

This transmission situation and the respective HE-SIG-B contents are shown
graphically in Figs. 27-29 of the standard [emphasis added]. Shown is a first HE-SIG-
B content [highlighted in blue], which is transmitted on each odd-numbered 20-
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MHz subchannel, and a second HE-SIG-B content [highlighted in green] that is

transmitted on each even-numbered 20 MHz subchannel:

" Ciormmon faskdd {if presant) == e Sancribs ek -
AL Allecation mitdisk )
v Limsisr bkl lew FiLS sagrasled in Corrarrss Bad 355 T
o AN v oriapeeng fons rancs 1-284 (B bks) | ot
[ S gk o i]
B Acation meitdied
Lsater Bl fow Felbe i Cinwaraer B contan
kor s rvariapping lone range -344:-3 (8 bits) e ] ;

Figure 27-20—HE-SIG-B content channel for a 40 MHz PPDU

- 80 MHz bandwidth

When transmitting in a bandwidth of 80 MHz, two HE-SIGB contents are transmitted
as standard, with the first HE-SIG-B content ("HE-SIG-B content channel 1") being
transmitted on each of the first and third 20 MHz sub-channels at the lowest and
third-lowest frequency and the second HE-SIG-B content ("HE-SIG-B content
channel 1") being transmitted on each of the second and fourth 20 MHz sub-

channels at the second-lowest and highest frequency:

Froan Equation (27-2 1) amd 27.2.11.8.2, an 80 MHz PPDL contains two HE-S1G-B content channels, each
of which age duplicated once as shoom i Figure 27-30. HE-51G-8 content channel | occupies the 20 MHz
frequency subchanme] that = lowest m frequency asd 1s duplecated oo the 20 MHz frequency segment that 1s
thaird bowest e frequency. HE-SIG-B content chanme] 2 ocenpies the 20 MHz frequency sepment tha
15 second lowest m irequency and 15 doplicated on the 20 MHz frequency subclmmie] that s loghest m
frequency.
This transmission situation and the respective HE-SIG-B contents are shown
graphically in Figs. 27-30 of the standard [emphasis added]. A first HE-SIG-B content
[highlighted in blue], which is transmitted on each odd-numbered 20 MHz
subchannel, and a second HE-SIG-B content [highlighted in green], which is

transmitted on each even-numbered 20 MHz subchannel, are shown:
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* -Common feld (if presant) *d Usar Specific field -+

RU Afincstion subdsld lor R cverappng with iona - |
f__.. ranges -258:-17, lﬁ#ﬁﬂﬂmﬂmﬁ-m Al Lpstrr i for R sagralad o Cormmon fnkd |  oonbord

'In;.-| H:j-uu-ﬁun:m sr;am-j:uwmmﬁ..‘l‘ Ussar S Tor RAE sagralied o Commenon i nun|

P R i | b o | e

Figure 27-30—HE-3IG-B content channels and their duplication in an 80 MHz PPDU

- 160 MHz bandwidth

When transmitting in a bandwidth of 160 MHz, two HE-SIGB contents are
transmitted as standard, with the first HE-SIGB content ("HE-SIG-B content channel
1") on each of the first, third, fifth and seventh 20 MHz subchannels at the lowest,
third-lowest and seventh-lowest frequency and the second HE-SIG-B content ("HE-
SIG-B content channel 1") on each of the second, fourth, sixth and eighth 20 MHz
subchannels at the lowest, fifth-lowest and seventh-lowest frequency, The second
HE-SIG-B content ("HE-SIG-B content channel 1") is transmitted on each of the
second, fourth, sixth and eighth 20 MHz subchannels at the second-lowest, fourth-
lowest, sixth-lowest and highest frequencies:

From Equateon (27-21) and 2731082, a 160 MHz PPDU contams iwoe HE-S1G-B content channels, each
of wloch are |.'||.1|:||||:.aI-:~|| fonr Bmes as shown m Frgure 2731, HE-S10-H content chamel | DCCTpLes
the 20 MHz :I'|1.'4||Jn:'|h':r' subelemiiie] that is lowest o I!'ll.'-:|_|ll.'1u.‘_'. ET T l.||1|.1|jq.'.th.1l oqi the 20 MHz ﬂﬂilli‘lh.‘:l-
subchanmne]s that are thard. fifth. and seventh lowest i frequency. HE-S1G-B content channed 2 occupies the
0 MHz frequency subclanmel that 15 second lowest m frequency and 15 duplicated on the 20 MHz
frequency subchanmels that are fourth, spth, and eaghth lowest in frequency

This transmission situation and the respective HE-SIG-B contents are shown
graphically in Figs. 27-31 of the standard [emphasis added]. A first HE-SIG-B content
[highlighted in blue], which is transmitted on each odd-numbered 20 MHz
subchannel, and a second HE-SIG-B content [highlighted in green], which is

transmitted on each even-numbered 20 MHz subchannel, are shown:
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Livw i Fgh i i -

Figure 27-11—HE-5IG-B content channels and their duplication in a 160 MHz PPDU

Consequently, characteristics 1.1 and 1.2 are realised.

cc) Characteristics 1.2.1 and 1.2.2

According to section 27.3.8.11.2 of the standard, each HE-SIG-B field contains a
"Com- mon field", if this is available in the respective transmission, and a "User
specific field":

The HE-51G-B content channel fommar is shown i Fagure 27-26. The HE-S1G-B content clinnnel consists of
o Comumwen frekd, of present, followesd by o User Specific field,

The subdivision of the HE-SIG-B fields into a "Common field" and a "User Specific
field" is also shown in Fig. 27-26 of the standard [emphasis added]:

SR et P

J “Common e l" Limar Sl fil q_"'--__
ra (1F prommnt] '\ e
i N Y
| 5 PRI, 3 e faite & CRC| 2 U i & O 1 or 3 Ui s l s |

Vol U Bl Bl el L (kB 'llIll.I'lllllth:I"

Figura IT-28—HE-51G5-B coment channal fonmat
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The content of the "Common field" is described in section 27.3.11.8.3 of the
standard. Accordingly, the format of this field is defined in the following Table 27-24

of the standard:

Table 27-24—Common field

N i b ol
Sl D by o Ity e P pipetinm
Fubllelcs | sahifleMd
RLI ARlacasion ™ 1] N R Allacasioe sebfekds aic pecienl e s HE-SIG-B costenl
channel, wihere
W= | ol the Pemdandil ek m the HE-SH-4 ki m 0or
{mchgalaag » T0 MEE or 30 Mz HE ML PPOLT

W= 1l the Dondwidih fickd in the FUE-SD0-A feld 132, 4 or §

{mdical g & B MHz HE ML PRI
Wom d i ihe Bondwid el in thie HESMG=A Geld is 5, 600 T
milicales a 160 MHx or SE+5E0 MHz HE ML FFRL

Fach R Alkscat won wabfickd moan HE-SKHER conioni channc]
siapsipondhing o 6 20 Mz regesey sabchanned sadwsaics 1he
HL eesipnment, including the weo of the BU{sh o their
placemend in the recuendy domaan, 10 b wied in the HE
modulsved Melds of B HE MU PFIHD 0 che Meeguemy Goms in
and Encaies infoemaiion needed o compede the pumber of usen
illisclal o ek B, swlne the stbeaime T maloes of e RLW
morl the owmditions in Table 17-39

Accordingly, the common field contains, among other things, one or more (N) RU
allocation subfields ("RU Allocation subfield", RU="Resource Unit"), i.e. one or more
resource indications (RA). Each RU allocation subfield comprises 8 bits that specify
the allocated resource unit ("RU"). The number (N) of RU assignment subfields
depends on the transmission bandwidth. These comments on the content of the HE-
SIG-B field apply to all HE-SIG-B content regardless of whether this is "first" content
according to feature [1.2.1] or "second" content according to feature [1.2.2]. The first
HE-SIG-B content ("HE-SIG-B content channel 1"), which transmitted on every odd-
numbered 20 MHz subchannel, comprises a "common field", which is referred to as
the first "common field". The first common field comprises one or more RU allocation
sub-fields (i.e. one or more RAs), which may be referred to as one or more first RAs.
Similarly, the second HE-SIG-B content transmitted on each even-numbered 20 MHz
subchannel comprises a common field, which referred to as a second common field.
The second common field also comprises RU assignment sub-fields (i.e. one or

more RAs), which may be referred to as one or more second RAs.
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Features [1.2.1] and [1.2.2] are thus realised.

dd) Feature 1.3

The assignment of the RUs by the one or more "first" RAs corresponding to the odd-
numbered 20 MHz subchannels and the RUs by the one or more "second" RAs
corresponding to the even-numbered 20 MHz subchannels is shown in the standard
for each transmission bandwidth individually in sections 27.3.11.8.3 and 27.3.11.8.5:

- 40 MHz bandwidth

Table 27-25 of the standard shows that at a bandwidth of 40 MHz, there is an RU
allocation subfield in the first HE-SIG-B content ("HE-SIG-B content channel 1") and
one in the second HE-SIG-B content ("HE-SIG-B content channel 2"). As already
explained in features 1.2, 1.2.1 and 1.2.2, the RU allocation subfield in the first HE-
SIG-B content refers to RUs in relation to each odd 20 MHz subchannel and the RU
allocation subfield in the second HE-SIG-B content refers to RUs in relation to each

even 20 MHz subchannel.

Table 27-25—RUs associated with aach RU Allocation subfield for
gach HE-S1G-B content channal and PPDU bandwidth

H1's in the subearrier rangs, ol

I-I'Ir.[ : KL Allocntkon swhfled snd avrstapping with the sulbrearvier rige
b dwidih Center 26-tome KL vubfield (If presest) If b RL |5 larger tham a 242 -tene R
20 N The BEU Allocaton sisbheld m a smgle FHE-S1G-B -122:122)
coitent chonne]
VA | The RL Allscaton sabifield m HE-SIG-B conbeis [-244:-3)
clunae] |
The BUT ABocation subfield in HE-S10-8 confend [3244)

cliiimsl J

This information is also contained in the first column of Figs. 27-29 shown above:
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~———Common flekd (¥ preseed} =4 Unne Sguscific bkt

FL Al st ek
“W'ﬂ-ﬂpﬂnﬂm:m:.;umm;l iLiwer Hodds for Fills signaled in Common field
o s o e i 26438 it o e e

Figure 27-29—HE-S1G-B content channel for a 40 MHz PPDU

- 80 MHz bandwidth

HE-SiG-8

el 2

7 HE-SIG-B

charmal 1

Table 27-25 of the standard shows that at a bandwidth of 80 MHz, there two RU
allocation subfields in the first HE-SIG-B content ("HE-SIG-B content channel 1") and
two in the second HE-SIG-B content ("HE-SIG-B content channel 2"). As already
explained in features 1.2, 1.2.1 and 1.2.2, the RU allocation subfields in the first HE-
SIG-B content refer to RUs in relation to each odd 20 MHz subchannel and the RU
allocation subfields in the second HE-SIG-B content refer to RUs in relation to each
odd 20 MHz subchannel.

in the second HE-SIG-B content to RUs in relation to each even-numbered 20 MHz

sub-channel.
Table 27-25—RUs associated with each RU Allocation subfield for
each HE-51G-B content channel and PPOU bandwidth [(continued)
- : ) Els in the subearrier ranges, or
PFIL B Allocation subfisld and .
handwidih Conter 26-tane KU sabfield (if present) R .o vt SRCHINY EAip
S0MHz | The first RU Allocation subfield m HE-SIG-B [-500:-258]
comtent chamne] 1
The vl BT ABocabon sabifbedd in HE-SHG-B [-258.-17)
coten! chasne] 2
Center 25-tone BT mubfield m HE-S1G-B content [=T6:=d, 4:18]
channe] | and 2
The wecond B Allecanon subfisld n HE-S1G-B [17258]
comtent chame] 1
The secosd BU Allceatwon subfleld i HE-S1G-8 [ 500]
comtent chasme]

This information is also contained in the first column of Figs. 27- 30 shown above:
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+ Commaon field [ presant) - -Usar Specific field " -

FiLS Bdeeatnnn slssisl e FELA crabrlippng with i SIG-E

25817, 258500 and conter M-ione AL Lisar Badds for Rl signabed in Comman fald wz

I HE-SIG-8

Aiocalion ..?"'"""‘E‘ ot T z = “m1

A resics
A Adnomton subdsld for AL cvfapning s i6ns

EI'LF‘.I ranges 25817, 249 500 and cenier 2-ione R Lisar Ssids for Rills signaled in Comman fiaid I:l:rl'l-u12

ﬂ%“hﬁmﬂu | HE-SIGE

Lisar folds for RLls signaled in Common fieid il

|_ranges -5001.250, 17:258 and canler 26-4ose ALl 1

Figure 27-30—HE-51G-B content channels and their duplication in an 80 MHz PPDU

- 160 MHz bandwidth

Table 27-25 of the standard shows that, at a bandwidth of 160 MHz, there are four
RU allocation subfields in the first HE-SIG-B content ("HE-SIG-B content channel 1")
and four RU allocation subfields in the second HE-SIG-B content ("HE-SIG-B content
channel 2"). As above, the RU allocation subfields in the first HE-SIG-B content refer
to RUs in relation to each odd 20 MHz subchannel and the RU allocation subfields in
the second HE-SIG-B content refer to RUs in relation to each even 20 MHz

subchannel.

[ The first R ABocation sdbificld m HE-51G-B [ETTERS ] I
_| contert chagee] |

The fiywr BT Alocation sabfield 1o HE-51G-B [=T70-529)

| consem chanee] &
Center 26-tone RU subfield for lower =528=516, 5084
&0 MHz in HE-SIG-B cosent cl.un-_lm} : -
The stcond RU Allacation subfield e HE-SI1G-B [=95:=254]
_comtent channel |
The second RU Allocation subficld o HE-S1G-B FSE-1] |
content chanme] 2

The gurd RU Allocation wibfield i HE-SIG-B [FET
content channel 1 :
The thised KU Allocation ssbfield is HE-S1G-B [254:495)
conbeni chanme]
Cepser 26-tone R subfield for higher frequency 406508, 516:528
80 MMz in ME-51G-B content chamnel 2 - [ ]
The forsth R Alkocation subiield m HE-SIG-B [329.770) |

| comibent chanmel 1
The fourth RLI Allacation subfield m HE SIG-B [Fn:03
eomhent channel
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This information is also contained in the first column of Figs. 27- 31 shown above:
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Figure 27-31—HE-SIG-8 content channels and their duplication in a 160 MHz PPDU

Feature [1.3] is thus realised.

ee) Features 1.4 and 1.5

According to sections 27.3.11.8.1, 27.3.11.8.2 and 27.3.11.8.4 of the standard, the
"User Specific field" contains the information of the respective STA to which the RUs
previously specified in the RA are specifically assigned.

2T31LET HE S1G-B contenl chanmels

The usion of the User Specific fields in the HE-SIG-B content channels cantains information for all users in
the PPDU an liow to decode their payioad. As shown in Figure 27-26, the User Specific field is arganized into
User Rlock fields that in turn contain User fields. Se= 27.3.11.8.4 for a description of the contents of the User
Specific Held.
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27.3.11.8 HE-STG-1 Tield
1T.3.11.8.1 General

The HE-SIG-B field provides the necessary mludmgb_l_!:_u; OFDMA and DL MU-MIMO resource
allocation nformation, &MMWW 1 @ resources o be used i the HE
modulated fields of the PPDU, The integer fislds of the HE S1G-B field gre mosoined in unsigned bimary
format, LSE first, where the L5H is in the lowest mumbered bit position.

27.3.11.8.4 User Specific field

(...}

Mﬁ*mwﬁhﬂ%ﬁmﬁm

sy T

The content of the "User Specific field" is again graphically in Fig. 27-26, whereby a
"User Specific field" comprises, among other things, one or more user block fields,

which in turn usually comprises two user fields:

- HE-Z1G-8 oonlent chams—————

Commaon Nisld Lisar Speciflc feald —
(if presant) 3 e
; 2 Usar fiplds + CRC| 2 Usar fislds + CRC | 1or 2 Usar fields
Common Bils « CRAC + Tail T + Tail . 1 o CRC + Tasl Fn:ldlrg‘|

18 User Blotk field  Znd Users Block field final Uisar Block feld

Figure 27-26—HE-SI1G-B content channel format

Each "user field", which corresponds to the user scheduling information subfield in
the terminology of the claim, contains information about a station, STA, as shown in
Tables 27-27 and 27-28/29 of the standard. Table 27-27 first the general structure of

the "user specific fields", which includes N "user fields":
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in each concerned STAs
Table 27-27—User Block field
! Nmm b off
b}
Field ’ .::::of ey prr Dewription
Meld
LUser field N 21 /N User fields are presem, where h‘|
Nw= | i n i the fnal User Block feld. and 1f there 15 only one
user in the fimal User Block field
N = 1 otheorvi
The User igld formeai for a mon-MU-MIMO: allocatson i defmed
i Table 27.28. The Ueer figld fornuat for & MUMIMO sllocataon
S defined i Table 27-29
CRL 1 4 The CRC 15 calenlared over biss 0 5o 20 for & User Bleck feld thar
contring one Ueer feld amd bais 0 10 41 for s Uver Block feld that
eontidid o Ll el e 27.5.11,7.3
Taal 1 3 Lised 1o termianats the trelhis of the convelitional decoder. St 1o

Tables 27-28 and 27-29 then show that the respective "User fields" contain information for the

STAs concerned:

Tahble 27-28—User field format for non-MU-MIMO allocation

are included:

b ] =
Bit Subfield “':dl"" m Deseription
B
BO-B 10 STA-ID I St ta a valee of the TXVECTOR paraseter STA_ID (se¢ 26.11.1)
B11-B13 | NSTS 3 18 the STA-ID subficld s oot 2048, mdwases 1he nuimber of spage-
tigne atreams and is 4ot 1o the mumber of space-time streams minus |
Set 10 an arbatrany valwe if the STA-ID subfield p 2046
Table 2T7-28—User field format for MU-MIMO allocation
Rt Subileld Number of Deseription
15119
Bo-B1{ 5TA-ID 11 Sel 1o a vahie indicated from TXVECTOR parnmeter STA 1D
{vee 26111}
Bll=B14 Spanial 4 If the STA-ID sabfield v mot 2044, mdicarey the pumber of spatial
Confipuraion strenis for o wser i an MUSMIMO allsestion {see Table 27-30)
Set 1o o arbicrary valae if e STA-ID subfield is 2046,
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The "first" user specific field, which is carried on each odd-numbered sub-channel,
comprises one or more user scheduling information sub-fields. Each of these user
scheduling information sub-fields contains information for a STA to which one of the
one or more RUs referenced by one or more of the "first" RAs is assigned. The same
applies to the "second" user specific field, which is transmitted on each even-

numbered sub-channel.

Features [1.4] and [1.5] are thus realised.

ff) Features 1.6 and 1.7

The special signalling of features [1.6] and [1.7] is described in section 27.3.11.8.3 of

the standard:

A 996-tone BL is refemed o by two consecutive BU Allocation subfiekds per HE-510G-8 content chammel,
for both HE-51G-B content chanaels, The two consecutive RU Allocanon subfields per HE-SIG-B content
channel are labeled dee firss B Allocanon subfield and the second BEU Allocaton subiield. A 484-1tone R1!
1% retermed bo |:l}' n sgle KL Allscation wibifield per HE-510~B content channel, for botlh HE-SIG=H confent
chameals, Smaller BUs are referred to by a single BU Allocation subfield i a single HE-S5IG-B contend
channel. It a Conunon field is present m o 160 MHz or 80450 MHz PPDU, a 2996 fone RLT is not
1-:|m:.rh,-d and canaet be mdicated by the EL allocation sphfield

RA information ("RU Allocation subfield") in the Common field, as contained Table
27-24 (as already shown), is signalled by predefined indices according to Table 27-
26 of the standard:
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Table 27-26—RU Allocation subfield (continued)

RL Alkscation
sublicld Number
q
(BT B6 BS B4 il [ b L LE] [ E M w7 6] iy o catrica
B3 Bl R By
¥-111 106 - 106 e
(00 Dy vt 2
112 {011 10000) 53 &2 | 52 52 I
PEE (001 Ea0 3 laone R empty 1Ip.|1h FET0 USETS
LRI RRAL 4%4-tone RL: contmbeies pemg User el the User Specific beld in the 1
same HE-510G-B content chamnet &6 thes RU Allecation subleld
LIS (D11 1000y 99-tone RL; contribstes zero User ficlds to the User Specific ficld in the 1
smme HE-S10-13 content chanmel & this BU Allecation subfield

Index 113 refers, for example, to a transmission situation in which no user
scheduling information subfields are contained in the relevant HE-SIG-B content for
an RU comprising 242 subcarriers (since the number of assigned STAs is "0").
Indexes 114 and 115 refer to transmission situations where, for an RU spanning at
least two 20 MHz sub-channels, no user scheduling information sub-fields are
included in the relevant HE-SIG-B content for the relevant 20 MHz sub-channel.
According to the claimed method, these user scheduling information sub-fields are
contained in the other HE-SIG-B content. The corresponding index for this (200 - 207
for a 484-tone RU or 208 - 215 for a 996-tone RU) can also be found in Table 27-26

of the standard:

200207 154 8
(L0 Yy ¥
Do 1] % My H
(L1001 vl

Annex Z of the standard contains examples HE- SIG-B content for various
transmission situations. The transmission situation of an 80 MHz HE-MU- PPDU is

the subject of example 1, where the exact RA information is given in Table
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Z-1 is shown. It can be seen here that this the special transmission situation of
feature [1.6], according to which an RU comprising 484 subcarriers is represented by
two "user fields" in the first HE-SIGB content channel and no "user fields" in the
second HE-SIGB content channel.

"User field" in the second HE-SIGB content channel:

Table Z-1—Resource allocation signaling example 1

- ; é-tome R 19 AN - LT :
Rl 4E84-1ane RL 1 (ceuter 16-tome RLT) 242 tame R 2 242-1ome RU 4
50 STA-ID 1441 STA<ID 1443 STA-ID 1444 STA-ID 1445
HE-MCS 14 HE-MICS 1, By HE-MCS 4, B¢ HE-MCS 8, By
LDPC IS5, 158, ] )
851 mi beamformang, no Tx beam{oomung STA-ID 1446,
DA HE-MCS 7, BCY
552 STA-IT 1442 NIA STAID 1447
HE-MCS 9, LDPC HE-MCS 6, BCC
553 STAID 1448
HE-MCS 5, BCC

The AP peiforms o dyoamee sphi of e User fGelds for the two MU-AIMO STAS o 484-10ne RL 1, with
two Llser fields assigned to HE-S1G-B content chamapel | and none to HE-SIG-B content channe] 2, o avoud
o disparity m the munber of User fields between content chanmels (see WOTE | 27.3.11.8.3). The User
feld for STA: 1440, 1442, 1443, aomd 144949 are n HE-S1G-B content channel 1 wdile User freld for ST A%
43, 1446, 1447, and 1448 are in HE-SIG-B content channel 2. The content of the entire HE-51G-B field
for this example 15 shovmn i Table £-2.

This can be seen in detail in Table Z-2. In the following processing, the binary values
shown in the respective common field were converted into the corresponding indices

as contained in Table 27-26 above:
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Tl AT pervioamea 3 chvnsares splin of the Lwer Bl fom sher mme ML M0 5T A o SH-ome ELT 0, Wl
fwo Ly Gelds sosgoed iz HE-300-8 comirai chaseel § sl weowr o HE-5106-B contmt chamnd 2. o gvod
s dasparey @ e mumdber of T Seid brraren cooem chasreds (s SOTE 1@ ST P 1EE E) The Lar
Farld o ST A 14410, 1442, 1443, asdll 14484 e @ HE-S3G-B tontme chassr] 1 whelr Ly frled Sor $T 40
Loh, [, 1847, el 1448 e o HE-SE0-B <omtenl thame] I The combral & e eotn e HE-SIG-B Geld
o i rreplie i oo o Talble I3

Takda 2.2 —HE-Si3-B fisid contem for axampie 1

! HE 58~ B o siabrid s ] NI S B o il eamieer] ]
Compon it | IR IRERINNE | 1171 oore ORI L1l | 1)) Cee
e ol : At | 1100 43010 8300 0 | 5TA o o Y- 00 5
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|':' : _‘ LI '-":':"a"' "l : {El, . | 0 ] 1 0 G STA A B -;wr”.l;--:- -'-IIHJ
['";:: 1 ey om o MR | FiHa | H
jeeraer 5 : | [ :.::I & | 200 000050 5" & | D oo

As shown above, the index 114 (01001110) in the second HE-SIG-B content
indicates that there no user scheduling information sub-fields in this content channel
for the 484 tone RU referred to. Instead, the signalling for this RU (2 users in a 484
RU) is carried out in HE-SIG-B content channel 1 by the corresponding index "201"
(10010011).

Characteristics [1.6] and [1.7] are realised.

gg) Subclaims

The realisation of the other features of the sub-claims also asserted is also clear
from the above explanations.

With regard to the infringement of claim 3 or 9, it should be noted that the RA
information in the standard is expressed by a corresponding index in Tables 27-24
and 27-26. The associated 8-bit sequence (which to the index in binary notation)
also indicates in the standard whether MU-MIMO is used. It can also be used to
determine how many STAs the respective RUs are assigned to, whereby the latter

results in each case from the variable sequences of the 8-bit sequence shown below:
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27.3.11.8.2 HE-5IG-B content channels

The Common feld of an HE-SIG-B content champel contams information regarding the resource tmat
allocateom snch as the RLT astigrument 10 be nsed in the HE modulated Hields of the PPDL, the RLs allocated
for MUMIMO, and the mumber of users i MU-MIDMO allocations. The Comonon field B defined

m 2731083

Table 2T-24—Common field

Subfield

Number af
vl fieldy

Nuimbser af
Bty per
bkl

Deescription

BT Allocation

bl

B

N RL Allecanon vubfeelds are present e an HE-S06-B comtent
chanzel where
N= § 1f the Bandoadth field mi the HE-S1G. A field 1s foc §
[I:d.h‘.'l!-ﬂ 8 20 MHz or 40 MHz HE MU FPDALD
N= 2 if the Bandwidth field oo dhe HE-S16-A fiebd 15 2 4, or 5
{mdicatemg an S0 MHz HE MU FPDET)
N= 4 if the Bandwadsh field an the HE-51G-A field is 3, 6, or 7
(mheates a 160 MHE o 5080 MHz HE MU PPDLT)

Each RU Allocatwa subfield m an HE-SI1G-B conlent channel
corresponding o o 20 MHz frequency subchanne] indicwies the
RLT assagnenenl, inchating he are af the RUS) and e

m the frequency donsasn, to be used in the HE
mnodalated fbds of the HE MU PPDU i the frequency demain
and indicates mfiormateon needed to compute the mumber of naen
allocated to esch RU, where the subscarmer mdices of the RU(S)
meet the conditions m Tahle 37.25

Table 27-26—RL Allocation subfield

RU Alkscutben
wubilicld
(BT Hh BS B4 B3
KX Bl Bl

LF

Numbser of
eniries
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Table 27-26—RU Allocation subfeld [continwed)

B AWecution
wubsleld Sumbser ol
(BT Bs BE B4 B =l Lt LE] = L] 25 7 R = "
H2 H1 By
=S 1 1103 - 1 16
(10 oy 2l
D1 qURN N DOy 74 I L v — 52 L 1
I3 BN BOaD0R] 242-pome BT canpry (with 2ers users) |
D1 §iRER BOAD] 0Ny dfd e KLU comribales soro User Belds o the Liser Specific fleld in the |
same HE-S10G-H coniemt channel as this KLU Alocaen sobdicld
[REX LR [l N i nee RU; comtribotes sero User felds o tee User Specific field in the |
aamg HE-S10G-B content channgd as dhis B Allocarses sebdficld
=118 Leserved 4
H P R b
1 20-537 Reserved H
(I pyad
§2E-191 . 11 b i ]
[1'&!‘-’_5’:'\'91'_-!;."] |
[t 00 . ]
(1 000 3 B
200-207 R 1] ]
1Mk 25y 30)
208215 R ]
(1 PGy 35y W
216-221 Riesemved B
(T oy 5gd
724145 Rewerverd n
(1N gxynaag xph
I shgnalng HUs of sire greater than 242 subearbers, yav, ¥p = 000111 dicates i i
HE-510-H coment channe] thal contams the ing E-bal KL HHY [ WL V¥ Vg =
(=11 | inadicates the sunsher of wsers muliplesed in il [06-tone RLU, 242002 R of the lower ¢ -
o T s assigned betweoen two T(R-bone RUs.

fre T ¥
VOCHOT ¥ 27 ;¥ INGICAIES Mgy A7, C1 = 3. % y5 + 1 %y, + ¥ + | users multiplexed in the RL.

Xy g = N1 11 indscabes the mamber of users multiplexed in e Righer frequency T0e-tone KU 18 (here are tao
I6-tone BL's sl ane J6-sone RU s sssigned betaven two |06-tone RUG The binary voolon 2370y indicates
N elr, 1= 2% i 2wy 4 g+ | isers mubtiplexed im the RUL

darly, yyuig = 001 1 indicates s number of wsers multipbenad in the kwer froguency 106-toms RLUL The benary
t0r | Vg indicaies ¥, Ar, i = 2 = gy & yp+ | users multiplexed in the RL

by, & i = 0011 mdscates the mamber of users multiplevad in the gher froguency 106-1ome R The by
SOF 22 indicates N (r, c}= 2w x4z 1 users multiplexed in the L,

#] o #9 {from lefi fo the nght) & osdered in increasing onder of the sbaolute frequency.

8y = D01 1, X8 y%a g = GOOO0-1 1111,

b. In so far as the defendants object that the allocation in the standard different from
that in the patent in suit, namely according to the position in the respective HE-SIG-B

con tent channel and not according to the allocation to the "first" or "second" HE-

110



UPC_CFI_9/2023

SIGB content, this is incorrect on the basis of the Board's interpretation. At the oral
hearing, the defendants conceded that patent use by the standard cannot be

disputed if the interpretation of the plaintiff, which the Board now follows, is applied.

A comparison shows that the standard uses a nomenclature that differs from the
patent in suit because it designates the first RA (= RU allocation subfield) in terms of
position within the respective HE-SIG-B content (=HE-SIG-B content channel) as
"first RU allocation subfield" and the second RA in terms of position as "second RU
allocation subfield", whereas the patent in suit designates all RAs in the first HE-SIG-
B content as "first RA" (in the context of the interpretation: blue) and all RAs in the
second HE-SIG-B content as "second RA" (in the context of the interpretation: red):
blue) and all RAs in the second HE-SIG-B content "second RA" (in the context of the
interpretation: red). However, as the colour highlighting (which deviates from the
interpretation) in the counterpart (Annex K40) shows, this is merely a deviating
terminology. In substance, however, "RA" according to the patent in suit and
"resource allocation" according to the standard correspond exactly: For each HE-
SIG-B content/HE-SIG-B content channel, there are two RAs/resource allocations,

which refer to the first and third, or the second and fourth 20 MHz subchannel:

h T P T T
Takie 7174 Fon amus isked ;b eesf B Bl rior nairilleid P A ol Sk ¥ el
i b B H Cietird Clarnd @ i PFLE Burel i | Caisibirne]

[T opurE———
[ -
o i W . b s 0§ cmna il T . =

L |
[ TP e ——————

i I I

Furthermore, the defendants explicitly conceded (cf. para. 39 of the DU) that
according to Table Z-2 of the standard (K14), which shows an exemplary
implementation of the standard specifications, the first RU allocation index of the
second HE-SIG-B content channel assumes the value "114" (binary: "01110010")

according to their diction:
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Table Z-2—HE-51G-B field content for example 1

HE-51{=B comntenl chanme 1 HE-5IG-B content chamnel 2
Coammon feld 100100 L GO0003LT 1 1110 QOO0 | DUEOIEL0 110GGOEL | 1100 CO000]
Uer helds STA | 10006800168 B310 0101 01 | 5TA 10 LG T 0L 0080 a0 O
141 Ldd5
=TA sotoionol oo o1 | 5TA 01100101101 0000 111000
I Lda
CRC & (L1 000 CRC & 1000 DR
faal | tad
STA OO100I0NL0N 100 1 001000 | STA TRLCENO T RON OO0 01 10 b 3
142 | 14T
STA 1AL O 1L a0 & BLE0W0 G D 5TA OO0 L 000 108000
1443 | L8
CRC & | 1000000000 | CROC & 1001 (W00
sl tael
Faddhng 1] | Pubding | O
HE-SKG-B field DO 100D O] 111N 00 Oo0e0 D0 | OUODT L0 ELO000ET 11100000 SO0EG100
canitent m banary, 1OTRON0D T00T0LGE QUCDO10] 100 100N 8 08 CoCHCRER) 1O L TOMM RO B e
orgacwred as octets | OOD0T00T 1000000 Q100100 1 00 1001040 UTO00N L0 § 00000 ] 10010 O] el
(LSB frd) LCCTRR LT g BT ErA R TR R R R [ L CCCRCRCR ] 0 L 101 O o B oy D1 O
LLEL 1] | D000
HE-SHG-B GHeld TEOORG0] 1000000 GORIL11E SOOI 000 O D100 O E10000R T OOOODE B DB OR000
comient m banary, Q0101007 10000000 DOROa0 10 101 00L01 OOEOTE0E Q0100000 TOL0ONLD 8000101
orpmmed asocters | 10010100 00000001 110010010 00T 00E1 0 U TOOONT FOQoen] 11000011 10000
(M5B Grerwatan | 00100000 01001070 000 1000 SOOI 10 1 CCRCRCRCRN ] 0 OV 10 o Koo R0 ] B L
cach o) e ] i Le]
HE-SHG-B Beld e ol 1F0E 2 ad a2 aS b 00 A2 26 31 5a I8 | 72 €307 28 3d 30 26 B5 63 81 A3 B2 B 5a 28
conlent m OF OO 12 0
hexsdecmal
orpanared as octebs

Since this value implements the "special RA" within the meaning of features 1.6 and
1.7 of the patent in suit, this is a "second RA" according to the terminology of feature
1.7. The fact that this specific second RA of the several second RAs is de facto
transmitted at the first position within the second HE-SIG-B content channel is
irrelevant for the realisation of the patent-compliant teaching. This is because the
feature is only concerned with the fact that "a [in the sense of "any"] second RA of
the one or more second RAs" signals the patent-compliant "special case" (humber of
user scheduling information sub-fields= 0) for the RU referenced by it. Which of the
several RAs within the second HE-SIG-B content (or in the terminology of the
standard: "HE-SIG-B Content Channels") this is, is left open by the claim.
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Nothing else results from Table Z-7 of Example 4 of K14 (p. 762) mentioned by the

plaintiff for the first time at the hearing:

Table Z-T—RU Allocation subfields for different dynamic splits of User fields for the
example of two MU-MIMD users in the lowest 484-tone RU of an 80 MHz or wider PPDU

Ivnamic split
(LS

Number of User
Feles contributed
to HE SIG-B
comtent channeel |

First RL Allocation
subiliehl of HE-510:-B

eonieal chanmel 1

Number of 1ser
fiehils contrilsuted
o FIE, 50018
comient chammel 2

First K1 Allocaiion
sithficld of HE 510:-B
canient channel ¥

Progh User fiekds
'\-I:.'-l.:ll.'.l il
HE-SIG-H

corleil channe| |

Bioth User fields
sigraled m
HE-516-H

Chne Ulsgr Beld
per HE-50G-B

comiend chanse] 2

RISHE Firsy 1005100011
L5 fersi: DO

SASEY Firse: Q1L LOGED i

L1 farst: O14M1 110

MSE fiesa: 1010010040 ]
L5H farst: (XpRp0 1

WASER Birs: ) | 300 ¥
15H firet; 010010
WASE Sirsic 11001 0l 3

L5H [rs: 1{H014H01 1

WASER firr: 11000 CHHD ]
L5H [st: (HA14H0] ]

comient chasmel

The first entry in the fourth column of the first line and the first entry in the second
column of the second line is a binary code "01110010" and corresponds to the
information "0" user, as can be seen from the entry in the first line of column 4 or the

second line of column 2.

Since the patent infringement already been proven independently of this, it can be
left open whether this - despite the fact that it was not factually disputed and the
standard document had been available since the action was filed - is to be seen as a

belated submission, as the defendants have claimed.

c. Insofar as the defendants that the IEEE 802.11ax standard does not realise
features 1.4, 1.5 and 1.6 or 1.7 if transmission takes place below 80 MHz channel
bandwidth because, according to the interpretation of the patent, at least two RA
must be contained in each HE-SIG-B field, this does not lead out of the infringement
because the challenged embodiments undisputedly also work with a bandwidth of 80
MHz.
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d. The defendant's subsequent submission is also irrelevant:

The individual protocols provided for in the IEEE 802.11ax standard specify a
common code word space for Wi-Fi, which does not have to be fully utilised by
access point implementations because there is considerable scope for implementing
the standard in terms of which code words can be generated by an access point
implementation. A binding effect with regard to the use of the (entire) IEEE 802.11ax
specifications should be rejected. The access point of a Wi-Fi network decides which
code words are used and communication with the connected stations is ensured
even if only part of the code word space is used. Compatibility with the IEEE
802.11ax standard is also not to be equated with full implementation of the same.
The full implementation of the IEEE. 802.11ax standard does not result in particular
from the designation as Wi-Fi 6 supporting or Wi-Fi 6 compatible (see KE, Section
F.1.3).

With this submission, the defendants do not admissibly dispute the plaintiff's
substantiated submission that the challenged embodiments use the standard. This is
because the plaintiff does not rely solely on the standard documents to prove
infringement, but also on the test data. With this test data, the plaintiff has shown, as
will be shown in section 2, that and how the standard specifications and the claims of

the patent in suit have been utilised.

2. The plaintiff has substantiated the above result with the submitted and analysed
test data (K 41). This test data originates from the defendant's devices and relates to
the product "Nighthawk RAX200" with Broadcom modem and the product "Orbi WiFi
router AX6000" (RBR850) with Qualcomm modem, in each case with transmissions
at 80 MHz. Defendant 1) submitted this test data itself in proceedings before the
Dusseldorf Regional Court (Ref. 4c O 8/22). The corresponding files contain data

packets which are characterised by exemplary forms of infringement according to the
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WiFi 6 standard were transmitted. In the interpretation advocated by the Board,
these test data show the actual realisation of the patent-compliant teaching by the

challenged embodiments.

The plaintiff examined the files submitted by the defendant in the above-mentioned
proceedings for the functionality relevant here. The plaintiff found a large number of
PPDUs transmitted in the 80 MHz band in which the resource allocation was carried
out exactly as described in the explained standard sections. As an example, an
evaluation of the test file "RAX200_5G_CH153_80MHz_MIMO-ON.pcap" concerning
the infringement form RAX200 is shown, which was searched for the RU allocation

index "114" in accordance with Table 27-26 of the standard:

. FUAUIOD 3G LHTS] BN AT -LHY ooap

T SlE G0 el WMRID SEE WD By Sy TR wng

dAm ;@ RRqe=ETiSHaaaD

N (el ofap ha . chasd_rua 0 indaw = 114

i T [a— Leag i Chasl 0(0] imdes ) B9[] iniie [losad DNGR]. hncbin Chamdt W[ fndes | 1
I8¢ 8. 827513 BEZ. 11 138 i 193 114 152 T
Wl B eRTren TCP 1Tl ot 192 114 152 &
140 @.83MTS Ba2.11 138 it 20d 114 114 T«
141 . 813878 TCR 1533 M} . 114 114 &
Jaa gl lean Tce 133 ] i 114 114 &
Y% @0 E2 TCP iz i oL ii4 114 &,
Yk . RIS TCP 1332 il Fal 114 114 &,
7 &, a7 TEE 1532 i) ] iid 114 &
il @, Eas TR 3333 L ] iid 114 &
% @ TCP 1133 i JiM 114 114 &
158 &, 333893 TCF 3333 i} Ml 114 104 &
151 @&, 833895 TCP 13113 e L 114 114 &
178 2.83999] BE2.11 113 it 193 e 192 Ti
179 8. 83599497 Toe Eda4 Jed 193 114 152 &
el B.Y32T BE2.11 134 i Iod 114 114 T«

——

Highlighted in red above are the respective indices "114" which indicate, according to
Table 27-26, that the associated RU is a 484 subcarrier RU and no user scheduling
information subfields are included in the relevant HE-SIG-B content for the 20 MHz

subchannel concerned, as taught in feature [1.6]/[1.7]:
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Table 27-26—RWU Allocation subfield (continued)

RU Allocatian
sihfichd Number
(BT B6 BS B4 al 02 n md F ] W W7 i w o et
Bl BI Bl B0
=011 104 - 11 ]
{0 Dy vty Eg
102 (00 110000y £3 57 - 52 L, 1
113 {00 110001} 242-1one RU cmgty (with zero users) I
|i:4m1 |1m|m| [ 484-onc RL; dontribuses pom User fickds/to the User Specific ficld in the |
E ) same HE-510-H conient channz] &= thes KLU Allocation subfield
115§ 110a11) Gmipme R contributes pero User fickds te the User Specific ekl in the 1
sume HE-S1(-H conient channz] xs this BL Allocaihion subfield

The specific information for PPDU frame no. 300 is also shown below as an example

(highlighted in grey in the screenshot above):
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The RA information of this PPDU (frame 300) corresponds to the indices "200" and
"192" in the first HE-SIG-B content channel and "114" and "192" in the second HE-
SIGB content channel 2. Table 27-26 of the standard thus results in the following
distribution of RUs within the 80 MHz band: The RU comprises 484 subcarriers -
indicated by indices "114" and "200" - followed by two RUs, each comprising 242
subcarriers - indicated by index "192". The RA information corresponding to index
"114" also indicates that there are no user fields (i.e. no sub-fields for user
scheduling information) corresponding to this 484-tone RU in the user-specific field

of the second HE-SIG-B content channel 2.

Table 27-26—RU Allocation subfield {continued)

RL Allocation

suhefield Somilser
(B7 B6 BS B4 Wl iz w3 id NS i oy L2 e of tateies
B3 B Bl By

104 {CH 1 TERDLEn) | dHd=ginpee E] ] }|'¢|||||:.|,|'.|_--|I I|.'- he Lisgr Spey ific fledd m the 1

ggime HE=%0i-H contmml channed a5 thee B LT A& lneason subbeli

1% [ ol &
TII000Y .Y, ¥y

Bl |1 | ax i

| I'I'FJI'.':'. 1 ) ' )

]-l"-l'?:-' T &
{TIO00Y 3, ¥h

The following comparison of the exemplary test data and the visualisation of the
patent-compliant teaching according to the colour highlighting shows once again in a
different way that the read-out signalling data corresponds exactly to the patent-

compliant specifications:
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K41:

At the hearing, the plaintiff also submitted, without contradiction, that it had found an
entry at position #4522 of the test data according to Annex K24 (USB stick) in which
the signalling of the Special RA was carried out index 114 for the second channel in

the second position, i.e. in accordance with the defendant's incorrect interpretation.

Since the patent infringement has already been proven independently of this, it can
be left open whether this - despite the fact that it is the defendant's own data - is to

be seen as a belated submission, as the defendants have claimed.

Against this background, it is also irrelevant whether the manufacturers of
standardised access points, as claimed by the defendants, are really completely free
to decide which (mandatory) functionalities of the corresponding standard they
actually want to implement and which not. This is because the plaintiff has proven to
the conviction of the Chamber through the test reports that the challenged
embodiments implement the passages of the standard relevant here. It is therefore
also irrelevant whether the defendants as manufacturers were allowed to deny
implementation by the challenged embodiments with ignorance and whether they

maintained this denial.
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lll. Patent infringement and passive legitimisation

1. Defendant 1) operates a website under the link "https://www.netgear.com/" which
can also be accessed in Germany. Defendant 1) offers Wi-Fi products in the
category "HOME SOLUTIONS" for private users on its website. New technologies
are also advertised on the website, including Wi-Fi 6 and Wi-Fi 6E. Furthermore, the
defendant 1) offers "BUSINESS SOLUTIONS" for business users. In this respect, it
also advertises Wi-Fi 6 access points among its new technologies. From there, a
click on one of the product images at the bottom the page, here shown as an
example the "Netgear 4 Stream Dual-Band WiFi 6 Router, 1.8Gbps"

to the respective product page
(https://www.netgear.com/home/wifi/routers/rax10/). The region and language can be
selected in the top right-hand corner of the subpage - including Germany (German).

Clicking on this leads the user directly to the website of the defendant 2).

2. Defendant 2) operates the website under the link https://www.netgear.com/de ",
as can be seen from the legal notice https://www.netgear.com/de/about/impres-
sum/). The legal notice expressly states that the online shop is operated by
defendant 3). Similar to the website of defendant 1), a distinction is also made here
between "HOME SOLUTIONS" (private users) and "BUSINESS SOLUTIONS"
(business users). On the subpage accessible via "HOME SOLUTIONS", a large
number of Wi-Fi devices are |listed under "NETWORKED HOME"
(https://lwww.netgear.com/de/home/). The same applies to the subpage for
"BUSINESS SOLUTIONS" (https://www.netgear.com/de/business/). For example, if
the user clicks on the product image of the "4 Stream Dualband Wi-Fi 6 Router (up to
1.8 Gbps) with Netgear Armor" shown a little further down on the subpage, they are
taken to the following product page (https://www.net-
gear.com/de/home/wifi/routers/rax10/). There they have the option of adding this
device to the shopping basket by clicking on the "ADD TO CART" button. The user is
then shown the shopping basket and can then continue the process by clicking on
the "ADD TO CART" button. The
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user is redirected to the subdomain "https://store.netgear.de/". There, the product is
already added to the shopping basket and in the next step, the user can viathe
button to the checkout andto the delivery details
(https://store.net-gear.com/de/cart?lang=de_DE). On the shopping basket
sub-page, there is the option of continuing as a guest or registered customer, and
then the option of specifying delivery within Germany and clicking the button
"PAYMENT METHOD SELECT" BUTTON the process
continue the process (https://store.net-gear.de/warenkorb). Finally, after
entering and checking their address and payment details (which have been removed
in the following screenshot) and confirming the General Terms and Conditions, the
user can order the selected product for a fee (https://store.netgear.de/kasse). The
online shop can also be accessed directly via a corresponding link on the homepage
of defendant 2) (https://www.netgear.com/de). This link leads to the subdomain
https://store.netgear.com/de/home/. As already shown, the defendant 3) is also
responsible for the operation of the online shop according to the imprint. This means
that defendant 3) is also responsible for the distribution of the infringing forms in
Germany. However, this does not change the responsibility of the defendant 2),
since the defendant 2) links directly to the online shop for purchase via its website
https://www.netgear.com/de, on which it advertises the products - namely both on
the product pages via the "BUY NOW" button and separately via the "Store" link in
the header area of the website. In this way, the defendant 2) makes any content of
the online shop , especially since from the average user's point of view the transition
to a ("different") website is not even recognisable due to the unchanged overall

impression of the websites ("NETGEAR" banner, same design, same products, etc.).

3. Accordingly, the defendants offer access points in Germany (hereinafter:

"forms of infringement") and supply these to customers in Germany, among others,
for use in Germany. The same applies to Belgium, lItaly, Finland, France and
Sweden. These infringement forms are characterised by the fact that they support
the Wi-Fi 6 standard. The infringement forms implement the technical specifications
of the Wi-Fi 6 standard and are therefore compatible with it. They indirectly infringe

claim 1 of the patent in suit because they are suitable and intended to

120


https://store.net-gear.com/de/cart?lang=de_DE
https://store.net-gear.de/warenkorb
https://store.netgear.de/kasse
https://www.netgear.com/de

UPC_CFI_9/2023

to carry out the process described in this claim. They also directly infringe claim 7
because they realise all the device features specified therein. The respective

dependent claims are also infringed.

F. Exhaustion

The defendants' defence of exhaustion is on the merits with regard to those attacked
embodiments in which a Qualcomm modem was installed in the period [redacted].
With regard to those challenged embodiments in which Qualcomm modems were
installed at other times or modems from other manufacturers (MediaTek and

Broadcom), the defendants have not raised an exhaustion defence.

I. Art. 29 UPCA

According to Art. 29 UPCA, the rights conferred by the European patent do not
extend to acts relating to a product protected by the patent after the product has
been put on the market in the European Union by the patent proprietor or with his
consent, unless the patent proprietor has legitimate reasons for opposing the further

commercialisation of the product.

1. Area of application

The effects of exhaustion initially extend to device claims.

However, the effects of exhaustion already extend according to the wording ("acts

relating to a product protected by the patent") to process claims relating to the

handling of a product protected by the patent.
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This applies both to a product obtained directly by applying the patented process
with consent and to a product which uses a process claim if it is also protected by a
device claim and been placed on the market with the consent of the patent
proprietor. Exceptions exist in the event that the patent proprietor has expressly
reserved the right to authorise the use of this process. However, the same result also
arises from the consideration that the patent proprietor may only commercialise his
exclusive right once. Subsequent uses of the patent should therefore in principle be
covered, unless otherwise . In any case, this is the result if the patentee has explicitly

agreed to such acts of use.

The effects of exhaustion also extend to products in which the product covered by
the authorisation has been incorporated, at least if the incorporation covered by the
authorisation. This is because this incorporation is in turn an "act relating to a product

protected by the patent".

The question of the existence of consent, insofar as it been declared within the
framework of a contract, is governed by the contractual statute. However, the legal
consequences of the patent proprietor's consent are determined by the law of the
respective country of protection, in this case Art. 29 UPCA. In order to preserve the
marketability of the products concerned, the legal consequences are generally not

subject to party maximisation.

2. Territorial reach

Placing on the market in the European Union is covered. This means placing on the
market in other parts of the world, even if it has taken place with the consent of the
patent proprietor, does not have any exhaustion effect in the European Union.
Placing on the market is a concrete actual process in relation to individualised

products.
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3. Exception pursuant to Art. 29 2nd HS UPCA

Exhaustion only applies as long as and to the extent that the patent proprietor cannot

cite legitimate reasons for opposing further distribution.

The case law of the European Court of Justice , for example, that the assumption of
exhaustion in favour of the unrestricted marketability of the products in the case of
express or implied consent of the rights holder is the rule. For an exception to be
assumed, the exclusion of implied consent already requires recognisability for the
public, which can be ensured, for example, in the case of perfume bottle testers (see
ECJ, judgment of 3 June 2010 - C-127/09 Coty Prestige Lancaster Group
GmbH/Simex Trading AG), Coty Prestige/Simex Trading, GRUR 2010, 723) by
affixing the words "unmarketable sample" to them. The trade mark proprietor's
interest in organising the distribution of testers differently from the distribution of the
product intended for the end customer would then constitute a noteworthy reason for

opposing further distribution.

In the context of patent law, on the other hand, it is recognised that restrictions
agreed by a patent proprietor in a licence agreement with regard to the right to use
products that are placed on the market on the basis of the licence have no
fundamental influence on the occurrence of the exhaustion effects. Against this
background, it also appears doubtful whether a legitimate interest of the patent
proprietor in preventing further distribution ever be assumed. In any case, however,
it would be necessary for a legitimate interest that excludes exhaustion to
recognisable for the downstream market. Only in this way can the impairment of the

marketability of such products be limited to what is absolutely necessary.

4. Burden of presentation and proof

The patent user bears burden of presentation and proof for the placing on the

market in the European Union with the consent of the patent proprietor. The
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Accordingly, with regard to individualised products, the patent user must present
specific events of placing on the market in the European and, in the event of a
dispute, provide evidence. Insofar as the consent of the patent proprietor only relates
to products that have been placed on the market within a certain period of time, the

submission must also relate to this.

The patent holder, on the other hand, has the burden of presentation and proof for

the existence of legitimate reasons to oppose the further distribution of the product.

5. Handling in the process

Insofar as the objection relates to all contested embodiments, it must be dealt with
immediately in the discovery proceedings. If successful, the action must be

dismissed.

Insofar as the objection does not relate to all contested embodiments, it depends on
the circumstances of the individual case whether and to what extent the objection is

to be pursued immediately or only in the context of enforcement.

Since the objection relates to individualised products, a final examination of
exhaustion by concrete acts of placing these individualised products on the market
can regularly only take place in the context of the compulsory enforcement
proceedings, namely if the patent proprietor names such individualised products and
the patent user makes concrete submissions in this respect regarding placing on the

market in the European Union.

Nevertheless, such a subsequent decision in the enforcement proceedings can be
prepared in the discovery proceedings. This is because questions that can be raised
before the parenthesis can be clarified immediately. This is usually also in line with
procedural economy in order to avoid subsequent proceedings. If the questions
referred to the parenthesis are answered in favour of the patent user, the objection to

creation would be successful on the merits. A conviction would then be
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subject to proof based on specific acts of placing individualised products on the
market during the relevant period. In this respect, both parties obtain legal certainty
with regard to the questions before the parenthesis. Since the patent user should
have knowledge of the provenance of the products he has placed on the market, he
can orientate his further behaviour in the context of enforcement, for example with
regard to injunctive relief, the provision of information, recall or destruction,

accordingly.

Il. Enforcement of the exhaustion defence in the present proceedings

In the present proceedings, the defence of exhaustion applies in principle with regard
to challenged embodiments with Qualcomm modems, insofar as they placed on the
market in the European Union in the period [redacted]. Contrary to the plaintiff's
opinion, this follows from the plaintiff's contract with Qualcomm, the "QC 2020 PLA"
(K68). This concerns products according to the product list (FBD56). In the present
case, considerations of procedural economy require that this question be addressed
in the discovery proceedings. This is because this question is also the subject of the
action for a declaration of non-infringement. By clarifying the fundamentals in the
present proceedings, the declaratory proceedings could become unnecessary or at

least be prepared and thus streamlined.

1. "QC 2020 PLA" (K68)
[redacted]

The Huawei-Qualcomm agreement relates in particular to [redacted]. However, the

parties have also agreed on a comprehensive sui generis agreement.
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[redacted]

2. Effects of the "QC 2020 PLA" (K68)

[redacted]

Consequently, the applicant has consented to any acts of Qualcomm relating to the
patent in suit and relating to products of the Access Point class within the meaning of
Article 29 UPCA. The rights to protection against negotiation of access points with
Qualcomm modems placed on the market in the European Union in the period from

[redacted] are therefore exhausted.

This legal consequence can also be asserted by Qualcomm customers, irrespective

of the last sentence of the clause quoted above. This sentence reads.

[redacted]

As already explained above, the legal consequences of the patent proprietor's
consent from the law of the respective country of protection, in this case from Art. 29
UPCA. Since the property rights against access points with Qualcomm modems that
were placed on the market in the European Union in the period from [redacted] have
been exhausted, these access points may of course be negotiated further. This

further negotiation is fundamentally exempt from the party maxim.

3. Exception under Art. 29 2nd HS UPCA does not apply

The exception that the patent proprietor can provide legitimate reasons to oppose

further distribution of the product does not apply in the present case.
The applicant has not put forward any grounds on the basis of which it considers that
it can still stop the marketing of the exhausted products with reference to that

exception.
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can. Such reasons are not otherwise apparent. The court takes into account that this
is an exception to the main rule, which for this reason should be interpreted narrowly.
[redacted]

4. Further presentation in enforcement proceedings

After the plaintiff has named individual products in the enforcement proceedings, the
defendants will have to submit and, if necessary, prove with regard to these
individual products that they were placed on the market in the European Union
during the period defined above on the basis of the contract with Qualcomm

discussed above.

G. FRAND objection

Neither the defendant's FRAND objection based on European antitrust law (see G.)

nor the IEEE LOA objection based on contract law (see H.) are valid.

I. Admissibility of the objection

The Unified Patent Court applies Union law in its entirety and respects its primacy,
Art. 20 UPCA. Union law is the primary source of law to be applied by the Unified
Patent Court, Art. 24(1)(a) UPCA. In the case of questions the correct interpretation
of European law, the Court of First Instance may refer questions relevant to the
decision to the ECJ, Art. 267 TFEU. The decisions of the CJEU are binding for the
Unified Patent Court, Art. 21 UPCA (see Local Chamber Mannheim, decision of 22
November 2024, UPC_CFI_210/2023, para. 189)

Il. No referral to the ECJ
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However, the present case - especially for the Court of First Instance - does not give
any (urgent) cause for a referral to the Court of Justice of the European Union, even
against the background of the amicus curiae letter of the European Commission,
which it submitted to the Higher Regional Court of Munich on 15 April 2024 under the
number 020078-24 MLO / DLF and with which the European Commission
"encourages" the court there to make a referral to the Court of Justice of the
European Union. Rather, the panel agrees with the Local Chamber of Mannheim that
the only questions that arise in the present individual case are those that can be
resolved by applying the balanced principles developed by the Court of Justice,
which allow the courts called upon to apply the law in individual cases to make an
appropriate assessment of the case in question. At the same time, the opinion of the
European Commission - which is admittedly not binding on the constitutionally
independent courts - can be taken into account insofar as it is to be followed (see
Local Chamber Mannheim, decision of 22 November 2024, UPC_CFIl_210/2023,
para. 190). The document was also introduced in the present proceedings and

discussed with the parties during the oral hearing.

lll. ECJ - Huawei v. ZTE

In the Huawei v. ZTE decision, the Court of Justice of the European Union
established a negotiation programme that has since been binding on the courts of
the Member States - unlike the courts of the United Kingdom. Since then, the courts
of the Member States have applied this negotiation programme and have continued
to fill in its details on the basis of the cases submitted for decision (see Dutch Court
of Justice The Hague, case number: 200.219.487/01, of 2 July 2019 - Philips v.
Wiko; the same case number: 200.233.166/01, judgment of 24 December 2019 -
Philips v. ASUS; German Federal Court of Justice GRUR 2020, 961 - FRAND-
Einwand, GRUR 2021, 565 - FRAND-Einwand Il). In this regard, the ruling body
agrees with the Local Chamber Mannheim that the hearing programme of the
European Court of Justice is not solely focused on determining the respective licence
conditions, which would be stripped of an assessment of the respective conduct of

the parties in the context of the negotiations. Rather
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The central concern of the decision is to establish a negotiation programme with
reciprocal obligations that also serves to assess the question under EU primary law
as to whether the enforcement of prohibition and recall rights under the patent is
subject to antitrust restrictions. The determination of a FRAND licence rate, if
applicable is only one component of this programme (see Local Chamber Mannheim,
decision of 22 November 2024, UPC_CFIl_210/2023, para. 191).

In its leading decision in Huawei v. ZTE, the European Court of Justice established a
negotiation programme which sets out the parties' respective obligations in the
context of negotiations for a licence to a standard essential patent conferring a
dominant position on the patent proprietor and enables the courts to assess the
parties' conduct on the way to a licence. According to the settled case-law of the
European Court of Justice (loc. cit. para. 46), the exercise of an exclusive right
attached to an intellectual property right, in this case the right to an infringement
action seeking an injunction, recall or destruction, is one of the prerogatives of the
holder of an intellectual property right, so that it cannot in itself constitute an abuse of
a dominant position, even if it emanates from an undertaking in a dominant position.
However, the exercise by the holder of an exclusive right associated with an
intellectual property right may, in exceptional circumstances, constitute abusive
behaviour within the meaning of Art. 102 TFEU (ibid. para. 47). It should be recalled -
in particular against the background of the UK Court of Appeal's decision - that the
Court of Justice of the European Union has stated that account must be taken of the
need to safeguard intellectual property rights, which is one of the purposes of
Directive 2004/48. In accordance with Article 17(2) of the Charter, the Directive
provides for a number of remedies intended to ensure a high level of protection of
intellectual property in the internal market and the right to effective judicial protection
guaranteed in Article 47 of the Charter, which comprises several elements, including
the right of access to justice (ECJ loc. cit. para. 57). This requirement of a high level
of protection of intellectual property rights implies that their holder cannot, in
principle, be deprived of the possibility of taking legal action to ensure that his
exclusive rights are effectively respected and that the user of those rights is not
deprived of the possibility of taking legal action to ensure that his exclusive rights are

effectively respected.
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rights, if he is not their owner, must in principle obtain a licence before each use
(ECJ loc. cit. para. 58).

The negotiation programme developed by the European Court of Justice serves
these principles. An assessment of the terms of a FRAND licence that ignores the
steps established by the European Court of Justice in the sense of a purely
economic licence level determination without taking into account the relevant
conduct of the parties involved in the negotiations can therefore not be upheld under
European law and would violate mandatory law in the Member States (see
Mannheim Local Chamber, decision of 22 November 2024, UPC_CFl_210/2023,
para. 192-193).

1. Injury note

According to the decision of the European Court of Justice, the SEP holder, to whom
the SEP confers a dominant market position, must first inform the patent user of the
patent infringement of which he is accused before bringing an action for an
injunction. In doing so, he must identify the SEP in question and state how it is
alleged to have been infringed (ECJ loc. cit. para. 61). It had already become
established in the cited case law of national courts that the sending of claim charts is
sufficient for these purposes in any case (see, for example, from national case law,
Court of The Hague, case number 200.233.166/01 of 24 December 2019, para 4.157
et seqq. - Philips vs ASUS; Higher Regional Court Karlsruhe, judgement of 9
December 2020, 6 U 103/19 - Mobilstation; Regional Court Mannheim, judgement of
19 August 2016, 7 OD 2016, para 4.157 et seqq. 19.08.2016, 7 O 19/16 - Secondary
station; judgement v. 29.01.2016, 7 O 66/15 - control channel; LG Dusseldorf,
judgement v. 11.07.2018, 4c O 81/17 para. 108). Insofar as the European
Commission takes the view in its opinion in this context that this reference must be
made in the letter itself (amicus curiae letter para. 65), such a formalistic
understanding cannot be accepted. A reference to a generalised website of the SEP
holder, which does not contain any easily accessible information on the specific
patent in suit, may too little to be regarded as sufficient notice. For good reason,
however, the judgement of the European Court of Justice does not lay down any

strict formal requirements at this point, but leaves it up to the courts of the Member

130



UPC_CFI_9/2023

States to assess each individual case. In particular
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in the event of an allegation of infringement of a large number of standard-relevant
patents, a reference in the formalised form deemed necessary by the Commission
may lead to confusion rather than the desired transparency (see Mannheim Local
Chamber, decision of 22 November 2024, UPC_CFI_210/2023, para. 194).

Since it is a question of the admissibility under antitrust law of bringing an
infringement action for injunctive relief, recall and destruction of a specific patent, the
time "before the action for injunctive relief was brought" must be determined on the
basis of the time at which the action relating to this patent was brought. If the patent
proprietor has filed an action relating to another patent at an earlier date, the date on
which this earlier action was filed as well as acts or omissions prior to this date are
irrelevant for the assessment of the admissibility under antitrust law of the action filed
later. Otherwise, the patent proprietor would never be able to rectify any deficiencies
in the implementation of the negotiation programme and would be prevented for all
time from enforcing claims against the defendant in the first proceedings for
infringement of (other) standard-essential patents. That this cannot be correct follows
from the fundamental admissibility of infringement actions concerning standard-
essential patents as established by the European Court of Justice and cited above.
Such actions are in line with the obligations under antitrust law if the conditions set
out in the operative part of the decision are met. These conditions relate exclusively
to the patent in suit from which the asserted claims for injunctive relief, recall and

destruction are derived.
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2. Declaration of willingness to licence

The patent user must then its intention to conclude a licence agreement on FRAND
terms in a further step - also before filing an action (ECJ loc. cit. para. 63). The
significance of this step in the ECJ's negotiation programme is assessed differently,
at least with regard to the weighting of this step in the negotiation programme. The
Federal Court of Justice explained this in para. 83 of its FRAND decision (BGH
GRUR 2020, 961 para. 83):

"It is therefore not sufficient, after the first indication, to establish further obligations
on the part of the dominant patentee if the infringer then casually its willingness to
consider concluding a licence agreement or to enter into negotiations as to whether
and under what conditions it might consider concluding an agreement (see Opinion
of Advocate General Wathelet of 20 November 2014 - C-170/13 para. 50). Rather,
the infringer must clearly and unambiguously declare its willingness to conclude a
licence agreement with the patent proprietor on reasonable and non-discriminatory
terms and must also subsequently participate in the licence agreement negotiations
in a targeted manner. The High Court of England and Wales (J. Birss) has aptly
expressed this by stating that "a willing licensee must be one willing to take a
FRAND licence on whatever terms are in fact FRAND" (EWHC, judgment of 5 April
2017, [2017] EWHC 711 (Pat) para. 708 - Unwired Planet v Huawei)."

According to the European Commission, this criterion, known as "willingness to
licence", should be assessed solely "on the basis of the content and circumstances
of the declaration, but not on the basis of subsequent conduct during any
negotiations" (amicus curiae letter para. 7, 75, 80 et seq.). The first two steps of the
framework programme preceded the start of the negotiations, in particular the SEP
holder's offer. Therefore, the assessment of their existence could not be linked to
specific licence conditions or licence fees (ibid. para. 82). The patent user's
willingness to licence could not determined on the basis of its subsequent conduct
during the negotiations; the second step was merely a formal step as a prelude to

negotiations. In particular
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this step should not be confused with the subsequent steps, the offer of the SEP

holder and the counter-offer of the patent user (loc. cit. para. 84 et seq.).

The Mannheim Local Chamber and the European Commission agree that the initial
declaration of willingness to grant a licence is the prelude to further negotiations. It
must not be limited to mere lip service, but must be serious in the sense of the
statements of the Federal Court of Justice. However, consideration of the respective
declaration alone does not generally lead a determination of whether the patent user
is seriously interested in taking a licence. A corresponding declaration, even if it is
based on the wording of the cited UK or BGH decision or adopts it as if it were
identical in wording, is not in itself a suitable point of reference for assessing whether
the respective user is actually serious about his declaration. For this purpose, the
respective behaviour must always be considered in an overall view (see Mannheim
Local Chamber, decision of 22 November 2024, UPC_CFIl_210/2023, para. 195-
198).

3. Further behaviour of the parties

The Mannheim Local Court must be agreed with insofar as it states (see Mannheim
Local Court, decision of 22 November 2024, UPC_CFI_210/2023, para. 201-202)
that the further conduct of both parties during the subsequent negotiations must not
be excluded from the further examination of the objection. Rather, both the SEP
holder and the infringer must behave in accordance with "commercial practice"
during the negotiations and work in good faith towards the conclusion of a licence
agreement. Their conduct must therefore be assessed according to whether it
sufficiently into account the fundamental objective of the Union Court of Justice's
negotiation programme to the timely conclusion of a FRAND licence agreement
concluded on a primarily private-autonomous basis in targeted negotiations. This
requirement results in obligations to be concretised for the individual case at each
stage of the negotiations. Whether a (counter)offer fulfils FRAND criteria cannot be

determined independently, but only on a case-by-case basis.
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be assessed solely on the basis of the specific negotiations and the behaviour of the
parties. Just as the patent infringer cannot make a favourable FRAND offer without
sufficient knowledge of any licensing conditions granted to third parties, the SEP
holder cannot make a favourable offer if the patent infringer deliberately leaves him
in the dark about the extent of his acts of use and his economic framework
conditions, such as the sales prices he demands on the market, and if he does not
provide any information on the economic framework conditions of his actions, which
conversely must be sufficiently plausible for the SEP holder - depending on the
progress of the negotiations. The depth of the court's examination of the plaintiff's
behaviour is largely based on which points the patent has objected to in the
negotiation process and, conversely, which information he has made available to the
patent proprietor in order to be able to make him, the patent infringer, an offer
tailored to his circumstances. Complaints raised in court only against the background
of the impending injunction are not sufficient. This is because the patent infringer
always has the obligation respond to an offer from the SEP holder, except in
exceptional cases, and at least to raise its objections against it and request
improvements (see German case law BGH GRUR 2021, 585 para. 71 - FRAND-
Einwand II; OLG Karlsruhe GRUR 2022, 1145 para.

152 et seq. - Control channel signalling Il.). Finally, patent infringers cannot expect
patent proprietors to make an offer that fully reflects the circumstances affecting
them if they are not wiling to make these circumstances accessible, if not
immediately and clearly upon request. In this respect, the patent infringer cannot
demand more disclosure from the patent proprietor than he himself is prepared to

disclose.

4. Offer by the patent holder

Following the licensing request, it is incumbent on the patent proprietor to submit a
specific written licence offer on FRAND terms to the alleged user in accordance with
the obligation it has assumed vis-a-vis the standardisation organisation and, in
particular, to indicate the licence fee and the way in which it is calculated (ECJ para.
63).

135



UPC_CFI_9/2023

The patent proprietor must therefore submit an offer to the patent user in response to
the latter's request for a licence. This offer should fulfil FRAND requirements and the
patent proprietor is obliged to explain to the patent user why he, the patent

proprietor, is of the opinion that his offer fulfils FRAND requirements.

a. If the patent user has submitted several offers, the last offer that is still open for
acceptance must be checked for FRAND conformity, provided that the above-
mentioned requirements are met. In this respect, the Mannheim Local Court (cf. loc.
cit. para. 221) and the Munich Higher Regional Court (cf. loc. cit. para. 20, 25) as
well as the Federal Court of Justice (loc. cit. para. 54, 70) disagree with the opinion
of the European Commission (loc. cit.) that in this case only the first offer is to be
examined for its FRAND conformity. Otherwise, focussing solely on the first offer for
the court proceedings would mean that the first offer would always have to be
examined for its FRAND conformity and would ultimately be the only decisive factor
in determining whether the FRAND objection would prevail or not. Everything else
that happened afterwards would never matter, because if the first offer was FRAND,
the user would necessarily have to accept it, but if it was not FRAND, according to
this view, the patentee would always "lose out" (cf. OLG Munich loc. cit. para. 19).
The fact that this cannot be correct results in particular from the ECJ's focus on
promoting targeted, genuine negotiations between the parties. A market abuse does
not yet lie in the submission of a non-FRAND-compliant initial offer. Rather, this is
only the starting point of the negotiations, in the course of which a FRAND-compliant
offer from the patent proprietor is to be developed. Only if the patent proprietor "is not
prepared to back down [from unreasonable licence conditions] even at the end of

negotiations" is there abusive conduct (see BGH loc. cit. para. 54).

b. Insofar as the patent proprietor has submitted several different offers that are still
acceptable in accordance with these requirements, for example an offer relating to a

bilateral licence to the patent proprietor's portfolio and an offer relating to a
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licence to the portfolio of a patent pool that the patent or portfolio of the patent
proprietor to be licensed, the infringement action for injunctive relief, recall and
destruction cannot be dismissed if it can be assumed that at least one of the two
offers satisfies the antitrust requirements. This is because the patent proprietor is
only obliged under antitrust law to show the patent user a licensing route that the
FRAND requirements. The patent proprietor can fulfil its obligations under antitrust
law in particular by offering a pool licence (see Regional Court Munich [, final
judgement of 17 February 2023 - 21 O 4140/21, GRUR-RS 2023, 11247, para. 219).
Insofar as it can be assumed that this complies with the FRAND requirements, it is
irrelevant in the context of the FRAND defence against an infringement action for
injunctive relief, recall and destruction how a bilateral licence offer made in parallel is

to be assessed under antitrust law.

c. The offer does not necessarily have to be ready to sign. What can be demanded
of the SEP holder cannot be determined in a generalised, formalistic manner. The
requirements for the behaviour of the patent proprietor and the behaviour of the user
of the invention are mutually dependent. The yardstick of the examination is what a
reasonable party interested in the successful conclusion of the negotiations in the
interests of both parties would do to promote this goal at a certain stage of the
negotiations (in this sense also BGH FRAND I, loc. cit., para. 59 and LD Mannheim,
para. 213). At the beginning of the negotiations, it is not in line with normal business
practice to directly confront each other with draft contracts ready to be signed as long
as the central economic points have not even been clarified. Therefore, it is also not
in line with the behaviour of a patent infringer negotiating in good faith in the direction
of a FRAND licence to nevertheless insist on this in a formalistic manner in its
argumentation before the court. Rather, the SEP holder's offer should represent the
constructive starting point for further negotiations towards the conclusion of a
FRAND licence agreement, because the individually appropriate contractual
conditions in complex patent licence agreements must be adapted to the respective
economic framework conditions (Court of Appeal The Hague GRUR Int 2020, 174,
179 para. 4.34; in this sense also BGH loc. cit. FRAND Il para. 70). Rather, it is
sufficient if the offer of the SEP-
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The patent owner's written offer allows the patent user to recognise the essential
economic framework conditions of a proposed licence agreement and, if necessary,
to respond with a different counter-offer. As a rule, this does not require a written
contractual offer that is differentiated in all secondary points and ready to be signed.
Rather, it is up to the patent user to request the submission of such a formal
contractual offer if he wishes to receive it at this stage of the negotiations in deviation
from customary practice. The decisive factor is not the concept of an offer under
contract law, but a concept of an offer that is to be understood economically in the

context of European antitrust law (cf. Local Chamber Mannheim, loc. cit. para. 213).

5. Counteroffer by the patent user, information and provision of security

In its judgement in Huawei v. ZTE, the European Court of Justice explained this in

paragraphs 65-67:

"65 On the other hand, it is incumbent on the alleged infringer to respond to this offer
with diligence, in accordance with recognised commercial practice in the field and in
good faith, which is to be determined on the basis of objective considerations and

implies, inter alia, that no delaying tactics are pursued.

66. If the alleged infringer does not accept the offer made to him, he can only invoke
the abusive nature of an action for an injunction or recall if he makes the owner of
the SEP in question a concrete counter-offer in writing within a short period of time
that complies with the FRAND conditions.

67. In addition, if the alleged infringer uses the SEP before a licence agreement has
been concluded, he shall, from the time his counter-offer is rejected, provide
adequate security in accordance with accepted commercial practice in the relevant
field, e.g. by providing a bank guarantee or depositing the required amounts. The
calculation of this security must take into account, among other things, the number of

past acts of use in
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SEP, for which the alleged infringer has submitted a statement of account.

must be able to lay."

a. This means that the user may invoke the infringement of antitrust law in the
context of a defence against that part of the action which is aimed at injunctive relief,
recall or destruction, but may only object if he himself has submitted a concrete
counter-offer without delaying tactics which complies with FRAND conditions and, in
the event of its rejection, has provided appropriate security and information on the

scope of the acts of use.

The background to this is that, according to the European Court of Justice, the
FRAND defence under antitrust law is not primarily concerned with how a FRAND
licence fee is to be calculated, but with the question of whether the patent proprietor
has abused its dominant position by bringing a patent infringement action for an
injunction against the infringement of its patent or for the recall/destruction of the
products for the manufacture of which that patent was used without the following two

conditions being met (para. 71):

"- on the one hand, before bringing the action, it informed the alleged infringer of the
patent infringement of which it is accused, describing the SEP in question and
indicating how it is alleged to have been infringed, and on the other hand, after the
alleged infringer has expressed its intention to conclude a licence agreement on
FRAND terms, it has submitted a specific written licence offer to the infringer on
those terms, indicating in particular the licence fee and the way in which it is to be

calculated, and

- that infringer, while continuing to use the patent in question, does not respond to
that offer with diligence, in accordance recognised commercial practice in the
relevant field and in good faith, which is to be determined on the basis of objective

considerations and implies, inter alia, that no delaying tactics are being pursued.”

139



UPC_CFI_9/2023

The court deduces from paras. 65-67 and 71 above that even if the patentee's offer
is not FRAND and the user nevertheless makes a counter-offer, he must provide
security and submit assignments. Finally, the assignment - if not already requested
by the patentee as part of his offer, see above - is needed to (financially) evaluate
the counter-offer, while the security serves to take recourse against the patentee at

some point for the lost licence fees or damages.

Consequently, before examining the FRAND compliance of the patent proprietor's
offer, it must regularly be examined whether the patent user has set the conditions
for the infringement court to enter into this examination. The Commission and the
Local Court of Mannheim must be conceded that, with such an understanding, there
is a possibility that the examination of the offer of the SEP holder bound by antitrust
law by the infringement court is completely omitted or is at best cursory (see Local
Court of Mannheim, decision of 22 November 2024, UPC_CFI_210/2023, para. 195-
198). That is correct. However, this result corresponds to the judgment of the Court
of Justice of the European Union in paragraphs 66 and 67. The infringer, on the
other hand, remains free to enforce his claim for the grant of a licence on FRAND
terms, whether it is based on antitrust law or contract law, in the context of a
separate action before the competent (antitrust) courts. The infringer also has the
option of filing a counterclaim for the grant of a licence with the Unified Patent Court
(see Mannheim Local Chamber, decision of 22 November 2024,
UPC_CFI_210/2023, paras. 236-241).

b. In terms of amount, the security must be provided at least in the amount of the
counteroffer. Whether the security must also be based on the plaintiff's (higher) offer
under review, as proposed by the Munich Higher Regional Court in its reference
order of 30 October 2024 (GRUR-RS 2024, 30064, para. 32), can be left open in the

present case. This is because the defendants have not provided any security at all.

c. Furthermore (see OLG Munich, para. 36), the patent user must ensure by means

of a binding declaration as part of the security deposit that the
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patent proprietor receives the security as a licence payment if its offer ultimately
proves to be FRAND-compliant and the patent infringement in the action for an
injunction is also legally upheld. Although this requirement cannot be directly inferred
from the ECJ judgement, it follows from the requirement of "adequate security". This
must therefore be suitable to secure precisely the claim to a FRAND licence fee.
However, this purpose would be defeated or the patent proprietor would not be
"secured" in this respect if the user, who - in contrast to the patent proprietor - is not
obliged to conclude a licence agreement in principle, were to refuse to do so after the
FRAND examination by the court (possibly with the assistance of an expert). (for
example, if it becomes apparent that the plaintiff's offer was indeed FRAND) and he
could reject the offer, waive the FRAND objection and instead be ordered to cease
and desist - and receive the security back (at least to the extent that it exceeds the
claim for damages, which may be significantly lower due to the territorially limited
international jurisdiction). This would mean that the patent user would have achieved
exactly what the security is intended to prevent, namely that the patent user would
have engaged in pure delaying tactics, continued to use the patent without a licence
and the patent proprietor would ultimately only be referred to the (weak) claim for

damages.

d. If the patent proprietor has submitted two parallel offers, one for a bilateral licence
and one for a pool licence, the security resulting from the offer for which a counter-
offer has been submitted must be provided. The purpose of the security must be

formulated in favour of the patent proprietor and the pool.

e. If the patent infringer does not provide security in the aforementioned sense, there
no requirement according to the ECJ Huawei. The FRAND objection is then not

successful.

f. Whether the provision of a security that satisfies these requirements and the
provision of information by the patent infringer can "cure" other deficits in the course
of the proceedings that lie in the past, as the Higher Regional Court of Munich
suggests (see para. 33), can, as will be shown shortly, also be left open due to the

factual circumstances ofthe present case
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IV. Application of these principles in the present case

In the present case, the defendants did not signal a sufficient willingness to take a
licence after an unobjectionable infringement notice, delayed the negotiations and
did not any security or sufficient information after their counter-offer was rejected.
Furthermore, they have not provided any substantive information as to why the pool
licence offered in addition to a bilateral licence via SISVEL does not satisfy FRAND
principles. Irrespective of this, the defendants have not a conclusive submission that

the patent in suit gives the plaintiff a dominant market position.

1. Dominant market position

The defendants, who have the burden of presentation and proof in this respect, have
not made a conclusive submission as to whether and why the patent in suit gives the

plaintiff a dominant market position.

a. Rather, the defendants denied use of the patent the context of the infringement
discussion (see KE, section F.1.3). Furthermore, they have argued that the individual
protocols provided for in the IEEE 802.11ax standard specify a common code word
space for Wi-Fi, which does not have to be fully utilised by access point
implementations because is considerable scope for implementing the standard in
terms of which code words can be generated by an access point implementation. A
binding effect with regard to the use of the (entire) IEEE 802.11ax specifications
should therefore be rejected. The access point of a Wi-Fi network decides which
code words are used and communication with the connected stations is also ensured
despite only partial utilisation of the code word space. Compatibility with the IEEE
802.11ax standard is also not to be equated with full implementation of the same.
The full implementation of the IEEE. 802.11ax standard does not result in particular

from the designation as Wi-Fi 6 supporting or Wi-Fi 6 compatible.
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b. Hereby, the defendants deny a mandatory use of the standard specifications and
thus of the patent in suit by submitting facts and not only by a deviating legal
assessment of the questions of patent interpretation and infringement examination.
Thus, there is already no conclusive factual submission that the plaintiff given a
dominant market position by the patent because all market participants and thus also
the defendants as manufacturers and distributors of access points would be forced to
use the teaching of the patent in suit. It must be assumed that the UPC
representatives of the defendants have observed Art. 48(6) UPCA and Rule 284
VerfO in this respect and have not misrepresented the facts knowingly or due to
negligent ignorance. It can therefore be assumed that the standard does not impose
any mandatory requirements in this respect. Therefore, the plaintiff does not have a
dominant market position, even though, as shown, it is violated in accordance with
the wording. Since the defendants bear the burden of presentation and proof for the

question of market dominance, their objection must be rejected at this point.

c. The possibility, in the alternative, of making an alternative factual submission and
thus the "alternative facts" model in the event that the factual submission in the
context of the non-infringement argumentation should not prevail, must be rejected

on the basis of the provisions cited above.

d. Ultimately, however, the question of antitrust liability can also be left open in the
present case, because even if the plaintiff were subject to antitrust obligations on the
basis of the patent in suit, it would have complied with them in the present case.

2. Injury note

The plaintiff duly informed the defendants of the infringement of the patent in suit
before the action was brought here. As explained above, the date of the filing of the

present action, i.e. 2 July 2023, is decisive.

[redacted]
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Furthermore, the plaintiff also sent the defendants claim charts relating to the patent

in suit;

The transmission of claim charts is in any case sufficient evidence of infringement.
The Chamber does not share the defendant's view that the transmission of a very
large number of claim charts (here [redacted]) is inadmissible under antitrust law. If
the parties negotiate the licensing of a very large portfolio, it is unavoidable to make

a higher number of technical details the subject of the negotiations.

[redacted]

3. Declaration of willingness to take out a licence

Whether the defendants' licence request was sufficiently formulated and, if not,
whether further disadvantageous legal consequences can be derived from it for the
defendants, can be left open in the present case. On the one hand, the defendants
have submitted an unconditional counter-offer and thus possibly abandoned earlier
reservations. Secondly, due to the fact that the defendants have not provided any

security, their FRAND objection is not successful anyway.

In detail:

[redacted]
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4. Offers by the plaintiff

It can be assumed that the offers nevertheless submitted by the plaintiff fulfil the

FRAND requirements.

[redacted]

Whether these offers fulfil FRAND requirements can be left open, as will be shown

below.

5. Counteroffer by the defendant

[redacted]

6. Security deposit and information

Although the plaintiff rejected their counteroffer, the defendants did not provide
security or sufficient information by the time the action was filed. As discussed at the
interim hearing, the defendants only provided generally available figures. This means
that the precondition laid down by the European Court of Justice (para. 66) for the
defendants to be able to rely on the abusive nature of an action for an injunction or
recall is not met. As the defendants did not make up for this by the end of the oral
hearing, it remains to be seen whether the opinion of the Munich Higher Regional

Court that such a catch-up is worthy of consideration should be endorsed.

7. No presentation on the SISVEL patent pool

Furthermore, the defendants have not submitted anything substantive as to why the
alternative presented by the plaintiff of taking a pool licence via SISVEL constitutes

an abuse of a dominant market position by the plaintiff. The defendants have not

submitted anything in writing on the pool offer. In the
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At the interim hearing, they replied "this is still under consideration" to the
rapporteur's question in this regard. At the hearing, the defendants responded to the
plaintiff's corresponding reproach by stating that the plaintiff's bilateral offer
discriminated against the defendants and therefore the pool offer could not be better.
This does not go far enough. For an assumed price discrimination in the context of
bilateral licence negotiations is not transferable to a pool licence for fundamental
reasons alone. This is because a pool licence involves the licensing of significantly
more patents, including those of other patent holders. Furthermore, licensing takes

place with a pool licence rate that differs from bilateral offers.

The defendants have also not argued that and why they are also discriminated
against with regard to the pool licence rate already paid by other pool licensees.
They have also not argued that and why the plaintiff should be obliged under
antitrust law to make them a bilateral offer on FRAND terms over and above the offer

of the pool licence.

It can therefore be assumed, also on the basis of the lack of submissions, that the
offer to take a pool licence for the patent in suit via the SISVEL pool meets the

requirements of antitrust law.

8. Legal consequences

However, if it can be assumed that the SISVEL pool licence offer satisfies antitrust
obligations, the FRAND objection cannot succeed, irrespective of the above
explanations. Since FRAND can contain a large number of conditions and licence
rates (FRAND is a range), the defendant's FRAND objection cannot prevail,
regardless of the quality of its counter-offer, because the plaintiff has sufficiently
complied with its antitrust obligations established by the ECJ in the context of an

infringement action.
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H. IEEE LOA objection

The defence raised by the defendants in addition to the FRAND objection under
antitrust law in accordance with the IEEE-LOA is also not valid.

I. As stated above, the plaintiff submitted an LOA to IEEE on 25 July 2019 with

reference to the IEEE Bylaws 2007. These Bylaws contain the following clauses:

In accordance with Clause & of the LEEE-S4 Standards Sovrd Bylaws, the Sulnminer bevely declares the following:

Mote: Nothing b this Latter of Asserance shall be inferprered av phing rise fo r dwiy fo conduct a patens search
The IEEE sakes no positon with respect fo the validity or exsemdaiy of Paied Claives or M roasorabylesess of
Fales, ferws, and comdiions provided i coreection widh aubwitsstan ofa Leter of Asswromee, i amy, or v oy
livense agroemients offered by fve Subwitter, To e extent there are inconzistencies between the Letter of Asxsurance
Foymr and ay semple leanrer, wateris! Nemmatag terms, ar ool fo auoved rafes provided i comection seith [ or
1b. below, the sermes of the Lester of Azswranes Form shall control,

E 1. Tlee Subinifler may own contvod, or have the ability to license Patent Clains that mglat be or besone
Essezitinl Patent Clais. With respect to such Essential Patent Clamms, the Submirter™s licersing posiiion is
ay follows (st cleeck &, by or ¢ and any appilenble sebordfoere baes):

] & The Sobmitrer will grant  Boemse withou compensition o am aorestncted mumber of spplicasts on
a warldwide basis with reascnable tenms and conditions et are demonstmably free of s
discrmsination,

[] {Opticmal) A sample of such a Beense (or material icensing terms) tha is subsrantislly similar
1o what the Submdtter woonld offer & annched

(] b, Thse Sisherier will grant o beense tmder reasonsble eates 10 au derestricted mosber of applicants oo
a waridwide basis with reasonable senms and conditicns that are densonstrably e of wifar

discriznimeso

[] (Opionalh These reascanbbe pures will not exceed (e.gr. pefoenl
of product price, fisd fes. per onif)

D {Optioual) A saisple of such # leenss (or matennl Heensimg torum) thal & sobstanitally sinnlar
1o what the Sobmmer would offer i sttached

|:| ¢, The Submerer withosr copdirioos will pot enforee amy pressnt or fuinee Essemial Parew Claiins
REAMNE ANy Persin of etity making, using. selling, offering fo sell, impormg. dstrbunng. or
nplementng such a cotplan enplementabon

According to the applicable New York law, a contract was thus - indisputably -
concluded in favour of third parties, i.e. also in favour of the defendants. The
defendants therefore have a contractual claim against the plaintiff in accordance with
the clause reproduced above.
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According to the wording, this contractual entitlement includes the right to acquire a
licence for consideration in relation to standard-essential patent claims, whereby the
licence rate must be reasonable and the licence conditions must be reasonable and

demonstrably free of unfair discrimination.

The word "reasonable" is used twice, once in the licence rate and once in the licence
conditions. The expression "demonstrable free of any unfair discrimination", on the
other hand, is only used once at the end of the sentence. It therefore refers
grammatically only to the licence conditions. If this had been intended differently, the
expression would also have been used twice in the sentence, like the word
"reasonable”. This result is also supported by the further sentence construction using

the word "that", which refers to the "terms and conditions".

The elements of the offence are therefore as follows:

* The defendants must apply to the plaintiff for a worldwide licence.

e The plaintiff must offer one.

* The subject matter of the licence must be standard-essential patent claims.

* The licence is subject to a fee.

* The licence rate must be reasonable

» The other conditions of the licence agreement must be reasonable and
demonstrably free of unfair discrimination.

For the further proceedings, however, it can be assumed in favour of the defendant
that this sentence construct is also intended to mean that the "reasonable licence
rate" must also be demonstrably free of unfair discrimination. This does not change

the result.

With regard to the question of how to prove procedurally that the licence rate and the

licence conditions are free of unfair discrimination, it should be noted that there are
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this is a negative element of the offence. The plaintiff can therefore only fulfil its
burden of presentation and proof if the defendants have previously presented
circumstances that suggest unfair discrimination, i.e. the unequal treatment of
comparable licensees or the equal treatment of dissimilar licensees without a
justifiable reason. As soon as the defendants have fulfilled their secondary burden of
proof, it is up to the plaintiff to either refute the unequal treatment or to present
reasons to justify the unequal treatment from which it can be inferred that the

unequal treatment is "fair" and not "unfair".

II. As explained above, the defendants did request a licence from the plaintiff.

However, this licence request was [redacted].

Since the defendants simultaneously argue that an implementation of the standard
specifications leading to the infringement is not mandatory, the defendants are in this
respect in an irresolvable argumentative contradiction. This is because the LOA only
obliges the plaintiff to worldwide licensing if it concerns standard essential patent

claims.

lll. The plaintiff submitted a bilateral licence offer to the defendants, which was
improved twice, and also pointed out the possibility of taking out a pool licence with
SISVEL.

The defendants have only submitted an allegedly unfair price discrimination in
relation to the bilateral offer. With regard to the pool licence that was also offered,
they merely stated that this was "still under consideration". Reference is made to the
above statements to avoid repetition. Accordingly, the defendants have neither
argued that a patent proprietor cannot also fulfil the obligations assumed by the
IEEE-LOA by offering a pool licence, nor have they argued that and why the pool
licence rate or the other conditions of the pool constitute unfair discrimination. They
have therefore failed to fulfil their secondary burden of proof. Their defence is

therefore not . The defendants did not even know about the pool licence.
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Offer said that it was not demonstrably free of unfair discrimination.

l. Legal consequences

The established patent infringement by the defendants of the national part of the
bundle patent validated in the respective asserted contract states

justifies the legal consequences sought by the plaintiff. This excludes products with
Qualcomm modems (see Annex FBD 56) which were demonstrably placed on the

market for the first time in the territory of the European Union in the period [redacted].

The injunctive relief sought by the plaintiff with regard to the infringing acts is based
on Art. 25(a), Art. 63(1) UPCA and must be granted because is a risk of repetition
due to the infringing acts committed by the defendants in the past in the contracting
states asserted in the present case. The defendants may not continue the acts of
offering, placing on the market, using, importing or possessing for these purposes in
the contracting states covered by the action. In particular, sufficient submissions
have been made with regard to the national parts of the bundle patent asserted in

the present case and their infringement in the respective territories.

In the present case, there no circumstances to waive the court's discretion ("may ...
issue") to issue a final injunction. Rather, proportionality aspects (Art. 42 UPCA and
Art. 3(2) Directive 2004/48/EC of the European Parliament and of the Council of 29
April 2004 on the enforcement of intellectual property rights) have already been
comprehensively taken into account in the context of the consideration of the
examined antitrust and contractual compulsory licence objection by applying the
balanced negotiation programme of the European Court of Justice. Further
circumstances that would make it appear necessary from the point of view of
proportionality not to issue an injunction in the present case have not been
sufficiently demonstrated. The defendants themselves argue that the requirements of

the standard are not
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are mandatory and is scope for implementation. Moreover, the defendants are free

to take out a pool licence with SISVEL at any time.

The requested threat of a penalty payment for the omission (Art. 63(2) UPCA) does

not raise any objections.

The threat of the measures of disclosure, information, recall and removal are based
on Art. 82 para. 1 and 4 UPCA, R. 354.3 RP.

The request for destruction of the directly infringing products is based on Art. 64 (2)
(e) UPCA, the requests for recall of these products from the channels of commerce
and final removal of these products from the channels of commerce are based on
Art. 64 (2) (b) and (d), (4) UPCA. According to the wording of the UPCA, the
definitive removal from the distribution channels is a separate measure from the
recall. It accompanies the recall, whereby removal can only be considered if the
infringer has the factual and legal means to do so. No sufficient reasons have been
presented or are otherwise apparent that would oppose the ordering of these
measures, for example from the point of view of proportionality, and that go beyond
the consequences resulting from a patent infringement that the infringer has to bear.
The defendants can take the offered bilateral licence or the pool licence at any time.
It is equivalent to destruction if the patent-infringing functionality is permanently

switched off.

The decision to provide the requested information is based on Art. 25 (a), Art. 67 (1)
UPCA. The information is necessary to calculate the damages and to assess the
method of calculating damages within the meaning of Art. 68 UPCA. The information
on the origin and distribution channels serves to clarify the facts of the infringement
and the possibility asserting claims against other co-responsible parties and
effectively stopping further acts of infringement. In response to the application, it was
also necessary to order the defendants to provide the plaintiff with the information in
a list structured for each month of a calendar year and by patent infringing products
in electronic form, which can be analysed with the aid of a computer. This serves the

efficient
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enforcement of the right to information and takes account of the fact that an
electronic statement, which can be analysed with the aid of a computer, is in any

case the standard in business accounting.

The subject matter of the information is also the requested accounting. This is also
based on Art. 68(3) UPCA, R. 191 RP. In this respect, the Local Division agrees with
the Dusseldorf Local Division (UPC_CFI_7/2023 of 3 July 2024 at F.1.2.b) that the
rules contain a substantive entitlement to request information that the infringed party
needs in order to be able to check the validity of the information and to obtain
indications for its calculation of damages. Efficiency aspects in particular speak in
favour of this, as further stages of the proceedings can be avoided. In addition, the
patent proprietor can also request the submission of supporting documents for the
information under Art. 67(1) UPCA, namely invoices or - if these are not available -
delivery notes as an alternative. This is because, apart from the interest in the pure
information that the patent proprietor receives under Art. 67(1) UPCA, his interest in
being able to check the accuracy of this information, at least on a random basis, is
also worth recognising. The possibility of redaction provided for in the
pronouncement takes account of any confidential information (Rule 191 sentence 2,
190.1 sentence 2 RP).

The requested auditor's reservation allows an appropriate balance to be struck
between the interest of the infringed party in receiving accurate information and the

justified confidentiality interests of the infringer.

The determination of the obligation to pay damages is based on Art. 68(1) UPCA
and is justified by the established infringement. The defendants also acted

negligently in any event.

With regard to the indirect infringement of the patent in suit by the challenged
embodiments, the plaintiff's right to prohibit the continuation of the infringement
follows from Art. 26(1) UPCA in conjunction with Art. 63(1) UPCA. Art. 63(1) UPCA.
The plaintiff also has a right to information and transmission of information pursuant
to Art. 26(1) UPCA

in conjunction with Art. 67 UPCA, Art. 8 (3)(a), (b) UPCA in conjunction with Rule
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191 p. Alt. Rule 191 p. 1 Alt. 2 VerfO as well as for payment of provisional damages

and determination of the award
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of damages on the merits (Art. 26(1) UPCA in conjunction with Art. 68(1) UPCA). Art.
68(1) UPCA, R. 119 RP). The threat of coercive measures is governed by Art. 63(2),
82(1) and

(4) UPCA, R. 354.3 RP and applies accordingly to decisions on contributory

infringement. Reference is also made to the above statements.

The award of costs is based on Art. 69(2) UPCA, Rule 118.5 RP. In view of the
partial defeat of the plaintiff with regard to the defence of exhaustion concerning
products with Qualcomm modems, a ratio of 80 to 20 in the infringement action
appears to be appropriate. On the one hand, according to the defendant, winning
with this defence should enable a considerable reduction in the certainty of
enforcement; on the other hand, the carve-out is subject to post-procedural device-
related proof of the first placing on the market in the territory of the European Union
in the relevant period. It should also be noted that exhaustion only applies until
[redacted], while the injunction lasts until the expiry of patent protection, i.e. until 2036

at the longest.

Pursuant to Art. 82(2) UPCA, Rule 118.8 sentence 2 RP, the court may make any
order or measure subject to the provision of a security, which it must set. The local
division has a discretionary power when ordering the provision of security, whereby
the interest of the plaintiff in the effective enforcement of its property right must be
weighed against the interest in the effective enforcement of possible claims for
damages in the event that the judgement is subsequently set aside. In the present
case, the requirement to provide security is rightly not in dispute between the parties.
The plaintiff is domiciled in China. In this respect, difficulties in the enforcement of an
order for costs are to be expected. The adjudicating body exercises its discretion to
order partial security as requested. With regard to the orders to provide information
and render accounts, the sum of € 50,000.00 proposed by the plaintiff appears to be
appropriate, moreover the sum of € [redacted] by the defendants in the event that the
defence of exhaustion is successful. Insofar as the defendants can enforce a pro rata
reimbursement of costs, 110 per cent of the amount to be enforced appears to be
appropriate. Due to the partial agreement of the parties with regard to the text of a
possible deed of guarantee (see Annex K93), the Chamber leaves the parties the

choice between cash deposit and submission of a bank guarantee deed.
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The orders are only enforceable after the parties have notified the court which part of
the orders they intend to enforce and have submitted a certified translation of the
orders into the official language of the Contracting Member State in which
enforcement is to take place and after the notification and the (respective) certified
translation have been served on the other party and the security has been provided,
R. 118.8 RP.

Since the defendants are sufficiently protected by the security ordered in the amount
requested by the defendants, it was no longer necessary to order the defendants to

be authorised to avert the proceedings.

J. Permission to amend/clarification and rejection of the remaining applications

The clarifications made by both parties with regard to the territorial scope of the
respective applications are appropriate and are approved. In this respect, it should
be noted the previous wording of the application inadmissibly assigned to the court
the task of determining which member states had ratified the Agreement on a Unified
Patent Court at the relevant time and should therefore be the subject of the
application. The wording of the application now chosen takes these concerns into

account.

The motions of the parties that remained open at the interim hearing (see
App_31099/202) must be rejected. Reference is made to the above explanations for
the reasons. In particular, there is no need to take evidence or order the submission
of further documents, as requested by the defendant in APP_47068/2024 of 14
August 2024. As shown, the adjudicating body, which includes a technically qualified
judge, is itself in a position to assess the presentation of the submitted test data.
With regard to the defence with the IEEE-LOA, there is also no need to take

evidence for the reasons set out above.
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ARRANGEMENTS

A. The defendant's objection pursuant to Rule 19 of the Rules of Procedure is rejected.

B. The defendants' actions for annulment are dismissed.

C. The defendants are ordered to cease and desist, subject to a penalty payment to be

imposed by the court for each case of non-compliance,

I. to offer or supply equipment for transmitting a high-efficiency signalling field B or HE-SIG-
B in a wireless local area network to customers in Belgium, Germany, ltaly, Finland, France

and Sweden for use in the said territory,

which are suitable for use in a method for transmitting a high-efficiency signalling field B or

HE-SIG-B in a wireless local area network,
wherein the method comprises the following:

Transmitting the HE-SIG-B in a transmission bandwidth of multiples of 20 MHz, wherein the
HE-SIG-B comprises two HE-SIG-B contents including a first HE-SIG-B content carried in
each odd-numbered 20 MHz subchannel and a second HE-SIG-B content carried in each
even-numbered 20 MHz subchannel, wherein the first HE-SIG-B content comprises a first
common field and a first user-specific field, the first common field comprising one or more
first resource allocations, RA, wherein the second HE-SIG-B content comprises a second
common field and a second user-specific field, the second common field comprising one or
more second resource allocations, RA, wherein each of the one or more first RA
corresponds to an odd-numbered 20 MHz sub-channel and each of the one or more second
RA corresponds to an even-numbered 20 MHz sub-channel, wherein the first user-specific
field comprises one or more first user scheduling information sub-fields, wherein each of the
one or more first user scheduling information subfields comprises information about a
station, STA, wherein the STA is scheduled on one of the one or more resource units
indicated by the one or more first RA, and wherein the second user-specific field comprises

one or more second user scheduling information subfields,
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wherein each of the one or more second user scheduling information sub-fields comprises
information about a station, STA, wherein the STA is scheduled on one of the one or more
resource units indicated by the one or second RA, when a first RA of the one or first RA
indicates a first assigned resource unit, RU, that is within or overlaps the corresponding one
odd-numbered 20 MHz sub-channel, the one first RA further indicating that in the first HE-
SIG sub-channel, the STA is scheduled on one of the one or more resource units, RU,
located within or overlapping with the corresponding one odd 20 MHz subchannel, the one
first RA further indicating that in the first HE-SIG-B content a number of a user scheduling
information subfield corresponding to the first RU is 0; or a second RA indicates to the one or
more second RA a second assigned RU that is within or overlaps with the corresponding one
even-numbered 20 MHz subchannel, the one second RA further indicating that in the second
HE-SIG-B content, a number of a user scheduling information subfield to the second RU is
0;

- Indirect infringement of claim 1 -

. to offer or supply equipment for receiving a high-efficiency signalling field B or HE-SIG-B
in a wireless local area network to customers in Belgium, Germany, Italy, Finland, France

and Sweden for use in the said territory,

which are suitable for use in a method for receiving a high-efficiency signalling field B or HE-

SIG-B in a wireless local area network,
wherein the method comprises the following:

Receiving the HE-SIG-B in a transmission bandwidth of multiples of 20 MHz, the HE-SIG-B
comprising two HE-SIG-B contents including a first HE-SIG-B content carried in each odd-
numbered 20 MHz subchannel and a second HE-SIG-B content carried in each even-
numbered 20 MHz subchannel, the first HE-SIG-B content comprising a first common field
and a first user-specific field, the first common field comprising one or more first resource
allocations, RA, umfasst, wobei der zweite HE-SIG-B-Inhalt ein zweites gemeinsames Feld
und ein zwei- tes benutzerspezifisches Feld umfasst, wobei das zweite gemeinsame Feld
eine oder meh- rere zweite Ressourcenzuweisungen, RA, umfasst, wobei jede der einen
oder der mehreren ersten RA einem ungeradzahligen 20 MHz-Unterkanal entspricht und
jede der einen oder der mehreren zweiten RA einem geradzahligen 20 MHz-Unterkanal
entspricht, wobei das erste benutzerspezifische Feld ein oder mehrere erste

Benutzerzeitplanungsinformationen-
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subfields, wherein each of the one or more first user scheduling information subfields
comprises information about a station, STA, wherein the STA is scheduled on one of the one
or more resource units specified by the one or more first RA, and wherein the second user-
specific field comprises one or more second user scheduling information subfields, wherein
each of the one or more second user scheduling information subfields comprises information
about a station, STA, wherein the STA is scheduled on one of the one or more resource
units specified by the one or more second RA when a first RA of the one or more first RA is a
first assigned resource, STA, the STA being scheduled on one of the one or resource units
specified by the one or second RAs, when a first RA of the one or more first RAs specifies a
first allocated resource unit, RU, located within or overlapping with the corresponding one
odd 20 MHz subchannel, the one first RA further specifying that in the first HE-SIG-B content
a number of a user scheduling information subfield corresponding to the first RU is 0; or a
second RA indicates to the one or more second RA a second assigned RU that is within or
with the corresponding one even-numbered 20 MHz subchannel, the one second RA further
indicating that in the second HE-SIG-B content a number of a user scheduling information

subfield corresponding to the second RU is O;

- Indirect infringement of claim 2 -

1. in particular

1. when the first RA or the second RA is an index of a plurality of indices, the index being
based on per 20 MHz bandwidth, the index indicating a combination of allocated RUs having
26, 52 or 106 subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the index
indicating whether multi-user MIMO or MU-MIMO is performed, respectively, and the index
further indicating information for calculating a number of users on an allocated RU allowed
for MU-MIMO;

— Indirect infringement of claim 3 -

2. and/or if the first assigned RU has 484 subcarriers or the second assigned RU has 484

subcarriers

— Indirect infringement of claim 4 -
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3. and/or when the transmission bandwidth is 40 MHz, comprising first 20 MHz and second
20 MHz, wherein the first HE-SIG-B content is carried in the first 20 MHz and the second
HE-SIG-B content is carried in the second 20 MHz, wherein the first HE-SIG-B content
comprises a first RA indicating one or more RUs in or overlapping the first 20 MHz, and
wherein the second HE-SIG-B content comprises a second RA indicating one or more RUs

in or overlapping the second 20 MHz

— Indirect infringement of claim 5 -

4. and/or when the transmission bandwidth is 80 MHz, comprising first 20 MHz, second 20
MHz, third 20 MHz and fourth 20 MHz in a frequency order, wherein the first HE-SIG-B
content is routed in first and third 20 MHz and the second HE-SIG-B content is routed in the
second and fourth 20 MHz, wherein the first HE-SIG-B content comprises a first RA and a
third RA, wherein the first RA indicates one or RUs in or overlapping the first 20 MHz and the
third RA indicates one or RUs in or overlapping the third 20 MHz, and wherein the second
HE-SIG-B content comprises a second RA and a fourth RA, wherein the second RA
indicates one or more RUs in or overlapping the second 20 MHz and the fourth RA indicates

one or more RUs in or overlapping the fourth 20 MHz;

— Indirect infringement of claim 6 -

IV. To offer, to place on the market, to use and/or to import and/or to possess for said
purposes a device for transmitting a high-efficiency signalling field B or HE-SIG-B in a
wireless local area network to customers in Belgium, Germany, Italy, Finland, France and

Sweden, comprising the following:

a module adapted to transmit the HE-SIG-B in a transmission bandwidth of multiples of 20
MHz, the HE-SIG-B comprising two HE-SIG-B contents including a first HE-SIG-B content
carried in each odd-numbered 20 MHz subchannel and a second HE-SIG-B content carried
in each even-numbered 20 MHz subchannel, the first HE-SIG-B content comprising a first
common field and a first user-specific field wherein the first common field comprises one or
more first resource allocations, RA, wherein the second HE-SIG-B content comprises a
second common field and a second user-specific field, wherein the second common field
comprises one or more second resource allocations, RA, wherein each of the one or more
first RA corresponds to an odd-numbered 20 MHz subchannel, and each second RA

corresponds to an odd-numbered 20 MHz subchannel.
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the one or more second RA corresponds to an even-numbered 20 MHz subchannel, wherein
the first user-specific field comprises one or more first user scheduling information subfields,
wherein each of the one or more first scheduling information subfields comprises
information about a station, STA, wherein the STA is scheduled on one of the one or more
resource units specified by the one or more first RA, and wherein the second user-specific
field comprises one or more second user scheduling information subfields, wherein each of
the one or more second user scheduling information subfields comprises information about a
station, STA, wherein the STA is scheduled on one of the one or more resource units
specified by the one or more second RAs when a first RA of the one or more first RAs
specifies a first assigned resource unit, RU, located within or overlapping with the
corresponding one odd 20 MHz subchannel, the one first RA further indicating that in the first
HE-SIG-B content a number of a user scheduling information subfield corresponding to the
first RU is 0; or a second RA indicates to the one or more second RA a second assigned RU
that is within or overlaps the corresponding one even-numbered 20 MHz subchannel, the
one second RA further indicating that in the second HE-SIG-B content, a number of a user

scheduling information subfield corresponding to the second RU is 0;

— direct infringement of claim 7 -

V. To offer, place on the market, use and/or import and/or possess for the said purposes a
device for receiving a high-efficiency signalling field B or HE-SIG-B in a wireless local area
network to customers in Belgium, Germany, Italy, Finland, France and Sweden, comprising

the following:

a module adapted to receive the HE-SIG-B in a transmission bandwidth of multiples of 20
MHz, the HE-SIG-B comprising two HE-SIG-B contents, including a first HE-SIG-B content
carried in each odd-numbered 20 MHz subchannel and a second HE-SIG-B content carried
in each even-numbered 20 MHz subchannel, wobei der erste HE-SIG-B-Inhalt ein erstes
gemeinsames Feld und ein erstes benutzerspezi- fisches Feld umfasst, wobei das erste
gemeinsame Feld eine oder mehrere erste Ressour- cenzuweisungen, RA, umfasst, wobei
der zweite HE-SIG-B-Inhalt ein zweites gemeinsames Feld und ein zweites
benutzerspezifisches Feld umfasst, wobei das zweite gemeinsame Feld eine oder mehrere

zweite Ressourcenzuweisungen, RA, umfasst, wobei jede der einen
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oder der mehreren ersten RA einem ungeradzahligen 20 MHz-Unterkanal entspricht und
jede der einen oder der mehreren zweiten RA einem geradzahligen 20 MHz-Unterkanal
entspricht, wobei das erste benutzerspezifische Feld ein oder mehrere erste
Benutzerzeitplanungsinfor- mationen-Unterfelder umfasst, wobei jedes des einen oder der
mehreren ersten Benut- zerzeitplanungsinformationen-Unterfelder Informationen Uber eine
Station, STA, wherein the STA is scheduled on one of the one or more resource units
indicated by the one or more first RA, and wherein the second user-specific field comprises
one or more second user scheduling information subfields, wherein each of the one or more
second user scheduling information subfields comprises information about a station, STA,
wherein the STA is scheduled on one of the one or more resource units specified by the one
or more second RAs when a first RA of the one or more first RAs specifies a first assigned
resource unit, RU, located within or overlapping with the corresponding one odd 20 MHz
subchannel, the one first RA further indicating that in the first HE-SIG-B content a number of
a user scheduling information subfield corresponding to the first RU is 0; or a second RA
indicates to the one or more second RA a second assigned RU that is within or overlaps the
corresponding one even-numbered 20 MHz subchannel, the one second RA further
indicating that in the second HE-SIG-B content, a number of a user scheduling information

subfield corresponding to the second RU is 0;

— direct infringement of claim 8 -

VI. in particular

1. when the first RA or the second RA is an index of a plurality of indices, the index being
based on per 20 MHz bandwidth, the index indicating a combination of allocated RUs having
26, 52 or 106 subcarriers or an allocated RU having 242, 484 or 996 subcarriers, the index
indicating whether multi-user MIMO or MU-MIMO is performed, respectively, and the index
further indicating information for calculating a number of users on an allocated RU allowed
for MU-MIMO;

— direct infringement of claim 9 -

2. and/or if the first assigned RU has 484 subcarriers or the second assigned RU has 484

subcarriers;

— Direct infringement of claim10 -
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3. and/or when the transmission bandwidth is 40 MHz, comprising first 20 MHz and second
20 MHz, wherein the first HE-SIG-B content is carried in the first 20 MHz and the second
HE-SIG-B content is carried in the second 20 MHz, wherein the first HE-SIG-B content
comprises a first RA indicating one or more RUs in or overlapping the first 20 MHz, and
wherein the second HE-SIG-B content comprises a second RA indicating one or more RUs

in or overlapping the second 20 MHz;
— direct infringement of claim 11 -

4. and/or when the transmission bandwidth is 80 MHz, comprising first 20 MHz, second 20
MHz, third 20 MHz and fourth 20 MHz in a frequency order, wherein the first HE-SIG-B
content is routed in first and third 20 MHz and the second HE-SIG-B content is routed in the
second and fourth 20 MHz, wherein the first HE-SIG-B content comprises a first RA and a
third RA, wherein the first RA indicates one or RUs in or overlapping the first 20 MHz and the
third RA indicates one or RUs in or overlapping the third 20 MHz, and wherein the second
HE-SIG-B content comprises a second RA and a fourth RA, wherein the second RA
indicates one or more RUs in or overlapping the second 20 MHz and the fourth RA indicates

one or more RUs in or overlapping the fourth 20 MHz.

— Direct infringement of claim 12 -

D. The defendants are ordered to provide the plaintiff with information in writing and in
electronic form on the extent to which they (the respective defendant) have committed the

acts described above under clauses C.I. to C.VI. since 26 May 2021, stating
a) the names and addresses of manufacturers, suppliers and other previous owners;

b) the names and addresses of the commercial customers and the points of sale for the

products were intended;

c) the quantities of products manufactured, delivered, received or ordered, as well as the
prices paid for the products concerned; copies of the relevant purchase documents (namely
invoices, or alternatively delivery notes) must be submitted as proof of the information
provided, whereby details requiring confidentiality outside the data subject to disclosure may
be blacked out.
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E. The defendants are ordered to provide the plaintiff with an orderly statement in writing and
additionally in electronic form of the extent to which they (the respective defendant) have

committed the described above under clauses C.I. to C.VI. since 26 May 2021, stating

a) of the individual deliveries, itemised according to delivery quantities, times and prices as

well as type designations and the names and addresses of the customers;

b) of the individual offers, itemised according to offer quantities, times, prices and type

designation and the names and addresses of the commercial offerees;

c) of the advertising operated, broken down by advertising media, their circulation,

distribution period and distribution area;
d) the prime costs broken down by the individual cost factors and the profit realised;

whereby the defendants reserve the right to disclose the names and addresses of the non-
commercial purchasers and the offerees instead of the plaintiff to a sworn auditor located in
one of the contracting member states, to be designated by the plaintiff and bound to secrecy
towards it, provided that the respective defendant bears his costs and authorises and obliges
him to inform the plaintiff upon specific request whether a particular purchaser or offeree is

included in the list.

F. The defendants are ordered to permanently remove the products described above under
clauses C.IV. to C.VI. from the distribution channels by the respective defendant taking back
these items, if necessary enforcing their surrender with claims for surrender to which it is
entitled or, at the plaintiff's discretion, arranging for the destruction of these items at the

respective owner's premises at the defendant's expense.

G. The defendants are ordered to recall the marketed products referred to above under
clauses C.IV. to C.VI. from the commercial customers with reference to the patent-infringing
condition of the products established by the court (judgment of the Local Chamber of Munich
of 18 December 2024) and with the binding undertaking to reimburse any fees and to bear
any necessary packaging and transport costs as well as customs and storage costs

associated with the return
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and to take back the products, whereby the plaintiff is to be provided with a sample of the
recall letters as well as a list of the addressees with their names and postal addresses or - at

the defendant's discretion - a copy of all recall letters.

H. The defendants are further ordered to surrender to a bailiff to be appointed by the plaintiff
for the purpose of destruction, at their - the respective defendants' - expense, the products
referred to in paragraphs C.IV. to V.VI. which are in their direct or indirect possession or

ownership in Belgium, Germany, Italy, Finland, France and Sweden.

I. It is established that the defendants are jointly and severally liable to compensate the
plaintiff for all damage that she has suffered and will suffer as a result of the acts referred to
in C.I. to C.VI. committed since 26 May 2021.

J. Those individualised products in accordance with sections C.I. to C.VI. that equipped with
a Qualcomm modem (see Annex FBD 56) are exempt from the orders in accordance with
sections C. to I., provided that this Qualcomm modem was demonstrably placed on the
market for the first time in the territory of the Member States of the European Union in the

period [blackened].

K. The plaintiff shall bear 20 per cent of the costs of the infringement action (costs of legal
and patent attorney representation and court costs) and the defendants shall bear 80 per
cent as joint and several debtors. The defendants shall bear the costs (court costs and costs
of legal and patent attorney representation of all parties) of the revocation counterclaims as
joint and several debtors. The respective claim for reimbursement of costs is limited by the

upper limit depending on the value in dispute.

L. In all other respects, the action is dismissed and the parties' outstanding claims are

rejected. The workflows concerned are deemed closed
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M. The above orders relating to items C, D, E, F, G, H, |, J, K are provisionally enforceable

for the plaintiff against partial security as follows:
- Numbers D, E against a total of 50,000.€
- Digits C, F, G, H, |, J, K against total [redacted€

The order in paragraph K is provisionally enforceable for the defendants against security

amounting to 110 per cent of the amount to be enforced.

The securities may be by cash deposit with the Unified Patent Court or by written,
irrevocable, unconditional and unlimited bank guarantee(s) of a credit institution authorised
to do business in the territory of a member state of the UPC. Insofar as the collateral is
provided by bank guarantee(s), the partial agreement of the parties with regard to the details

of the deed of guarantee (Annex K93) must be observed.

INFORMATION ON THE APPOINTMENT

An appeal against this decision may be lodged with the Court of Appeal within two months of
notification of the decision by any party whose requests have been unsuccessful in whole or in

part (Art. 73(1) UPCA, R. 220.1(a), 224.1(a) RP).

INFORMATION ON ENFORCEMENT (ART. 82 EPGU, ART. ART. 37(2) EPGS, R. 118.8,
158.2, 354, 355.4 VERFO)

A certified copy of the enforceable decision or order is issued by the Deputy Registrar at the

request of the enforcing party, R. 69 RegR.

DETAILS OF THE ARRANGEMENT

Order no. ORD_598538/2023 in PROCEDURE NUMBER: ACT_459771/2023
UPC number: UPC_CFI_9/2023

Nature of the action: Action for infringement
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Signed in Munich on 18 December 2024
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