
Finally, this latest judgment is likely to encourage
further challenges to FIFA’s rules. Indeed, on 14 October
2024, it was announced that the top European national
leagues and the player’s union, FIFPRO, had filed a formal
complaint with the European Commission in relation to
FIFA’s management of the international fixture calendar,
on the basis that FIFA’s conduct amounts to an abuse of
dominance.46
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The Court of Appeal has handed down its judgment on
Lifestyle Equities’ appeal from a decision of Mellor J that
the Royal County of Berkshire Polo Club’s use of a
polo-themed clothing brands featuring a
polo-player-on-horseback logo did not infringe Lifestyle
Equities’ Beverly Hills Polo Club trade marks.1
Arnold LJ, delivering the lead judgment, with which

Nugee and Baker LJJ agreed, dismissed both grounds of
appeal. The Court of Appeal upheld the findings that a
crowded market reduced the distinctive character of
the earlier trade mark and highlighted the significance of
existing coexistence agreements, when assessing the
likelihood of confusion between the marks.
In view of this decision, trade marks owners in a

crowded market are in a less good place when enforcing
their rights and strong evidence of actual confusion is
likely to be necessary for such claims to succeed. This
decision may also force businesses to reconsider their
decisions to enter into coexistence agreements when
similar marks operate in the same market, as these may
weaken their position in future conflicts.

Background
The claimants, “Lifestyle Equities”, were, respectively,
the owner and exclusive licensee of the Beverly Hills
Polo Club trade marks, depicted below and registered
in various jurisdictions including the UK, primarily for
clothing.

They issued proceedings against the Royal County of
Berkshire Polo Club (one of the UK’s premier polo clubs)
and various related parties, alleging trade mark
infringement and passing off through the use in particular
of the sign set out below (the “allegedly infringing sign”)
in connection with leisure clothing.

The first instance judgment, extending to over 352
paras and 77 pages, included a thorough analysis of the
parties’ arguments and evidence, noting the existence of
numerous polo-themed brands coexisting in the
marketplace. Dismissing the claim, Mellor J concluded
that the crowded nature of the market meant consumers
were less likely to assume a connection between two
brands merely because both included the term “POLO
CLUB” and depicted a polo player on horseback. The
judge also held that the existence of coexistence
agreements which the parties had separately entered
into with Ralph Lauren, owner of the Polo Ralph Lauren
brand, indicated that the parties were willing to accept
the use of similar marks.

Grounds of appeal
Lifestyle Equities appealed Mellor J’s decision on two
grounds. The first ground was that the judge erred by
considering factors extrinsic to the trade marks under
comparison when assessing trade mark infringement.
Specifically, Lifestyle Equities argued that the judge was

46 “Legal complaint filed against Fifa’s ‘abuse of dominance’” BBC Sport, 14 October 2024, https://www.bbc.com/sport/football/articles/c981203e61qo.
1 Lifestyle Equities CV v Royal County of Berkshire Polo Club Ltd [2024] EWCA Civ 814; [2024] E.C.C. 20.
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wrong to consider the existence of other polo-themed
trade marks (i.e. the “crowded market”) as well as the
existence of coexistence agreements the parties had
entered into with third parties.
Lifestyle Equities’ second ground was that if the first

ground succeeded but was insufficient to establish trade
mark infringement due to a likelihood of confusion at
the point of sale, the judge was wrong to dismiss the
likelihood of post-sale confusion.

Decision
The Court of Appeal dismissed the appeal.

The impact of a “crowded market” on a trade
mark’s distinctive character
While it is well-established that “the more distinctive
the earlier mark, the greater will be the likelihood of
confusion”, Arnold LJ noted that the opposite
proposition is equally true: trade marks with less
distinctive character enjoy narrower protection than
marks with a highly distinctive character.
Lifestyle Equities argued that the existence of a

crowded market should not be considered when
assessing the distinctive character of their trade mark,
and that only the perception of the relevant public at the
time the alleged infringing sign was first used should be
taken into account. The claimants further argued that,
just as the defendants’ use of the allegedly infringing sign
could not be relied upon to reduce the distinctive
character of the earlier mark, by parity of reasoning,
neither should the use of similar signs by other third
parties.
Arnold LJ disagreed. Third-party use of similar signs

was indeed relevant and there was no good reason to
discount it. Even if the defendants’ use of the mark was
ignored, the existence of numerous similar trade marks
on the market made the claimants’ mark less distinctive.
In a crowded market, it was more challenging for one
mark to stand out. Therefore, the judge had correctly
concluded that the crowded market reduced the
distinctive character of the mark.

The relevance of the “crowded market” as part of
the context of use of the allegedly infringing sign
It is settled case law that the use of the allegedly infringing
sign must be assessed in its context.2 While this can lead
to debates about the extent to which context should be
considered, Arnold LJ determined that, since the
crowded market was relevant to the distinctive character
of Lifestyle Equities’ mark, irrespective of how narrowly
or broadly the context of the allegedly infringing use was
interpreted, the issue of how far context extended did
not matter in this particular case.

The relevance of coexistence agreements
Lifestyle Equities argued that the coexistence agreements
the parties had with Ralph Lauren Polo only showed the
brands being in conflict and should not be taken into
account when assessing the likelihood of confusion. The
claimants notably relied on the EU General Court
decision in Omega v OHIM3 to claim that coexistence
agreements are irrelevant to assessing the likelihood of
confusion.
Distinguishing Omega on the basis that the terms of

the agreement in that case were ambiguous, Arnold LJ
dismissed Lifestyle Equities’ argument. While a
coexistence agreement between A and B cannot
determine whether or not the public is likely to be
confused, it does not render coexistence agreements
irrelevant when assessing likelihood of confusion.
Coexistence agreements may be part of the factual
background that the court considers when making its
assessment. If such agreements impact the relevant
market, their effects must be taken into account. Even
if they do not impact the market, they can still provide
insights into what market participants regard as
acceptable. If the businesses operating in a specific market
agree to coexist peacefully with third parties, this may
indicate that the differences between the respective trade
marks were considered to be enough to avoid confusion.
Such agreements could therefore form part of the overall
context that the court must consider when assessing the
likelihood of confusion, although Arnold LJ said that
caution should be exercised before drawing conclusions
drawn from them.
In this case, the judge had found that the coexistence

agreements were informative and provided practical
insights into the market, but had conducted a separate
global assessment without referencing the agreements.
This approach was deemed appropriate by the Court of
Appeal, and so the claimant’s first ground of appeal was
dismissed.

Post-sale confusion
The decision on the second ground of appeal was short
and sweet. Since this ground was dependent on the first
ground, it did not arise. Arnold LJ nevertheless made the
point that there could not be a likelihood of post-sale
confusion in this case if there was no likelihood of
confusion at the point of sale in the first place.

Comment
This decision underscores the importance of submitting
convincing evidence in trade mark infringement cases,
particularly documents showing the degree of
distinctiveness of the earlier right(s) relied upon.

2 See O2 Holdings Ltd v Hutchison 3G UK Ltd (C-533/06) EU:C:2008:339; [2008] E.C.R. I-4231; [2008] 2 C.M.L.R. 14.
3 Omega SA v OHIM (T-90/05) [2007] E.C.R. II-145.
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When a trade mark owner operates in a crowded
market, it will be more challenging to establish the
distinctiveness of its trade marks. The fact that numerous
similar marks operate on the market will make the mark,
or at least the common elements of the marks under
comparison, less distinctive. It seems therefore essential
to make efforts to understand how direct competitors,
in the same market, are branding themselves. If trade
mark infringement proceedings are issued in the context
of a crowded market, the case is likely to turn on
evidence of actual confusion between the marks or the
lack of such evidence.
The decision also highlights the need for caution when

entering into coexistence agreements with third parties.
Consenting to the use of a similar trade mark, through
such agreements, can weaken a trade mark owner’s
position in future disputes. These agreements may offer
guidance to the court on what market participants
consider sufficient to avoid confusion, and so their
existence may influence the determination of whether
there is a likelihood of confusion between trade marks.
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A recent decision of the European Court of Human
Rights found that a decision by local authorities to refuse
permission to an anti-discrimination non-governmental
organisation (NGO) to advertise their cause on public
space, on the grounds that its poster depicted some
social groups in an undignified and humiliating manner,
was a breach of the European Convention art.10.1 The
decision raises a number of important points on free
speech, including the Court’s power to review
administrative restrictions on public advertising; whether
an NGO should be given the same discretion as the press
in how it disseminates its views; and the distinction
between robust canvassing and inciting hatred and
ridicule against minority groups.

Facts and background
The National Youth Council of Moldova (the applicant)
is an NGO dealing with anti-discrimination practice. In
February 2011, the Moldovan Parliament began examining
an anti-discrimination Bill, which gave rise to public
debate over the use of the expression “sexual
orientation” and the issue of homosexuality in the
Republic of Moldova. The Bill was withdrawn in March
2011, but against that backdrop, the NGO took part in
the Non-Discrimination Coalition, which brought
together several NGOs, and began a project to roll out
a freephone discrimination helpline for victims. In
December 2011, the applicant applied to a municipal
authority for authorisation to display a poster on the
city’s advertising panels, informing the public of the
helpline in question. The poster featured cartoons of
various individuals, including two men holding hands, a
black man, an elderly woman, a pregnant woman, a
person in a wheelchair, and what was purportedly a
Roma couple. On 22 December 2011, the Deputy Mayor
set up a working group to review representations of
society in advertising displayed in the city, who asked
the communities depicted in the poster how they felt
about the advertisement. A Roma association said it
disapproved of how Roma people were represented in
the poster and the Chair of the Alliance of Organisations
for People with Disabilities of Moldova told the Mayor
that she was also against the poster. On 5 January 2012,
the group was told that its poster could not be displayed,
because it would divide society into categories and social
groups and thus infringed Law No.1227-XIII of 27 June
1997 s.7—that advertising should be loyal, honest,
authentic and decent, and use means that did not cause
spiritual, moral or psychological harm to its audience.
The National Agency then carried out an expert

assessment of the poster at issue and reported back that
most of the experts had found that it did not breach
advertising legislation, although it suggested that the
NGO ensure that the image did not cause spiritual, moral
or psychological harm to those who saw it. The NGO
meanwhile brought an action to obtain authorisation to
display the poster by court order, and the Chisinau
Court of Appeal dismissed the action as ill-founded; the
Supreme Court of Justice dismissed the appeal.

Decision of the European Court
The applicant argued that there had been an unlawful,
disproportionate interference with its freedom to use
cartoons to represent prohibited grounds of
discrimination for advertising purposes, and with its
freedom to impart information on the roll-out of a
freephone discrimination helpline.
In deciding whether the measure had been necessary

to protect the rights of others, the Court noted that
what was at issue was the right of the Roma community

1National Youth Council of Moldova v Republic of Moldova Application No.15379/13, decision of the European Court of Human Rights, 25 June 2024.

34 Entertainment Law Review

(2025) 36 Ent. L.R., Issue 1 © 2024 Thomson Reuters and Contributors


